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Summary of Facts and Submn ssions

2739.D

Eur opean patent No. 0 571 481 was granted on 26 March
1997 on the basis of European patent application
No. 92 905 063. 1.

The granted patent was opposed by the present
respondents (opponents 01 to 03) on the grounds that
its subject-matter | acked novelty and/or inventive step
(Article 100(a) EPC).

At the oral proceedings before the Opposition Division
the appellants (proprietors of the patent) submtted a
set of clains according to a sole request for

mai nt enance of the patent in amended form

Caim1l read as foll ows:

"Use for plain bearings of a conposite materi al
conprising bearing material on which is deposited an
overlay coating, the overlay coating conprising a soft
nmetal matrix which has dispersed therein a second phase
of a hard, non-netallic material, said hard, non-
metallic material having a Vickers hardness (H,) of at
| east 300, the bulk of said overlay coating being
constituted by the soft netal matrix, whereby the
ability to enbed dirt particles is not adversely
affected, the conposite bearing material being
characterised in that the overlay coating is deposited
by co-electro deposition and the matrix is | ead-based
and in that the hard, non-netallic material is

al pha-al um na. "

The Qpposition Division held that this claiminfringed
Article 123(2) EPC and accordingly revoked the patent.
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The witten decision with reasons was posted on

16 March 2000. In this decision it was stated in
particular that there was no basis in the origina

di scl osure for the use of al pha-alum na as the hard
non-nmetallic material in conbination with any other

| ead- based matrix apart fromthe specific |ead-10%tin
matri x di sclosed in Exanple 1.

L1l A notice of appeal against this decision was filed on
11 May 2000 and the fee for appeal paid at the sane
time. The statenent of grounds of appeal was filed on
5 July 2000. Wth this statement the appellants
submtted sets of clainms according to a main and three
auxiliary requests for maintenance of the patent in
amended form

Al'l three respondents nmade a respective substantive
reply to the statenent of grounds of appeal. They
requested that the appeal be dism ssed, with ora
proceedi ngs requested as an auxiliary neasure.

Wth a letter received on 30 April 2001 the appellants
repl aced the previous requests with a new nai n request
and new first to third auxiliary requests.

Caiml of the new nmain request reads as foll ows:

"Use for plain bearings of a conposite materi al
conprising bearing material on which is deposited an
overlay coating, the overlay coating conprising a soft
metal matrix which has dispersed therein a second phase
of a hard, non-netallic material, said hard, non-
metallic material having a Vickers hardness (H,) of at

| east 300, the bulk of said overlay coating being
constituted by the soft netal matrix, the conposite

2739.D Y A
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mat eri al being characterised in that the matri x of the
soft netal overlay coating is selected fromthe group
consisting of: tin-based; |ead-based; and, cadm um
based netals, in that the hard second phase particles
consi st of alumna and in that said soft netal and said
hard particles are deposited by el ectro-codeposition
and whereby the ability to enbed dirt particles is not
adversely affected.”

I n a comruni cati on posted on 7 June 2001 the Board
indicated its prelimnary view that claim 1l according
to the new main request net the requirenents of
Articles 123(2) and (3) EPC. In the circunstances it
was therefore appropriate to remt the case to the
Qpposition Division for conpletion of substantive
exam nation

In response to this comruni cation the appellants as
wel | as each of the respondents withdrew their
respective request for oral proceedings.

Reasons for the Decision

2739.D

The appeal conplies with the formal requirenents of
Articles 106 to 108 and Rules 1(1) and 64 EPC. It is
t heref ore adm ssi bl e.

Caiml1l of the present main request conprises in
essence a conbi nation of the features of clains 1, 3
and 8 of the original application together with the
restriction to alum na as the hard second phase
selected fromthe list of substances given in origina
claim4, alum na being the preferred substance used in
Exanpl e 1. These clains of the original application
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correspond in substance to the same nunbered cl ai ns of
the granted patent. The Board is therefore satisfied
that claim1l of the nmain request neets the requirenents
of Articles 123(2) and (3) EPC. Dependent clains 2 to 6
correspond respectively to granted clains 2, 5 to 7 and
10, suitably adapted to the terns of claim1.

As a consequence of the limtation of claiml1l it is
implicit that Exanple 2 of the patent specification is
to be del et ed.

In their replies to the statenent of grounds of appea
two of the respondents have questioned the clarity of
the term"tin-based; |ead-based; and cadm um based
netal s". However, in the opinion of the Board this term
I's one which the person skilled in the art woul d have
no difficulty in understandi ng, as evidenced for
exanpl e by the docunents submtted by the appellants
with their letter filed on 26 April 2001. In any case,
the Board notes that lack of clarity is not a ground of
opposition and given that the terminvol ved appears in
granted claim 3, fromwhich it has nerely been

i ncorporated into the newclaim1, this topic is one
which in its viewis not open to discussion, cf
decision T 301/87 (QJ EPO 1990, 335).

In order to allowthe parties fully to develop their
argunments before two instances on the substantive
nmerits of the clained subject-nmatter, the Board nakes
use of its power under Article 111(2) EPCto remt the
case to the Qpposition Division for further

exam nation
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O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further

exam nati on

The Regi strar: The Chai r man:

S. Fabi ani F. Gunbel
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