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Summary of Facts and Subm ssi ons

2059.D

Eur opean patent No. 0 616 779 based on application
No. 94 104 710.2 was granted on the basis of 11 clai ns.

| ndependent claim 1 as granted read as foll ows:

"1. A nethod for preparing extruded food products
conprising providing an uncooked cereal dough m x,
addi ng sufficient water to the cereal dough mx to
attain a noisture content of 14-22% by wei ght,
processi ng the cereal dough in an extruder having an
exit die of a predeterm ned shape and size at
sufficient tenperature and pressure to yield an
expanded dough extrudate, and drying the extruded dough
to a final noisture content of |ess than about 3%
characterized in adding to the uncooked cereal dough

mx, up to 45% by weight of the uncooked dough m x, of
a starch resistant to anyl ase digestion (resistant
starch)."

| ndependent claim 10 as granted read as foll ows:

"10. An extruded food product containing resistant
starch obtai nable by the nethod of claim1l1."

The follow ng docunments inter alia were cited in the
pr oceedi ngs:

(1) WO A9 414 342
(2) US-A-5 169 662
(4) US-A-5 024 996
(5) EP-A-0 512 249
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Qpposition was filed and revocation of the patent in
its entirety was requested pursuant to Article 100(a)
EPC on the grounds of |ack of novelty and | ack of
inventive step and pursuant to Article 100(b) EPC on
t he grounds of insufficiency of disclosure.

The opposition division revoked the patent under
Article 102(1) EPC

The opposition division considered that clainms 1, 6, 10
and 11 of the main request (set of clains filed on

3 June 1998) did not neet the requirenents of

Article 84 EPC, in particular in respect to the

i ntroduction of the expressions "an anount effective to
i ncrease expansion” and "an anount effective to inprove

texture".

Wth respect to the auxiliary requests 1 and 2, filed
during the oral proceedings before the first instance,
t he opposition division considered that they net the
requirenents of Articles 84, 123(2)(3) and 83 EPC.

However, the opposition division considered that
claim1l of the auxiliary request 1 | acked novelty
vis-a-vis docunent (1), since it considered the
priority date to be valid for the relevant parts of
docunent (1).

As regards the auxiliary request 2, the opposition

di vision considered that it nmet the requirenents of
Article 54 EPC. The opposition division took the view
that claim 1l was novel over document (5) in view of the

final noisture content.
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Wth respect to inventive step, the opposition division
defined the problemto be solved as the provision of
food products conprising dietary fibers and show ng

i nproved expansi on properties. It took the view that
the subject-matter of claim1 of the auxiliary

request 2 did not involve an inventive step (Article 56
EPC) in the |ight of docunents (5) and (2).

As regards the auxiliary request 3, filed during the
oral proceedings before the first instance, the

opposi tion division considered that the requirenents of
Article 123(2) and (3) EPC were net. However, it
considered that clains 1 and 6 did not fulfil the

requi renents of Article 84 EPC in view of the reference
to the AOAC nethod introduced in the said clains.

The appel | ant (patentee) | odged an appeal against that
decision. The Notice of Appeal was filed and the appeal
fee paid on 11 April 2000. The Notice of Appeal sought
mai nt enance of the patent on the basis of one of four
requests, namely the main and three auxiliary requests
rejected by the opposition division. O those four
requests, the main and two auxiliary requests contained
a product claim1ll. The witten statenent of G ounds of
Appeal filed on 19 June 2000 sought nai ntenance of the
patent on the basis of a new main and nine auxiliary
requests filed with the statenent of which the main and
first and second auxiliary requests corresponded to the
previous auxiliary requests 1, 2 and 3 but w t hout
claim1l. In the G ounds of Appeal the appellant stated
(paragraph 2) "Wiereas claim 11l has been deleted in the
requests which are on appeal, we would like to nake the
following remarks and to reserve the right to prosecute
claim1l as granted" and (paragraph 5) "In summary, the
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Deci sion of the Opposition Division based on the
statenents that....product claim1ll is not novel in
view of D1....is not well founded"

The respondent (opponent) asked by a letter dated

26 January 2001 for clarification as to whether the
appel  ant requested the mai ntenance of claim1l1l in any
of their requests. The appellant replied in a letter
dated 6 March 2001 "Since no claimversion contains
claim1l, such a claimis not part of the appeal

pr oceedi ngs".

The Board sent a comuni cation on 31 May 2002 raising a
nunber of formal objections under Articles 123(2) and
84 EPC to the ten sets of clains (main request and nine
auxiliary requests) filed by the appellant with its
Grounds of Appeal and concluded "If in the |ight of
this comuni cation the Appellant wishes to file an
amended set of clainms, which it would consider to
satisfy the requirenments of Articles 84 and 123(2)

and (3) EPC, it should do so within two nonths of the
deened date of receipt of this comunication. The
opponent will then have two nonths fromthe deened date
of receipt of its copy to file observations”.

In reply to the communication the appellant filed
thirteen new sets of clains (a main request and twelve
auxiliary requests) with its letter of 29 July 2002.
The main request was the set of clains as granted
including claim1ll. Claim1ll also appeared in the ninth
auxiliary request. In the same letter the appell ant
also said that it was uncertain if it had understood
one of the Board's objections correctly and, if not,
asked for further explanation; and that, in relation to
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its subm ssions on other objections, "In case the Board
of Appeal is of the opinion that the above facts are
not reflected by the respective claimversions, we
woul d appreci ate an expl anation of this objection” and
"We are convinced this is entirely clear fromthe
wor di ng of the clains, however are prepared to anend
the clains if the Board of Appeal is of the opinion
that this is not the case".

I X. The Board sent a further communi cation dated 2 Decenber
2002 as annex to the sunmmons to oral proceedi ngs
directing the parties to file novelty and inventive
step argunents on the appellant’'s requests. There was

no direction or invitation to file new requests.

X. The respondent withdrew its opposition by its letter of
6 Decenber 2002.

Xl . The appellant replied to the sunmons to oral
proceedings in a letter dated 30 January 2003 with
which it also filed twenty three requests (a nmain
request and twenty two auxiliary requests). The main
and twelve of the auxiliary requests were the sane as
those filed on 29 July 2002 and the further ten
auxiliary requests were new. Inits letter the
appel l ant put forward argunents as to novelty and
inventive step in respect of inter alia claim1l as
granted. The appellant also said that, taking account
of the withdrawal by the respondent of its opposition,
it would withdraw its request for oral proceedings if
the Board could all ow one of the main or twenty-two
auxiliary requests and woul d make additional and ot her
amendnments to the clainms if the Board found that

necessary.

2059.D



- 6 - T 0446/ 00

In a further letter faxed on 14 May 2003, the appell ant
asked to be told by return whether the oral proceedings
woul d take place to which the Board's registrar replied
on 23 May 2003 that the appointnment for oral
proceedi ngs on 3 July 2003 st ood.

X, The appellant filed four requests (nodified auxiliary
requests 15 and 16 and new auxiliary requests 23 and 24)
with its letter of 23 June 2003 sent by fax.

XIll. In a faxed letter of 1 July 2003, the appellant stated
that at the oral proceedings it did "not intend to
argue on" certain requests (the main request and
auxiliary requests 1 to 11, 13 to 15 and 18 to 21) and
intended to discuss only auxiliary requests 12, 16, 17
and 22 to 24. Wth the sane letter it filed two
requests (anmended auxiliary requests 17 and 22).

XI'V. Oral proceedings were held on 3 July 2003. As a
prelimnary point the Board raised the adm ssibility of
the various requests filed by the appellant - the
thirteen requests filed on 29 July 2002 being in
response to a conmunication inviting one new request to
take account of the Board's objections in that
conmuni cation and two of those requests containing a
cl ai mthe appel l ant had previously expressly abandoned;
those filed on 30 January 2003 being presented as
conditional on the Board's acceptance of one of them
(or sone other version of one of them and the
appellant's withdrawal of its request for oral
proceedi ngs; and those filed on 23 June 2003 and 1 July
2003 being very late-filed with no explanation for the

| at eness.

2059.D
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After consideration of those admssibility matters, the
appel  ant requested during the oral proceedings that

t he patent be maintained on the basis of one of the
sets of clains filed as auxiliary request 8 on 29 July
2002 (main request), as auxiliary request 16 filed on
23 June 2003 (first auxiliary request), or as auxiliary
request 19 filed on 30 January 2003 (second auxiliary
request).

Claim1 of the main request read as foll ows:

"1. A nethod for preparing extruded food products
conpri sing providing an uncooked cereal dough m X,
addi ng sufficient water to the cereal dough mx to
attain a noisture content of 14-22% by wei ght,
processi ng the cereal dough in an extruder having an
exit die of a predeterm ned shape and size at
sufficient tenperature and pressure to yield an
expanded dough extrudate, and drying the extruded dough
to a final noisture content of |ess than about 3%
characterized in adding to the uncooked cereal dough

mx 10 to 45% by weight of the uncooked dough m x, of
a resistant starch product conprising at |east 15% by
wei ght of a starch resistant to anyl ase digestion and
considered to be dietary fiber as analyzed by the AOAC
met hod of determining total dietary fiber [J. Assoc.
Of. Anal. Chem 68:677 (1985)] (resistant starch),
wherein the granular structure of the resistant starch
has been totally disintegrated.” (enphasis added by the
Boar d)



- 8 - T 0446/ 00

Claim1 of the first auxiliary request read as foll ows:

"1. A nethod for preparing extruded food products
conprising providing an uncooked cereal dough m x,
addi ng sufficient water to the cereal dough mx to
attain a noisture content of 14-22% by wei ght,
processi ng the cereal dough in an extruder having an
exit die of a predeterm ned shape and size at
sufficient tenperature and pressure to yield an
expanded dough extrudate, and drying the extruded dough
to a final noisture content of |ess than about 3%
characterized in adding to the uncooked cereal dough

mx 10 to 45% by weight of the uncooked dough m x, of
a resistant starch product conprising at |east 15% by
wei ght of a starch resistant to anyl ase digestion and
considered to be dietary fiber as analyzed by the AOAC
nmet hod of determning total dietary fiber [J. Assoc.
Of. Anal. Chem 68:677 (1985)] (resistant starch),
wherein the granular structure of the resistant starch
product has been totally disintegrated."” (enphasis
added by the Board)

Claim 1 of the second auxiliary request read as
fol |l ows:

"1. A nethod for preparing extruded food products
conprising providing an uncooked cereal dough m x,
addi ng sufficient water to the cereal dough mx to
attain a noisture content of 14-22% by wei ght,
processi ng the cereal dough in an extruder having an
exit die of a predeterm ned shape and size at
sufficient tenperature and pressure to yield an
expanded dough extrudate, and drying the extruded dough
to a final noisture content of |ess than about 3%

2059.D
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characterized in adding to the uncooked cereal dough

mx, up to 45% by weight of the uncooked dough m x, of
a starch resistant to anyl ase digestion (resistant
starch) obtainable by gelatinizing a slurry of a starch
t hat contains anyl ose in an anount greater than 40%
treating the gelatinized starch with a debranching
enzynme for sufficient tinme to effect essentially

conpl ete debranchi ng, deactivating the enzyne, and
isolating the resistant starch product by drying,
extrusion, or precipitation by the addition of salt."
(enmphasi s added by the Board)

The appel lant's argunents may be sumrari sed as fol |l ows:

(a) Wth respect to the issues of admissibility of its
requests, the appellant said generally that it was
not easy to delimt the clainmed invention fromthe
prior art and that no abuse of procedure had been
i nt ended.

In the present case, the opponent had w thdrawn
its opposition so no other party was prejudiced by
new or |ate-filed requests. Many of the

appel lant's requests anobunted to no nore than
changes of one or a few words and/or of reductions
in the scope of the clains. It was proper to allow
an appellant patentee a "last chance" to save its
patent and the Board coul d al ways either adjourn
the oral proceedings or remt the case to the
first instance. Reference was made to a nunber of
deci sions of the Boards of Appeal including

T 25/91 of 2 June 1992, T 68/98 of 10 May 2000,

T 732/98 of 13 January 2003 and T 577/97 of

5 April 2000 (all unpublished in QJ, EPO).
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As regards the thirteen requests filed on 29 July
2002, it had not understood fromthe Board's
comuni cation of 31 May 2002 that it had been

invited to file only one new request.

As regards the twenty-three requests filed on

30 January 2003, the appellant had not fully

under stood the Board' s conmuni cati on of 2 Decenber
2002 but had intended these requests to overcone
the Board's objections.

As regards the requests filed on 23 June 2003 and
1 July 2003, the appellant observed sonme Boards of
Appeal admt new requests during the oral
proceedi ngs even if opponents remain parties to

t he appeal .

Wth respect to the requirements of Article 123(2)
EPC for claiml of the main and auxiliary requests,
t he appellant stated as basis in the application

as originally filed the foll ow ng passages: page 6,
line 3 and page 5, line 26 (for the expression "at

| east 15% by weight"), page 3, lines 5 to 6 and
page 6 lines 24 to 25 (for the specification of

10% as the lower Iimt for the added resistant
starch product). It also explained that it was
self-evident to a reader skilled in the field that
the expression "resistant starch” neant, in the
context of pages 3, 4 and 5 of the application as
filed, "resistant starch product” as the product
recovered fromthe enzymatic treatnent. Such
product contained at |east 15%resistant starch.

It al so added that this fact was reflected by the
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exanpl es of the application as filed and that
there was no upper limt defined in the clains of
t hat application, hence such anendnents were
al | owabl e as narrowi ng the scope of the invention
claimed in the light of the application as filed.

Wth respect to the other anmendnents introduced in
claiml1l it cited pages 2, 4, exanples |I and I

As regards the second auxiliary request the
appel lant cited page 4, lines 8 to 11 of the
description as originally filed.

(c) Wth respect to the novelty of claim1 of the
second auxiliary request, the appellant stressed
t hat docunents (2) and (4) did not relate to the
preparation of products having high anyl ose
content but to products containing natural fibers
such as those fromoat bran. As regards docunent
(5) it stated that the starches enployed in the
preparation process of exanple 3 were corn starch
and waxy mai ze, both of them having a | ow anyl ose
content. The products prepared by that process
were not resistant starch as clained in claim1 of
the second auxiliary request but starch products
cont ai ni ng short chai n anyl ose and bei ng water
sol uble (hot or cold water).

(d) Wth respect to inventive step, the appell ant
argued that, for the subject-matter of claim1l of
t he second auxiliary request, docunent (2) was the
cl osest prior art since it disclosed the sane
process steps for the preparation of the food
product. The appellant defined the problemto be

2059.D
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solved as lying in the preparation of a food
product with an increased fiber content and

i ncreased or simlar expansion. The appell ant
argued that the conparative results in the table
on page 5 of the patent as granted showed that, by
repl aci ng 25% of the oat bran in the dough m x by
25% of resistant starch according to the invention
(resistant starch obtained from debranched HYLON
VI1), a significant increase (dough m x A dough
m x B) took place in the total dietary fiber
content acconpanied by simlar or inproved

expansi on.

The natural fibers such as those from oat bran
(docunent (2)) and others did not lead to an
acceptabl e texture and gave poor expansion. The

fi ber source according to the invention was a non-
granul ar crystalline starch whose structure was
not destroyed in the production processes (eg in
the extruding step) as was the case with
conventional starches. The 40% anyl ose content
referred to high nol ecul ar anyl ose present in the
non- granul ar product and this lead to the dietary
fiber which consisted of water insoluble resistant
starch. When producing the resistant starch
according to the invention retrogradation took

pl ace which caused the increase in the dietary

fi ber content. The starches of docunent (5) were
wat er sol uble starches and did not relate to
dietary fibers.

The appel |l ant stated that the resistant starch
could not be forned, since the starches enpl oyed
in the preparation process of exanple 3 had a | ow
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anyl ose content. It added that the resistant
starch could not be formed because there was too
much short chain anyl ose and that the short chain
anyl ose origi nated from debranchi ng anyl opectin.
The appel l ant al so said that when the high anyl ose
content was bel ow 40% there was a prevention of
the formati on of resistant starch.

The appell ant al so stressed that the expression
"resistant starch”" was to be understood as defined
in the patent in suit and nmeant starch that is
resistant to anyl ose digestion and is considered
to be dietary fiber (page 2, lines 29, 30).

Finally, the appellant argued that docunment (5)
did not disclose products with a high dietary
fi ber content and that the process disclosed in
docunent (5) did not allow retrogradation which
required preventing cooling or nmaintaining a

certain tinme to allow the process to take place.

The appel |l ant requested during the oral proceedi ngs
that the decision under appeal be set aside and that
the patent be maintained on the basis of its main
request (the set of clainms filed as auxiliary request 8
on 29 July 2002) or its first auxiliary request (the
set of clains filed as auxiliary request 16 on 23 June
2003) or its second auxiliary request (the set of
clainms filed as auxiliary request 19 on 30 January
2003) .
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Reasons for the Decision

1

1.2

2059.D

Adm ssibility

The appeal is itself adm ssible. However, the

adm ssibility of the appellant's requests is nuch |ess
straightforward. During the course of the appeal
proceedi ngs the appellant filed six "batches" of
requests containing various sets of clains. The total
nunber of such requests was in excess of fifty although
this includes several auxiliary requests which
reappeared in the same format various stages under

di fferent nunbers. While neither the nunber of requests
nor the nunber of occasions on which the appell ant
filed requests is in itself a determning factor as to
the adm ssibility or non-admissibility of the various
requests, the Board does observe that the frequent
filing of |large nunbers of requests presents the Board
and any other parties with obvious difficulties,
particularly when requests are filed shortly before
oral proceedings.

It must also be renenbered that the primary purpose of
appeal proceedings is to review a first instance
decision to see whether it is correct or not and an
appellant's principal goal is therefore to persuade the
Board that the decision it sought at first instance is
the correct one. Simlarly the purpose of

conmuni cations issued by the Board during appeal
proceedings is to refine and limt the issues and thus
the possible fornms the clains of a patent may take. It
is therefore inappropriate either to burden appeal
proceedings with a nmultiplicity of requests or, unless
absol utely necessary, to anmend requests once filed
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either as to their wording or as to the appellant's
order of preference. It is also well-known, and well -
established in the case-law of the Boards of Appeal,
that the later requests are filed, the less likely they
are to be held adm ssible (see generally "Case Law of

t he Boards of Appeal of the European Patent O fice",
4th edition 2001, section 14.2.1 at pages 547 to 548).

The Board will deal in turn with each "batch" of
requests filed by the appellant, considering both the
concerns which gave rise to its admssibility

obj ections and the appellant's argunents at the oral
proceedi ngs; will then consider those of the

appel lant's argunents which were directed to all the
Board' s objections generally; and then drawits
conclusions as to the admssibility of the requests.

The requests filed with the Grounds of Appea

The requests contained in the Notice of Appeal and

G ounds of Appeal are summarised in paragraph V above.
After initially filing with the Notice of Appeal a main
and three auxiliary requests which, as is to be
expected i n appeal proceedings, repeated requests which
had been refused by the opposition division, the

appel lant then filed nore and different requests with
its Gounds of Appeal. The Board has no objection per
se to that difference since it is the Gounds of Appea
whi ch are intended to define an appellant’'s case.
However, the Board and other parties (and indeed
menbers of the public who may inspect the file) nust be
able to rely on the fact that the G ounds of Appeal do
in fact define the appellant's case which should
therefore be both clear and thereafter subject to
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change only in reaction to subm ssions from ot her
parties and any prelimnary opinions expressed by the
Board i n conmuni cati ons.

In the present case the respondent noted the
appel l ant's equi vocal position as regards the claim1l
whi ch had appeared in the patent as granted and in two
of the requests refused by the opposition division and
repeated in the Notice of Appeal, but which was not
present in any of the requests filed with the G ounds
of Appeal although the appellant apparently defended
that claimin its argunents. Wen chall enged by the
respondent, the appellant stated categorically in reply
"Since no claimversion contains claim11l, such a claim
is not part of the appeal proceedings”. However the
appel I ant subsequently filed on 29 July 2002, and

mai ntai ned until 1 July 2003 (two days before the oral
proceedi ngs), a new nmain request containing claim1l
and gave no explanation for this. Nor was any

expl anation or argument presented by the appellant when
the Board raised this issue at the oral proceedings.

The requests filed on 29 July 2002

The unexpl ai ned re-appearance of claim 11l apart, the
appellant filed thirteen requests on 29 July 2002 in
response to a conmmuni cation which invited one new
request. The purpose of that conmunication was quite
clearly to set out the Board's objections, as to
"formal" matters under Articles 84 and 123(2) EPC, to
the requests filed with the G ounds of Appeal and to
invite the appellant, if it accepted sone or all of

t hose objections, to file a request which would limt
the scope of the appeal proceedings to a set of clains
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whi ch net those objections so that the parties could
concentrate on the "substantive" issues of novelty and
inventive step. It was equally clearly not an
invitation to the appellant to produce nultiple sets of
alternative clains. The appellant argued at the oral
proceedi ngs that it had not understood only one request
was invited, but the words used by the Board (see

par agraph VIl above) are so clear that the appellant's
argunent is really untenable.

It is true that, at various points in its letter of

29 July 2002 replying to the comuni cation, the
appellant said it was unsure if it had understood the
Board' s objections and expressed a willingness to anmend
its requests further (see paragraph VIIl above). As to
t he uncertainty, further explanation was in fact
supplied in the Board' s second communi cati on of

2 Decenber 2002, but neither this nor any subsequent
letter of the appellant indicated that it had not
understood the direction to file a single request in
addition to those already filed with the G ounds of

Appeal .

The requests filed on 30 January 2003

The requests filed on 30 January 2003 were all put
forward under the "unbrella”™ of the conditiona

wi t hdrawal of the appellant's request for oral
proceedings if the Board should allow one of the
requests and the "offer” to anend the clains further if
the Board so wi shed. This was effectively a request to
the Board to choose a set of clainms or even to suggest
a further amended set of clains itself. A party cannot
abdicate its responsibility to present its case to the
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Board, particularly not by filing a |arge sel ection of
clainms and inviting the Board to choose. At the oral
proceedi ngs the appellant presented no argunents
specifically directed to this objection.

The requests filed on 23 June 2003 and 1 July 2003

The amended and new requests filed on 23 June 2003 and
1 July 2003 were beyond doubt filed at a very late
stage of the proceedings - respectively eight and two
days before the oral proceedings. Further, auxiliary
requests 23 and 24 filed on 23 June 2003 cont ai ned
amendnment s which made themquite different from any
previ ous requests - the addition of a disclainmer in
auxiliary request 23 and of additional process features
in auxiliary request 24 which, if allowed, would have
meant the invention clainmed would have "shifted" from
anyt hing previously clainmed. At the tinme of filing no
reason was given for the extrene | ateness of these
requests, although the appellant did, inits fax of

1 July 2003, indicate that at the oral proceedings it
intended to discuss only six of its many filed requests
and did not intend to discuss the rest. A statenent of
intent not to discuss requests is not of course

equi valent to withdrawi ng requests and i ndeed the
appel I ant acknow edged, at the commencenent of the oral
proceedings, it had not withdrawm any of the requests
it had filed during the appeal proceedings.

The only reason advanced by the appellant at the oral
proceedings for the late filed requests of 23 June 2003
and 1 July 2003 was that sonme Boards of Appeal admt
new requests filed as late as during the oral

proceedi ngs, thus inpliedly submtting that two or



3.1.2

3.1.3

2059.D

- 19 - T 0446/ 00

ei ght days before the oral proceedi ngs should be
acceptable. The earlier decisions of the Boards cited
by the appellant were in large part in support of this
argunent and these are consi dered bel ow (see

par agraph 3.5).

The Appellant's Argunents

Gener al

The Board has no doubt that the appellant did not
intend to commt any abuse of procedure or to file

i nadm ssi ble requests. Indeed, it can rarely if ever be
the case that a party intentionally prejudices even a
smal | part of its case. The Board can al so accept that
t he appellant had difficulty delimting its clained
invention fromthe prior art. That is however a probl em
whi ch faces many applicants for or proprietors of
patents and their representatives and with which they
nmust deal within the confines of the established
procedure.

The Board further accepts that many of the appellant's
requests anmounted to no nore than changes of one or two
wor ds and/ or of reductions in the scope of the clains -
indeed in its covering letters the appellant went to
consi derable |l engths to explain the differences between
previous and current versions of the clainms and between
various requests filed together. However, the apparent
m nor nature of amendnents is again not an acceptable

reason for failing to observe procedural requirenents.

None of these argunents of the appellant justify the
repeated filing of multiple sets of requests w thout
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i ndi cating whether earlier requests were w thdrawn or
not, w thout (where applicable) explaining either a
change of direction or |ateness of filing (see

par agraphs 2.1.2 and 2.4 above), or with an attenpt to
i npose conditions on their acceptance or to nmake the
Board itself select or conpose an acceptabl e request
(see paragraph 2.3 above).

Wt hdrawal of the Opposition

The appel | ant argued next that, the opponent having

wi thdrawn its opposition, no other party was prejudiced
by new or late-filed requests. This overl ooks a nunber
of matters. First, even in the absence of the opponent,
this is the proprietor's appeal against the decision to
revoke its patent and the burden therefore lies on the
appel l ant to show why that decision was wong and, if
it wishes, to put forward one or nore requests which

t he Board may consi der allowabl e. Second, although the
respondent may no | onger be concerned with the outcone
of the appeal, the Board renmains so concerned and is
entitled to expect parties to explain changes of
direction, |ateness of filing and the need (if any) for
mul ti ple requests. Third, and perhaps nost inportantly,
t he Board when seized of a case has the responsibility
(as do first instance departnents at earlier stages of
procedure) of guarding the public interest. There are
two aspects of this responsibility - at a general |evel
t he Board cannot condone m suse of procedure since this
m ght encourage other parties to follow suit and, at
the I evel of a particular case, the Board nust ensure
that the public can at any tine ascertain with at | east
reasonabl e certainty what is the extent of the nonopoly
sought. It would be strange, and indeed contrary to
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public policy, if at the |ast possible stage of EPO
proceedi ngs (in an appeal against revocation after
opposition), the public were | ess able to ascertain the
extent of nonopoly sought than at earlier stages such

as exam nation or grant.

3.2.2 If, as appears nmay be the case, the appellant took the
view that, after the respondent withdrew its opposition
t hese proceedi ngs becane de facto ex parte, then the
Board nust make clear it considers that viewis
incorrect. In exam nation or exam nation appeal
proceedi ngs the question is whether or not to grant a
patent, in other words whether a restriction should be
i nposed on the freedom of action of the public. In
opposi tion proceedi ngs the question is whether or not a
patent already granted should be Iimted or revoked, in
ot her words whet her such a restriction on public
freedom shoul d be reduced or renoved. An opposition
appeal against revocation is the last opportunity to
contest the renmoval of that restriction on the public;
it may indeed be the last tine the conflict between the
private interest of a particular patentee and the
public interest is judged. Therefore, even after an
opposition is wthdrawn, the opponent's argunments and
evi dence nmust be considered by the Board as an
expression of the public interest in avoiding
unjustified nmonopolies and the Board, which has to
bal ance the conpeting interests, cannot allow the
proceedi ngs to becone a nere discussion with the
patentee as to the acceptable terns of a nonopoly.
(Further, the Board observes that even in ex parte
proceedi ngs, the adm ssibility of requests may be
refused for unexplained late filing or, in certain

ci rcunst ances, as an abuse of procedure; see for

2059.D
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exanpl e the discussion of T 25/91 in paragraph 3.5.4
bel ow and T 70/ 98 of 15 Septenber 2001, unpublished in
Q) EPO.)

3.3 The "Last Chance" Argunent

3.3.1 As for the appellant's argunent that a patentee shoul d
be allowed a "last chance" to save its patent, the
Board considers this inappropriate to justify the
appel lant's approach to the filing of requests. The
words "l ast chance"” nust be not be interpreted to allow
nore than their literal meaning. In one sense, an
appeal against revocation is clearly a |ast chance, and
the oral proceedings in such an appeal the very |ast
chance, for a patentee to save its patent. As sone of
the decisions cited by the appellant show (see
par agraph 3.5 below), Boards have permtted a patentee
to file as late as during oral proceedings a new
request of reduced scope and with no or little new
subj ect-matter: whether or not described as a "l ast
chance", that is clearly the approach such Boards have
t aken.

3.3.2 The present Board expresses sone synpathy with that
practice, and has in effect adopted it in the present
case (see paragraph 4.6 below), but cannot agree that
there is an established "l ast chance" doctrine or any
absolute right of a patentee to such a "last chance"
request - the admssibility of |ate requests is always
a matter for the Board' s discretion. Further, even if
there were such a doctrine, or even such a right, it
coul d not be stretched to cover the appellant's
approach in this case. The concept of a "last chance"
clearly suggests one | ast chance at the end of the

2059.D
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proceedi ngs and not nultiple "last chances" on nunerous
occasi ons during the course of the appeal.

Rem ttal or Adjournnent

The appellant coupled with its "last chance" argunent
the fact that the Board could al ways either adjourn the
oral proceedings or remt the case to the first
instance to deal with new requests. Remittal is a power
t he Board possesses but again it is a discretionary
power (see Article 111(1) EPC). While a remttal m ght
result froma new set of clains, for exanple if it
entailed a further search for or consideration of
additional prior art, that pre-supposes that a request
with such a new set of clains has been admtted into

t he appeal proceedings. It is not an argunent which per
se can justify the adm ssibility of one new request,

let alone a multiplicity of requests. Mich the sane can
be said of adjournnent of the oral proceedings. An

adj ournment coul d exceptionally be warranted, for
exanple to all ow an opponent (or the Board itself) to
consider the inplications of a new set of clains but,
again, this pre-supposes that a request has been found
adm ssi bl e.

Rem ttal or adjournnent would have been wholly

i nappropriate in the present case. Either course would
have given the appellant a period of time in which to
make good its procedural |apses and, during that tine,
a revoked patent kept alive only by the suspensive
effect of an appeal would remain a possible deterrent
to third parties. Mreover, remttal or adjournnment
woul d not just have the effect of delaying the final
outconme of this case but could al so delay ot her pending
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cases in which the parties have conplied with the
requi renents of procedure.

Case- | aw

In support of its argunents as to the admi ssibility of
its requests the appellant cited a nunber of decisions
of the Boards of Appeal. However, in the opinion of the
Board, none of these decisions assists the appellant.

T 68/98 dealt inter alia with an issue of late-filed
evi dence but not late-filed requests; there is a
section headed "Adm ssibility of anmendnents” but this
is in fact concerned only with issues under Article 123
EPC relating to the difference between a claim as
granted and as consi dered by the opposition division
(see Reasons, paragraphs 2 and 4).

In T 732/ 98 an opponent appeal ed agai nst an
interlocutory decision of the opposition division to
mai ntain a patent in anmended form The respondent
(patentee) requested the dism ssal of the appeal but
was permtted, when that request failed (i.e. the Board
found the clains as maintained unallowable), to file an
auxi liary request which was held adm ssi bl e (although
not eventually all owabl e) because its clains were
narrower than the previous clains, because it reflected
t he objections of the Board and the appellant as
detailed during the oral proceedi ngs, and because it
did not surprise the appellant (see Reasons,

par agraph 5). Thus the circunstances of that case were
vastly different fromthe present.
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T 25/91 nerely reinforces the Board's objection to the
late filing of the requests of 23 June 2003 and 1 July
2003. In that case an applicant appeal ed agai nst

refusal of its patent application for |ack of inventive
step. The G ounds of Appeal requested grant of a patent
with the clainms refused by the exam ning division. A
new set of clains filed the day before the oral
proceedi ngs were held i nadm ssi ble since they were
filed late with no good reason for the |ateness. It was
al so observed that the clains put forward represented a
radi cal departure fromthose previously advanced. The
proceedi ngs were continued in witing and, after a
conmuni cation fromthe Board, the appellant filed
amended clains identical to those held inadm ssible at
the oral proceedings and they were again held

i nadm ssi bl e (see Reasons, paragraph 2).

In T 577/97 Board 3.3.5 had to consi der an objection by
an appel | ant/opponent to the filing by the

respondent/ patentee during oral proceedi ngs of an
auxiliary request. In its decision that Board observed,
as have many decisions of the Boards of Appeal, that
the adm ssibility of anmended clains filed in oral
proceedings is a matter for the Board's discretion. It
criticised, and elected not to follow, earlier
decisions in which one factor for refusing to admt
auxiliary requests filed during oral proceedi ngs was
that they were "clearly not allowable" and expressed
the opinion that a patentee should normally be all owed
a last chance to obtain a patent by having an
opportunity to limt its clainms during the oral
proceedings. Its conclusion on this issue read:
"Therefore, the Board is of the opinion that the

di scretion not to admt auxiliary requests should in
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principle be limted to exceptional cases in which the
filing of the auxiliary requests can be said to anmount
to an abuse of procedural rights" (see Reasons,

par agr aph 3).

In the present case the Board sees no need to decide
bet ween the approach to requests filed at oral
proceedi ngs taken in T 577/97 and the approach in the
earlier cases fromwhich it differed, or indeed for or
agai nst any ot her approach, for two reasons. First,

T 577/ 97 was concerned only with one request filed at
oral proceedings and not, as here, with a multiplicity
of requests filed at several earlier stages of the
proceedi ngs; in other words, the circunstances of the
two cases are quite different. Second, even if the
Board were, as the appellant appears to have argued it
shoul d, to adopt the approach taken in T 577/97 to the
whol Iy different circunstances of this case, there
woul d remai n the exception clearly identified by Board
3.3.5 of "cases in which the filing of the auxiliary
requests can be said to amobunt to an abuse of
procedural rights".

Adm ssibility of requests- the Board's Concl usions

Unexpl ai ned Change of Case

As regards the appellant's statement that claim1l1l "is
not part of the appeal proceedings" and its subsequent
filing of requests with such a claim(see

par agraph 2.1.3 above), the Board has no hesitation in
finding this unexpl ained volte-face an abuse of
procedure. Parties which consciously and deliberately
take a cl ear and unanbi guous position, on which other
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parties rely as part of the case against them cannot
be allowed to resile fromthat position w thout at
| east expl ai ni ng why.

The fact that the respondent in this case subsequently
wi thdrew its opposition does not affect this finding -
t he abuse arose when the respondent was still a party.
Moreover, even if only dealing with one party, the
Board nmust be able to rely on that party's self-avowed
position as being its true position, as nust interested
menbers of the public who may inspect the file with a
view to ascertaining what is or may be sought as part
of a nonopoly (see paragraphs 3.2.1 and 3. 2.2 above).
This is not to say parties may never change their
position (indeed, they may do so as a result of another
party's argunment or a communi cation fromthe Board) but
only that, if they do change their position, they nust
make cl ear they are doing so and explain why.

Di sregard of the Board's Direction

As regards the filing by the appellant on 29 July 2002
of thirteen requests when directed to file one (see

par agraph 2.2 above), the Board cannot accept that the
appel  ant m sunderstood the Board's communi cati on of

31 May 2002 in this respect. In fact, it appears nore
likely that the appellant m sunderstood the nature and
pur pose of communi cations. As appears fromthe Rul es of
Procedure of the Boards of Appeal (in the formin which
they apply to this appeal - see QJ 1980, 171; 1983, 7,
1989, 361 and 2000, 316), a communi cation expresses a
non- bi ndi ng opi nion of a Board on substantive or | egal
matters (Article 12 RPBA), draws attention to matters
whi ch seemto be of special significance or hel ps
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concentration on essentials during oral proceedi ngs
(Article 11(2) RPBA). These provisions nmust be read in
conjunction with the requirenent that, if ora
proceedi ngs take place (as in this case, in which the
appel I ant requested oral proceedings), the Board shal
ensure that the case is ready for decision at the
concl usi on of those oral proceedings (Article 11(3)
RPBA) .

It is thus clear that one purpose, if not the primry
pur pose, of a communication is to focus the appeal
proceedi ngs on "essentials". This also follows fromthe
very nature of appeal proceedings whose function is to
review the correctness of a first instance decision. It
is not the purpose of an appeal to w den the issues,
either in terns of the nunber of issues or the nunber
of ways in which the issues may be resolved (for
exanple, by nultiple requests).

It is inherent in the system of comuni cations that
they may contain inter alia either an opinion of the
Board, or a direction to the party or parties to take a
certain procedural step or steps, or both. It is well-
known that parties to appeal proceedi ngs often want
conmuni cations - in many cases they ask for them during
the witten proceedi ngs, and organi sations of parties
and representatives have on occasions pressed for
comuni cations to be nade mandatory. Parties and
representatives want comruni cations so that they may
know where they stand and may better prepare for oral

pr oceedi ngs.
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In the present case, the communication of 31 May 2002
bot h expressed an opinion (as to the conpatibility of
the requests filed with the Grounds of Appeal wth
Articles 123(2) and 84 EPC) and gave a direction,
nanely that if the appellant wi shed to file an anended
set of clainms neeting the Board's objections, it should
do so. This was clearly in keeping with the purpose of
usi ng comuni cations to concentrate on essentials and
ensure the case was ready for decision at the end of
the oral proceedings - if the "formal" issues under
Articles 123(2) and 84 EPC could be dealt with during
the witten proceedi ngs, thus producing a request which
conplied with those Articles, the oral proceedings (and
i ndeed t he subsequent witten proceedi ngs) could be
used to concentrate on the substantive issues of

novelty and inventive step.

Wiile the Board's direction was not mandatory - the
appel lant was not required to file a further request -
it was clear on the face of the comrunication that, if
it chose to do so, the direction was to file one new
request dealing with the Board's objections. The
appellant, and in particular its representative, should
have been aware of the procedure and purpose of
comuni cati ons and shoul d have co-operated with the
Board's attenpt (made, it nust be observed, in the
interest of the parties) to limt the issues as the
appeal progressed. The appellant woul d of course have
been entitled to respond by disagreeing with the
Board's opinion in which case the direction to file a
further request would not have taken effect. However,

t he appellant neither did that nor, as directed by the
Board, did it file one new request but instead filed
thirteen new requests. That was clearly contrary both
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to the direction in the communication and to the
pur pose of communi cations as expressed above.

| f by conmuni cations the Boards of Appeal provide
parties with a service they want and need, nanely
delimting issues and allowng themto refine their
requests, it is incunbent on parties to conply with
directions in conmunications. If comunications were in
whol e or in part ignored, their purpose would be

negat ed, appeal proceedi ngs woul d becone | ess focussed,
and oral proceedings woul d be | engthened by having to
deal with matters which could and often should be dealt
with earlier. The Board cannot sanction disregard for
its directions and nust accordingly refuse to admt the
requests filed on 29 July 2002 as an abuse of procedure.
This is in keeping with the Board' s recent decision

T 590/98 of 30 April 2003 (unpublished in QI EPO see
Reasons, paragraph 1) in which witten argunents filed

in disregard of a direction were not taken into account.

Mul tiple and Conditional Requests

As regards the | arge nunber of requests filed on

30 January 2003 with the attached condition of

wi t hdrawal of the request for oral proceedi ngs and
invitation to the Board to pronpt further possible
anmendnents (see paragraph 2.3 above), the case-|aw of
t he Boards of Appeal suggests that such requests are
i nadm ssi bl e.
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As Board 3.3.3 said in decision T 382/96 of 7 July 1999
(unpublished in Q3 EPO see Reasons, paragraph 5.2):

"Es ist ein Gundprinzip des Européi schen Patentrechts,
dall di e Annel derin, im Einspruchsverfahren die

Pat enti nhaberin, die Verantwortung fir die Festlegung
des Pat ent gegenst andes hat. Dies drickt sich i mEPU

bei spi el swei se in den Bestimmungen der Regel 51 (4)

bis (6) EPU und der Regel 58 (4), (5) EPU aus. Diese
Ver ant wort ung kann di e Annel deri n/ Pat enti nhaberin nicht
durch di e Vorl age ei ner Unzahl von Antragen, noch

weni ger von nicht ausfornulierten Antragsvari anten, de
facto auf das Europai sche Patentant, hier die

Beschwer dekammer, und gegebenenfal | s andere

Ver fahrensbeteiligte, hier die Beschwerdegegnerinnen/
Ei nsprechenden, abwal zen."

(It is a basic principle of European Patent |aw that
the applicant, in opposition proceedings the patent
proprietor, has the responsibility for determ ning the
content of the patent. This appears for exanple from
the requirenents of Rule 51(4) EPC and Rul e 58(4)(5)
EPC. The applicant/proprietor cannot, by presenting a
| ar ge nunber of requests, still less inconplete

vari ants of requests, shift this responsibility de
facto to the European Patent O fice, in this case the
Board of Appeal, or as the case may be to other
parties, in this case the respondent/opponent. -
translation by the Board, the original decision being
only avail able in German)

Simlarly, in T 298/97 (QJ EPO 2002, 83) a party's
request which asked the Board to make a sel ection
bet ween various alternatives (none of which was in fact
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possi bl e) was described by Board 3.3.6 as vexatious if
not an abuse of procedure. The Board finds accordingly
that the requests filed on 30 January 2003 were an
abuse of procedure and therefore inadm ssible.

Late-fil ed Requests

As regards the requests filed on 23 June and 1 July
2003, these were beyond doubt |ate-filed w thout any
expl anation for their |ateness. As indicated above (see
par agraph 3.5), the Board does not consider that the
earlier decisions cited by the appellant, which relate
either to late-filed evidence or to new requests filed
during oral proceedings, are relevant to the present

case.

Moreover, it is clear that none of those decisions
support the proposition, inherent in the appellant's
argunent, that since requests filed during oral
proceedi ngs have on occasi ons been adm tted, no
explanation for lateness is required. That is sinply a
fallacy - unjustified |lateness is not per se acceptable.
| ndeed, in cases such as the appellant cited, the
reason for late filing is abundantly clear, in as nuch
as the need to file a new request only becones apparent
during oral proceedi ngs when other requests filed
earlier have not succeeded. In the absence of any

expl anation for late filing, the Board nust find the
requests filed on 23 June 2003 and 1 July 2003

i nadm ssi bl e.
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Abuse of Procedure-Summary

While it would be undesirable, and inconsistent with
the Board's inherent jurisdiction to control its own
proceedi ngs, to define abuse of procedure by way of an
exhaustive list of possible abuses, the Board can in
the Iight of the present case express the follow ng

opi ni on.

It is an abuse of procedure not to conply with a
procedural direction of the Board requiring a party to
take a certain step or steps. This applies not only to
a mandatory direction but also (as in this case) to a
direction which only has effect if a party elects to
respond to an opinion of the Board expressed in a

conmuni cati on

It is an abuse of procedure for a party to adopt an
unequi vocal position on an issue and subsequently to
depart fromthat position w thout explanation. This
applies particularly in contested inter partes

proceedi ngs, in which another party is entitled to rely
on that position as part of the case it has to neet,

but can also apply in uncontested inter partes and ex
parte proceedings in which the Board and the public
nmust be able to rely on the applicant or proprietor's
statenment as to what is sought as part of a nonopoly.

It is the duty of any party to proceedi ngs, whether ex
parte or inter partes, to make its own case and to
formulate its own requests and it is therefore an abuse
of procedure to file requests subject to conditions to
be net by the Board, or to take any other step in the



4.6

4.6.1

4.6.2

2059.D

- 34 - T 0446/ 00

pr oceedi ngs which amounts to asking the Board to make
the party's case or to fornulate its requests.

Adm ssi bl e Requests

It would follow fromthe above conclusions that all the
requests filed by the appellant during the appeal
proceedi ngs are inadm ssible with the exception of
those filed with the Grounds of Appeal. However, so far
as the appell ant was concerned, those requests were
superseded - even if not in so many words w t hdrawn -
by further requests filed later. In the oral
proceedi ngs the appellant asked that only three of its
previ ous requests be admtted and the Board agreed,

t hose requests being in effect treated as if filed at
the oral proceedings after all other requests had

fail ed.

Thi s deci sion was consistent with the cases cited by
the appellant and with its suggestion that an appell ant
pat ent ee shoul d have a "last chance" to save its patent.
The Board reiterates its viewthat there is no right to
a "last chance" and that the adm ssibility of requests
filed at oral proceedings is, as with all late-filed
requests, a matter for the discretion of the Board. On
this occasion the Board exercised its discretion in
favour of the appellant, in part because it was clear

t hat, however surprisingly, the appellant had not
realised the adm ssibility problens it had created in
respect of its previous requests, and in part because
any other course of action would have unnecessarily

del ayed the proceedi ngs.
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Article 123 EPC

Claim1 of the main and first auxiliary requests both
include the definition "of a starch resistant product
conprising at |east 15% by wei ght (enphasis added by

the Board) of a starch resistant to anyl ase digestion
and considered to be dietary fiber as analyzed by the
AOAC net hod of determning total dietary fiber

[J. Assoc. Of. Anal. Chem 68:677 (1985)] (resistant
starch)". The Board has noted three references in the
application as filed to starch content.

First, the "typical starch content” for the recovered
starches (fromthe enzymatic treatnent) is defined in
the application as originally filed only in connection
with the range "15-30% by wei ght" (page 5, |ine 26).
Hence, the | ower value of the range cannot be taken as
basis for the definition of a mninmumcontent while the
upper limt remains open ("at |east 15% by weight").

Second, the resistant starch content is indeed defined
as "a mninmum of about 15% resistant starch” (on page 6,
lines 2 to 3), but only in connection with a specific

i solation nmethod, i.e. when the starch product is
recovered by adding an inorganic salt. Therefore, this
passage cannot be accepted as basis for the anendnent
inclaiml ("at |east 15% by weight") since it amounts
to an unal | owabl e generalisation of a specific

di scl osure.

Finally, the contents of resistant starch are discl osed
on pages 4 to 6 of the originally filed description in
connection with the resistant starch product recovered
after a specific preparation nmethod, nanely by
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gelatinizing a slurry of a starch followed by enzymatic
treatnment, whereas claim 1l enconpasses resistant
starches independent of their origin.

The appellant cited as further basis the exanples in

the application as filed, but in exanple | the content
of resistant starch in the resistant starch product is
in the range of 10-15% (enphasi s added) and in exanple
Il the value is not stated. Therefore, neither exanple
can provide the basis for the anmendnment "at |east 15%
by weight" introduced in claiml of the main and first

auxiliary requests.

The argunent that this amendnent represents only a
narrowi ng of a broader definition appearing in the
claims cannot avoid the requirenment that there be a
basis in the application as originally filed within the
nmeani ng of Article 123(2) EPC

The Board concludes, in view of the above anal ysis,
that claim1l of the main request and claim 1l of the
auxiliary request do not neet the requirenents of
Article 123(2) EPC. Consequently the main and first
auxi liary requests are rejected.

As regards the second auxiliary request, the anended
claiml is based on claim1 of the set of clains as
granted, in which the definition of the resistant
starch as "obtainable by gelatinizing a slurry of
starch, etc. " has been introduced. The said definition
finds its basis on page 4, in particular lines 8 to 12,
of the description as originally filed. Furthernore,
the Board is satisfied that the subject-matter clained
in amended claim 1 does not extend beyond the subject-
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matter of the clains as granted. The sane applies
nmutatis nutandis to anended claim6. Therefore, the
Board considers that the subject-matter of the clains
of the second auxiliary request neets the requirenents
of Article 123(2) and (3) EPC.

Novel ty

The priority date of document (1) (24 Decenber 1992) is
not valid as effective date within the neani ng of
Article 89 EPC for the subject-matter disclosed in
docunent (1) which mght be relevant for the assessnent
of novelty under Article 54(3) EPC of the patent in
suit. In particular the water content either used in
the process or present in the final products does not
possess the right to the priority date (cf. inter alia
the noisture content in table 2 on page 8, page 9,

line 29, table 3, page 11, page 12, line 12). Therefore,
docunent (1) does not formpart of the state of the art
wi thin the neaning of Article 54(3) EPC, since its
effective date is its filing date (24 Decenber 1993)
and the effective date for the subject-matter clained
in the second auxiliary request is the priority date
claimed in the patent in suit, i.e. 24 March 1993.

Nei t her docunent (2) nor docunent (4), both relating to
the preparation of dietary food products, discloses the
addition of a resistant starch which may be obtainabl e
by gelatinizing a slurry of a starch that contains

anyl ose in an anmount greater than 40% followed by
treatment with a debranching enzynme and suitable
recovering. The resistant starch enployed in the
process of docunents (2) and (4) is native resistant
starch (the source is oat bran) [cf. inter alia
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colums 3 and 4 of docunent (2), colum 3 of
docunent (4)].

The novelty of the subject-matter clainmed vis-a-vis
docunent (5) arises fromthe specific water content of
| ess than about 3% of the final product. Therefore the
Board concl udes that the subject-matter clained in the
second auxiliary request neets the requirenments of
novelty (Article 54 EPC).

| nventive step

The cl osest prior art

The Board is satisfied that docunent (2) represents the
closest prior art. As the appellant has not disputed,
docunent (2) discloses expanded dietary food products,
wherein oat bran is the source for resistant starch
indeed it discloses all the steps of the nmethod for
prepari ng extruded food products appearing in claim1l
(colum 3, lines 37 to 53). The nethod disclosed in
docunent (2) provides products with a maxi mum noi sture
content of about 3% by weight (colum 3, lines 51, 52);
and the product prepared according to that nethod
contains nore than 20%total dietary fiber, of which
about 55%to 70%is soluble dietary fiber and about 30%
to about 45%is insoluble dietary fiber (colum 3,
lines 62 to 65).

The dough m x used in docunent (2) contains oat bran
corn bran and corn flour and provides a product with
excel | ent extrusion and expansion properties (colum 5,
lines 48 to 51). The source of dietary fiber in the
products prepared by the nethods of docunent (2) is oat
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bran and corn bran and the source of resistant starch

is mainly oat bran which is present in the uncooked
dough m x in anmpbunts of from about 45% to 55% by wei ght,
dry basis (colum 5, lines 39 to 43).

7.1.3 Docunent (2) mentions in general cereals as sources for
dietary fiber (soluble and insoluble) and gel atinized
starch products as conponents for dietary food products
(cf anal ysis of background art on colum 2, especially
lines 39 to 42, 60 to 62 and col umm 3).

7.2 The problemto be solved and the sol ution

7.2.1 The appellant defined the problemto be solved over the
prior art as lying in the preparation of a food product
with an increased fiber content and increased or
sim | ar expansion than the known products. It referred
to the exanples in the table on page 5 of the patent in
suit as conparative exanples with the products of
docunent (2) which provided proof that this problem had
been sol ved.

7.2.2 A closer inspection of the data displayed in table 5
shows that the anount of oat bran in the dough enpl oyed
for preparing the expanded dietary food products
according to docunent (2) is fromabout 45%to about
55% by wei ght, dry basis.

7.2.3 The dough m x used in docunent (2) also contains corn
bran and corn neal in order to provide a product with
excel | ent extrusion and expansion properties (colum 5,
lines 48 to 51). However, the anpunt enployed in the
conparative exanples in the table on page 5 of the
patent in suit is 25% by weight, dry basis for dough

2059.D
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m xes A and B and 38% by weight, dry basis for dough
m x C. Moreover, there is no corn bran in the dough m x
which is a necessary condition for the dough m x
according to docunment (2) in order to achieve excellent
expansi on. Additionally, the resistant starch RS chosen
for the conparative exanples corresponds to a specific
resi stant starch according to the invention, nanely
resi stant starch obtained from debranched HYLON VI I .

However, claim 1l enconpasses resistant starches which
are for conparative purposes closer to the native
resistant starch enployed in the nethods of docunent (2)
than that enployed in the conparative exanples of the
table on page 5. In particular, claim1l of the second
auxi liary request enconpasses up to 45% by wei ght of a
resi stant starch obtainable by gelatinizing and
treating enzymatically any starch with the only
condition that it contains anylose in an anount greater
than 40% Native starch, as for instance native high
anyl ose starch such as corn starch from hybrid
varieties of corn, also fulfils the condition with
respect to the anylose content defined in claim1 (cf.
for instance docunent (5), page 2, lines 15 to 16).

In view of the above, the Board considers that the
conparative exanples appearing in the table on page 5
are not suitable for defining the problemas stated by
t he appellant. Accordingly, in the absence of a nore
appropriate conparison (i.e. that concerning the

cl osest approximation to the prior art), starting from
docunent (2) the problemto be solved can only be
defined as to provide a further process for preparing
expanded di etary food products.
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The problemis solved by the nmethod clainmed in claim1l
which inter alia involves an extrusion step to yield an
expanded dough extrudate. The description, in
particular the exanples I and I, shows that the
probl em has i ndeed been sol ved.

Obvi ousness of the solution

The skilled person faced with the problem as defined
above and know ng the steps of the nmethod disclosed in
docunent (2) woul d have considered as an obvi ous option
an anal ogous preparation process varying the conponents
of the dough m x, for instance by adding further or

ot her cereal or starch from other sources in the dough

m X

Furthernore, the skilled person in the field of
expanded food products woul d have been famliar with
the contents of docunent (5) which discloses the
preparation of extruded food products containing high
anyl ose starch by using an anal ogous nethod to that of
the patent in suit (cf. also claim1 of document (5)).
Addi tionally, docunment (5) discloses the preparation of
debranched starch by gelatinizing a slurry of a starch
foll owed by treatnment with a debranching enzyne (such
as pul lul anase), deactivation of the enzyne and

i solation of the starch product (cf. page 10,

exanpl e 3).

Furthernore, the starches to be converted by the
debranchi ng net hod may be chosen according to
docunent (5) frominter alia native starches or
nodi fi ed starches (page 10, line 16, page 4, lines 25
to 29). Native high anyl ose starches which contain at
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| east about 40% anyl ose are specifically nmentioned on
page 2, lines 15 to 16. Docunent (5) further discloses
that "This debranched starch may conprise both native

| ong chai n anyl ose and short chain anyl ose generated by
debranchi ng anyl opecti n nol ecul es” (page 2, lines 19

to 21). Furthernore, docunment (5) states that the use
of high anyl ose starches |eads to inprovenent of
expansi on properties and that the food formnul ati ons may
be nodified to contain nore fiber (page 2, lines 27

to 31). Finally, it is to be noted that the use of
native high anyl ose starches, such as those disclosed
in docunent (5), for increasing fiber content and

i mprovi ng expansion is not excluded fromclaiml1l.
Actually, claim1 does not specify the nature of the
starch used for the gelatinization which then undergoes
enzymati ¢ debranchi ng.

Therefore, in the light of the disclosures in
docunents (2) and (5), the subject-matter of claiml
results froman obvious nodification of the prior art
nmet hod.

The appel | ant argued that the starches disclosed in
docunent (5) were soluble starches and nentioned
specifically those prepared in exanple 3. However, the
preparation of debranched starch by neans of
gelatinizing and enzymatic treatnent is exenplified in
the preparation of exanple 3 for corn starch and waxy
mai ze starch, which do not necessarily contain 40%
anyl ose before the debranching. The high anyl ose
content present after the debranching relates to short
chain amyl ose as shown in Table |11, page 2. The short
anyl ose source mainly relates to the anyl opectin
present in the native starches enployed (which is even
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hi gher in the waxy maize). Depending on the starch
initially used and its amyl opectin content, the
conposition of the recovered product may vary with
respect to the short anyl ose content.

Furthernore, there is no limtation in claim1l with
respect to the nature of the starch to be treated by

t he debranching enzyne, nor to the fact that the starch
product obtainable by the process has to be water

i nsol ubl e (hot and cold water), i.e. native high

anyl ose starches contai ning anmyl opectin nmay be used as
starch to be treated in an anal ogous manner as the
process exenplified in exanple 3 of docunent (5).

Moreover, there is no mention in claim1 of a m ninmum
amount of resistant starch in the starch (product)
resistant to anyl ase digestion which is obtai nabl e by
means of the enzymatic treatnent. Hence, the addition

of a recovered starch product containing a certain
anount of short chain anylose also falls within claim1.

Furthernore, the features appearing in claim1 do not
require that the recovered starch product has to be
considered dietary fiber, nor does claim11 nention what
percentage of the dietary fiber is present in the
recovered product. Hence the argunent put forward by

t he appellant, that the starch products prepared
according to exanple 3 of docunent (5) are not dietary
fiber, fails.

Additionally, while the appellant's assertion, that the
starch products recovered fromthe preparation

di scl osed in exanple 3 of docunent (5) do not
constitute dietary fiber, may apply to the specifically
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exenplified products, it does not necessarily apply to
the starch products obtainable fromthe high anyl ose
starch varieties nentioned on page 2, |ine 15 and 4,
line 4 of docunent (5).

7.4 Therefore the Board can only conclude that the second
auxiliary request |acks an inventive step within the
meani ng of Article 56 EPC.

Or der

For these reasons it is decided that:

The appeal is dism ssed

The Regi strar: The Chai r man

A. Townend U GCswal d
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