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Summary of Facts and Subm ssi ons

The present appeal is against the decision of the
exam ni ng division, dated 4 Novenber 1994, to refuse
Eur opean patent application No. 87 903 026.0. The

di vi sion reasoned that the subject-matter of the clains
t hen under consideration | acked inventive step.

Ref erence was made in the decision to the follow ng
docunent s:

Dl1: US-A-4 425 120
D2: US-A-4 643 200

1. A notice of appeal was filed by the Appellant (patent
applicant) by letter dated 3 January 1995, and the
grounds of appeal were filed by letter dated
28 February 1995.

Oral proceedi ngs before the Board took place on

17 August 2000. The Appellant requested that the

deci sion be set aside and a patent be granted on the
basis of claims 1 to 3 filed with its letter dated

16 August 2000. As an auxiliary request the Appellant
requested that a patent be granted on the basis of
clainms 1 to 3 filed with its letter dated 13 July 2000.

L1, I n support of inventive step, the Appellant presented
the follow ng argunments: The person skilled in the art
woul d not consider the Docunent D2 since it related to
a different technical field, viz. blood collection
apparatus. Moreover, the subject-matter of claim1l was
not derivable froma conbination of the Docunents D1
and D2, and furthernore, since these docunents rel ated
to respective apparatus with many differences, it was
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not a straightforward matter to conbine them

The wording of the claim1l of the main request is as
foll ows:

"A hypoderm c syringe for giving injections,
conpri si ng:

a hollow barrel (58) having first and second opposite
ends;

a plunger slidably novabl e al ong and extendi ng from
said first barrel end;

a hypoderm c needl e nounted extending axially outward
fromsaid second opposite end of said barrel (58) and
being in fluid comunication with an interior of said
barrel (58);

a sleeve (52) encircling a portion of said barrel (58)
and slidably novable between a first position in which
said needle projects fromsaid sleeve (52) and a second
position, in which said needle being contained within
said sleeve (52); and

a rotationally |ocking engagi ng neans for engagenent
bet ween said sleeve (52) and said barrel (58) including
a longitudinally extending channel (56) and a portion
(62, 62) at a first end of said channel (56) and a
projection (50) extending into said channel and noving
al ong said channel during sliding novenent of said

sl eeve and interlocking with the circunferentially

ext endi ng | ocki ng neans (60, 62),

characterised in that

said rotationally | ocking engagi ng neans includes a
second portion (60, 62) at a second end of said

| ongi tudi nal |y extendi ng channel (56) opposite to said
first end, said second portion inposing resistance to
free nmovenent of the sleeve (52), said projection (50)
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forced to remain in said | ongitudinally extending
channel (56) during sliding novenent of said sleeve and
t hereby preventing free rotation of said sleeve (52)
relative to said barrel (58);

said |l ongitudinally extendi ng channel (56) being forned
in an exterior surface of said barrel (58), and said
projection (50) extending inwardly on an interior of
said sl eeve (52) for novenent along said channel (56)
or

said longitudinally channel (56) being formed in an
interior of said sleeve (52) and said projection (50)
extending froman exterior surface of said barrel (58)
for nmovenent along said channel (56)."

Claim1l of the auxiliary request differs fromthe above
claimessentially as foll ows:

- The | ocking portions are defined as being
circunferentially extending.

- The second | ocking portion is oriented in the sane
circunferential direction as the first |ocking
portion (50).

- The second portion of the rotationally |ocking

engagi ng nmeans are not defined as inposing
resi stance to free novenent of the sleeve.

Reasons for the Decision

1. The appeal conplies with the provisions nmentioned in
Rul e 65(1) EPC and is therefore adm ssible.

2. Amrendnent s
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The amendnents to claiml1 give rise to forma

obj ections, but these need not be discussed in view of
the fact that the clained hypoderm c syringe of both
requests does not involve an inventive step.

Novel ty

Thi s has not been an issue during the exam nation or
appeal procedures and the Board sees no reason to doubt
the novelty of the clainmed subject-matter.

| nventive step (main request)

Cl osest prior art

The present application relates to a hypoderm c syringe
for giving injections. Hypoderm c needl es on syringes
are generally provided with a protective cap which is
removed fromthe syringe prior to an injection and
which is replaced after the hypodermi c needle is used
to prevent injury from exposed needles. In recapping

t he hypoderm c needl e, the exposed needle and cap are
noved toward one anot her by hand, which can result in
accidental piercing of the skin by the used needl e.
This is a serious health hazard to health care workers
treating patients with infectious di seases, such as
hepatitis or AlDS.

The object of the application is to reduce the risk of
an accidental prick froma hypoderm c needle.

Docunent D1 di scl oses such a hypoderm c syringe and
also relates to the sanme problem as set out in

colum 1, lines 12 to 28, and represents the cl osest
prior art. This was also the position of the exam ning
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di vi sion and of the appellant.

The di scl osure of Docunent D1

Docunment D1 di scloses the follow ng features of the
first part of claim1: A hypoderm c syringe for giving
i njections, conprising: a hollow barrel 13 having first
and second opposite ends; a plunger 17 slidably novable
along and extending fromsaid first barrel end; a
hypoderm c needl e 15 nounted extending axially outward
fromsaid second opposite end of said barrel and being
in fluid communication with the interior of said
barrel; a sleeve 19 encircling a portion of said barrel
and being slidably novabl e between a first position in
whi ch said needle projects fromsaid sleeve and a
second position, in which said needle is contained
within said sleeve; and a rotationally |ocking engaging
means 49 for engagenent between said sleeve and said
barrel and including a |ongitudinally extending channel
59 and a circunferentially extending | ocking portion 61
at a first end of said channel (see columm 3, lines 49
to 51) and a projection 47 extending into said channel
and noving along said channel during sliding novenment
of said sleeve and interlocking with the
circunferentially extendi ng | ocking neans.

Docunment D1 al so discloses the follow ng features of
t he characterising part of claim1:

said rotationally |ocking engagi ng nmeans includes a
second circunferentially extending | ocking portion 51,
61, said second | ocking portion being oriented in the
same circunferential direction as the first |ocking
portion, said |ongitudinal channel being fornmed in the
exterior surface of said barrel, and said projection
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extending inwardly fromsaid sleeve for novenent al ong
sai d channel or said |ongitudinally extendi ng channel
being forned in an interior of said sleeve and said
projection extending froman exterior surface of said
barrel for novenment along said channel (see colum 2,
lines 41 to 43 ). Also, the first and second portions
of the rotationally | ocking engagi ng neans i npose

resi stance to free novenent of the sleeve (see

colum 3, lines 51 to 55 and colum 4, lines 30 to 32).

Techni cal probl em and sol ution

The presently clainmed syringe differs fromthe syringe
of Document D1 by virtue of the foll ow ng features:

- t he second circunferentially extendi ng | ocking
portion is provided at a second end of the
| ongi tudi nally extending channel [and it engages
the sane projection as the first circunferentially
ext endi ng | ocki ng portion]

- the projection is forced to remain in the
| ongi tudi nal Iy extending channel during sliding
novenent of the sleeve, thereby preventing free
rotation of the sleeve relative to the barrel.

The above features have the effect of naking the
operation of the sleeve user friendly as conpared to
the sl eeve of Docunent Dl1. This prior art sleeve may be
hel d captive in each of its two positions in which one
of the projections 45, 47 engages one or other of the

| ocking portions 61, but is freely rotatable in any

ot her position. Therefore, when the user disengages the
sl eeve from one captive position and slides the

proj ection 45 out of one end |ongitudinal portion 59,
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the risk is present that the sl eeve rotates enough to
m salign the projection 45 with respect to the other

| ongi tudi nal portion, and sone mani pul ati on of the

sl eeve is then necessary to realign the two for
engagenent. This circunstance is clearly undesirable,
particularly as situations often arise when injections
nmust be adm nistered urgently in energencies, or when
t he user is under stress.

The technical problemthat the above distinguishing
features of claim1l solve is, therefore, that of
providing a sinple user-friendly protective sleeve in a
hypoderm ¢ syri nge.

The recognition of this problemis not considered to
make a contribution to inventive step since the probl em
wi |l beconme apparent on use of the prior art syringe,
and it is a general desideratumto nmake apparatus
sinple and user-friendly.

Mor eover, these features are disclosed for the sane
pur pose in Docunment D2. This document relates to the
sane problem as the application and Docunent D1, i.e.
to prevent users accidentally being stuck with the
needl e (see colum 1, lines 26 to 32).

The needl e apparatus of Docunent 2, for taking blood
froma vein, has a cylindrical body 10 with a through-
bore 11 and an external groove 19 with circunferenti al

| ocking portions 20, 21. A sleeve 22 has an internal

| ug 23 novably engagi ng the groove 19. The apparatus is
supplied in the state where the lug 23 engages the

| ocking portion 20, i.e. is retracted, and the needle
14 projects therefrom (Figure 1). After blood has been
collected the sleeve 22 is rotated and the lug 23 noved
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al ong the groove 19 to engage the |ocking portion 21,
in which position the needle 14 is inside the sleeve 22
and inwardly of a nenbrane 26, as shown in Figure 2.

Thus, in this apparatus the second circunferentially
extendi ng | ocking portion 21 is provided at a second
end of the longitudinally extending channel (groove 19)
and it engages the sane projection (lug 23) as the
first circunferentially extending | ocking portion, and
the projection is forced to remain in the

| ongi tudi nal Iy extending channel during sliding
novenent of the sleeve, thereby preventing free
rotation of the sleeve relative to the barrel.
Therefore, this arrangenent is user-friendly in the
above sense.

The Docunent D2, therefore, provides a sinple solution
to the above technical problem The application of this
user-friendly solution to the user-friendly apparatus
of Document D1 would result in the syringe of claim1l
as an obvi ous conbi nati on.

The Appellant's argunents, set out in section |1
above, are not valid for the follow ng reasons:

The question of the extent to which neighbouring areas
beyond the specific field of the application mght be
taken into consideration when assessing inventive step,
has been di scussed thoroughly by the Boards of Appeal,
and the decisions T 176/84 (QJ 1986, 50) and T 195/84
(QJ 1986, 121) set out the principles invol ved.
According to T 176/ 84, when searching for a solution to
a problemin a specific technical field, a person
skilled in the art would, in addition to considering
state of the art in the specific technical field of the
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application, |ook for suggestions in neighbouring
fields or a broader general technical filed if the sane
of simlar problens arose, and if he could be expected
to be aware of such general fields. T 195/84 added that
the state of the art also had to include prior art in a
non-specific (general) field dealing with the solution
of any general technical problemwhich the application
solved in its specific field.

Applying the above principles in the present case, the
fields of hypoderm c syringes and bl ood collection
devices are closely related, both being concerned with
the insertion of a needle subcutaneously and into a

bl ood vessel. Both these devices are used by the sane
nmedi cal staff and both are confronted with the problem
of the risk of an accidental prick froma hypodermc
needl e. Therefore, the person using the syringe of
Docunment D1 woul d notice its user-unfriendly feature,
and woul d be aware of the rather nore user-friendly
apparatus of Docunent D2, and would be incited to
transfer any advantageous features therefromto the
syringe of Docunent D1.

4.8 | nventive step (auxiliary request)
As denonstrated in point 4.2 above, the Docunent D1
al so discloses those features of claim1 of the
auxiliary request not defined in claiml of the main
request (see section |IV. above). Therefore, the syringe

of claiml1l of the auxiliary request is equally devoid
of inventive step.

Or der

For these reasons it is decided that:
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The appeal is dism ssed.

The Regi strar: The Chai r man:

V. Conmar e W D. Wi ld
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