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Summary of Facts and Subm ssi ons

0661. D

The appeal was | odged on 1 May 2000 by the Proprietor
of European patent 0 687 329 which had been revoked by
t he decision of the Qpposition division dated

8 Decenber 1999 and posted on 4 April 2000. The
Proprietor (hereinafter denoted Appellant) paid the
appeal fee on 31 May 2000 and submtted the statenent
of the grounds of appeal on 27 July 2000.

The opposition was based on the grounds of

Article 100(a) EPC concerning |ack of novelty and
inventive step as well as exclusion frompatentability
under Article 52.2(b) EPC, the latter objection having
been wi t hdrawn before the decision under appeal was
issued. In this decision, it was held that the subject-
matter of anmended claim 1l of a main request and two
auxi liary requests was not novel or was obvious in view
of document D1 of the follow ng evidence considered in
t he proceedi ngs:

Dl: JP-A-63-44008 (application No. 61-188198), English
abstract and figure

D2: GB-A-1 602 400

D3: DE-A-38 15 762

D4:  NL- A-257 017

D5: JP-A-62-33918 (application No. 60-173376), English
abstract and figure

D6: US-A-3 930 088
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D7: copy of page 391 of The Shorter Oxford English
Dictionary, third edition, volune 1

D8: Brochure "Garten Journal 1993" of Ubbi nk GrbH,
printing date 1/1992, and price list "Prijslijst
Ubbi nk Vi jverprogranmma” of 1 January 1992

In response to a conmuni cation of the Board issued for
preparation of oral proceedings the Appellant submtted
on 13 January 2003 three fresh sets of clainms according
to a main request, a first auxiliary request and a
second auxiliary request. The independent clains 1 of
these first and second auxiliary requests were repl aced
by anended versions submtted during the oral
proceedi ngs held on 13 February 2003.

The i ndependent clains 1 of the main request and of the
auxiliary requests on file are worded as fol |l ows:

Mai n request:

"1l. Prefabricated sheet of plastic filmfor use with a
pond or watercourse and such like with a |ayer of
granul ar material of a stony nature on one side
t hereof . "

First auxiliary request:

"1. Prefabricated strip of plastic filmfor use with a
pond or watercourse and such like with a |ayer of
granul ar material of a stony nature on one side

t hereof . "

Second auxiliary request:
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"1l. Prefabricated sheet of plastic filmfor use with a
pond or watercourse and such like with on one side
t hereof conpletely a |ayer of granular material of
a stony nature.”

The Appel l ant requests that the decision under appeal
be set aside and that the patent be maintained on the
basis of clains 1 to 6 filed as main request on

13 January 2003 or on the basis of independent claim1l
according to the first or second auxiliary request
filed in oral proceedings, together with correspondi ng
dependent clainms submtted on 13 January 2003.

The Respondent (Opponent) requests that the appeal be
di sm ssed.

The essential argunents of the Appellant can be
summari zed as foll ows:

The anmended cl ai s were based on the bottom paragraph
of page 2 of the application as filed, disclosing an
enbodi nent whereby a sheet having a | ayer of granul ar
material thereon was fol ded around the edges of an

exi sting pond. This enbodi nrent was the sol e enbodi nent
and inplied that the sheet having the granular materi al
t hereon was prefabricated.

The subject-matter of the independent claim11 of al
requests was novel because D1 explicitly disclosed
applying the gravels to the filmafter placing it into
a hole for lining a pond, which is distinguished froma
"prefabricated" sheet even in the case of reuse for
anot her pond, and a simlar concept was derivable from
D3 where tall plants such as reeds were attached as a
cover |ayer and could be renoved and reused, as
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di sclosed in the text bridging colums 3 and 4.

Claim1 of the main request was inventive because it
was evident from D8, showi ng uncoated flexible foils
and prefabricated rigid watercourses with or without a
cover |ayer of granular material in one and the sane
brochure, that a prejudice existed agai nst covering a
flexible foil wth granular, stony material. It was
expected that either the flexibility of the foil would
be lost or that the granular material could not be
permanently attached to the foil. This was confirnmed by
D2 where the root piercing preventive |ayer was
attached to the foil only if this |layer was nade of
flexible material such as rubber, whereas for rigid
materials such as netal or concrete a separate ground
| ayer was made underneath the foil. The application of
the structured cover |ayer described in colum 1,
lines 59 to 64, and colum 2, lines 36 to 40, of D3
served the different purpose of collecting sand and nud
to enhance the settlenent of plants and was not
considered by a skilled person intending to provide a
stony appearance to the edges of the foil. Further,
this docunent taught away fromthe clai ned solution
because the sand was retained by the structure of a
separate cover layer, rather than directly attached to
the foil.

As to the auxiliary requests, the intended use of a
strip shaped sheet for covering the edges of an

exi sting pond by folding the sheet around the edges
required a particular flexibility of the sheet which
was not to be expected for a plastic filmhaving a

| ayer of granular material thereon, and a conplete
coating of the plastic sheet with the gravel on one
si de woul d not make sense in D1, bearing in mnd the
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pur pose of the gravel to protect the plastic sheet from
UV radi ati on.

The Respondent submtted essentially the follow ng
count er ar gunment s:

Whereas a prefabrication of the sheet was derivable for
t he enbodi nent having a strip shaped sheet fol ded
around the edges of an existing pond, a basis for this
feature in its broader meaning enconpassed by claim1,
for exanple for a plastic sheet Iining a pond, could
not be found.

As to novelty, the plastic filmof Dl having the gravel
attached thereon corresponded to a prefabricated sheet,
especially if it was reused for another pond. Further,
the structured cover |ayer of D3 was attached before
use of the sheet for lining a pond and coul d, according
to claimb5, consist of "G ad" which, if the letter "|"
was added, would be a German word neaning small stones
or gravel .

A suggestion for covering a plastic sheet for a pond
with granular material could be found in D8 discl osing,
on page 17, the alternatives of prefabricated uncoated
or sanded watercourses having a rigid structure. Since
prefabricated foils with a coating of gravel or sand
were generally known from other technical fields such
as roof sheetings, the skilled person would not have a
prejudi ce agai nst nechanically applying a gravel or
sand | ayer to the sheets disclosed on pages 20 to 25 of
D8 before use thereof, provided that a suitable glue
was avail able and that the | ayer was thin enough to
maintain the flexibility of the sheet, especially as

t he advant ages concerning the expense of |abor for
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attaching the gravel by hand, as in D1, and the
probl enms in obtaining a uniforml|ayer were obvious.

Since it was evident from D8, pages 20 and 24, that

pl astic sheets for ponds were supplied on rolls with a
width of 2 to 8 neters and a length up to 50 neters,
the additional limtation to strips, as included in the
first auxiliary request, could not involve an inventive
step. Further, the shape of the sheet would be sel ected
according to the shape of the pond or watercourse to be
lined, taking a strip shaped sheet for an el ongated
pond or watercourse. The subject-matter of the second
auxiliary request was |ikew se not inventive because a
prefabricated sheet woul d be covered on its entire
surface, as shown in D2 and D8, for ease of production
and versatility of the product.

Reasons for the Decision

0661. D

The appeal neets the provisions nentioned in Rule 65(1)
EPC and is, therefore adm ssible.

Amrendnent s

The anmended claim 1l of the main request differs from
claim1l as granted in substance by defining the sheet
as being "prefabricated". This definition, which refers
to the sheet as a whole, ie the sheet with the layer of
granul ar material thereon, was not expressly nentioned
in the application as originally filed. However, the
use of the sheet in the formof a strip to be fol ded
around the edges of an existing pond, as described in

t he bottom paragraph of page 2, can only be understood
as referring to such a prefabricated or ready nade
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sheet because it follows fromthis description that the
desired effect of hiding the edge of the pond from vi ew
and obtaining a nore natural and aesthetical |ook is
achieved directly by folding the foil around the edges,
excluding any further operations such as attaching the
granul ar material after folding the foil. Further, a

| ater application of the granular material would not
require the additional foil because it could be
attached onto the edges of the existing pond. Since the
original application does not disclose specifically any
ot her way of using the clained foil with a pond, the
skilled person will conclude that the characteristic of
the sheet as being prefabricated applies to any sheet
for use with a pond or watercourse, irrespective of its
shape or size.

It follows fromthe reasons set out above that the
further restriction, in daiml of the first auxiliary
request, to the strip shaped sheet is also based on the
original disclosure. The additional limtation of
Claim 1 of the second auxiliary request to a sheet

whi ch has one side conpletely covered by the |ayer of
granular material is supported by the attachnment of
this layer onto at | east one side of the plastic film
"partly or conpletely", as defined in original claiml.

No objection under Article 123(2) and (3) therefore
arises in respect of the anmendnents.

Novel ty

Docunent D1 discloses a plastic sheet, which is placed
in a hole for a pond and serves as a |liner for the
pond, and then has a |layer of small gravels bonded to
the surface of the plastic sheet at the edges thereof



3.2

3.3

0661. D

- 8 - T 0439/ 00

near the waterline to protect the edges from W

radi ation. This description clearly relates to a

pl astic sheet which, as far as the gravel |ayer thereon
is concerned, is not prefabricated. The argunment of the
Respondent that this plastic sheet, having the
previously attached gravel |ayer thereon, would be
"prefabricated” if reused for another pond, is
irrelevant for the reason alone that no such reuse is
derivable fromDl. Further, the feature "prefabricated"
relates to a characteristic of the plastic sheet, as a
product, which is independent of its |ater use. Thus,

t he plastic sheet nmust have this feature regardl ess of
whether it is used for the first tine or reused a
second tinme.

Docunment D2 relates to a plastic liner for ponds, the
liner conprising a plastic sheet having a plant root

pi ercing preventive |ayer bonded thereto. This |ayer
may consist of flexible material such as PE, nylon or
rubber, or may be rigid in the formof a netal sheet or
a cenent |ayer. None of these materials is a granul ar
mat erial of a stony nature.

A plastic sheet with a cover |ayer thereon is disclosed
in docunent D3. The cover |ayer may extend either over
portions of the sheet only, such as the edge portions
formng the periphery of a pond, or over the entire
surface of the sheet. The first enbodinment with partial
cover layer is disclosed in the figures and the

associ ated description. In this case the cover |ayer
may be formed of tall plants such as reeds or the like
whi ch may be attached to the plastic sheet and renoved
for reuse. As pointed out by the Appellant, this
renoval and reuse as well as the inpossibility of
handling a plastic sheet with a cover |ayer conprising
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tall plants precludes a prefabrication of this

enbodi nrent. On the other hand, according to the second,
nore rel evant enbodi nent which is disclosed in

colum 1, line 59, to colum 2, line 3, the cover |ayer
does not yet include the plants but has a thin profiled
structure with depressions and projections to forma
support for sand and nud to enhance the settlenment of
plants. As described in colum 2, lines 36 to 40, this
cover layer is attached to the sheet beforehand,
whereby it fornms a prefabricated sheet. According to
clainms 4 and 5 of D3 the material of the cover |ayer
may be a natural product or plastic. The particul ar
exanpl es of a natural product as specified in colum 3,
lines 30 to 32, and in claimb5, ie nobss, grass, water
pl ants, reeds or nodified peat, are neither structured
nor suitable for supporting sand or nmud and therefore
appear to relate to the first enbodi nent.

According to the Respondent, the specific exanple
defined in claim5 of D3 by the German word "G ad",
nmeani ng degree, is clearly incorrect and should be read
as "Gadl", neaning small gravel or stones which would
be a suitable material for a cover |ayer of the second
enbodi nent. This argunment is not convincing. The word
"Grad" appears only once in D3, whereas the Gernman word
"Gras", for grass, is nmentioned several tines

(colum 2, line 7, and colum 3, lines 31 and 58) and
even in connection with reeds which is a further
specific exanple of a natural product also referred to
in claim5. Thus, the Board concludes that the skilled
reader of D3 would certainly realise that the word
"Grad" is a msprint, but would read it as "G as",
rather than as "Gradl", even on the assunption that
such a word exists.
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Docunent D8 depicts, on page 17, preformed rigid

wat ercourses with an uncoated and snooth surface (the
bottom four nmodels "Mni", "Mdi", "Maxi" and "Top") or
wi th a sanded surface (the upper three nodels
"Viktoria", "Stanley" and "N agara") and further

di scl oses, on pages 20 to 24, typical uncoated plastic
sheets for ponds. A flexible plastic sheet with a | ayer
of granular material thereon, for exanple a sheet
havi ng a sanded surface, cannot be derived fromthis
docunent .

Since the further avail abl e docunents are |ess
relevant, it can be concluded that a prefabricated
sheet of plastic filmas defined in the i ndependent
claiml1 of the main request and of the auxiliary
requests does not formpart of the prior art, thereby
neeting the requirements of Article 54 EPC.

| nventive activity

Concerning the issue of inventive step it was pointed
out, in colum 1 of the patent under appeal, that sand
or stones intended to hide the edges of a conventional
plastic pond liner either tend to shift with tinme or
become washed away under the influence of rain, thereby
rendering the edge visible again. This problemno

| onger exists if, as in docunent D1, the granul ar
material, small gravels in this case, is bonded to the
pl astic sheet in the edge region above or slightly
bel ow the waterline. The protection of the plastic
sheet fromultraviolet radiation, which docunent D1
ains at, corresponds to the object of hiding the edges
fromview, as set out in the patent under appeal, in
that in both cases the edges of the plastic |liner above
and to sone extent below the waterline have to be
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cover ed.

It is evident that the bonding of the small gravel to
t he edges of the pond liner after placing the Iiner
into the pond hole, as taught in D1, solves the

probl ens of rendering the edge of the plastic sheet
permanently invisible as well as of protecting it from
deteriorating radiation, but that this neasure is
cunber sonme and i nconvenient, especially if a uniform
di stribution of the gravel is desired in order to
obtain a neat and natural appearance. There is an

obvi ous need for inprovenent. Since the nmentioned
drawbacks are all caused by the application of the
gravel layer by hand, the straightforward solution is
to replace this step by a nechanical application of the
gravel layer. This has to be done in a factory or

wor kshop together with or after the manufacture of the
pl astic sheet and thereby results in a prefabrication
of the sheet with the gravel |ayer thereon. Such a
prefabrication, which is known in other areas of
bui | di ng technol ogy, such as sanded roof sheetings,
does not substantially conplicate the fabrication of
the plastic sheet but entirely elimnates the probl ens
encountered in applying the gravel |ayer afterwards.

The Appel |l ant argues that there was a prejudi ce agai nst
this solution because the skilled person would not
expect the plastic sheet to retain its flexibility when
coated with a gravel |ayer, and that evidence for this
prej udi ce was provi ded by docunent D8 show ng sanded
and uncoated rigid watercourses but no sanded fl exible
foils. The Board cannot follow this argunment. Docunent
D8 cannot provide evidence for a prejudice concerning
the flexibility of the foils because the reason for not
of fering sanded foils is not explained and one could
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i magi ne ot her reasons such as giving the user the
freedomto choose the coating or avoiding an increased
wei ght of the foil when supplied in rolls etc.
Moreover, the flexibility of the coated foil wll
depend on the thickness of the gravel l|ayer and no

rel evant deterioration in this regard could be expected
when applying a thin layer of granular material having
a small grain size such as the sand applied to the

wat er cour ses shown on page 17 of D8. It appears,

t herefore, that docunent D8, disclosing sanded and
uncoat ed watercourses as well as uncoated foils for
ponds, nmay even provide a suggestion to try sanded
foils in order to obviate the difficulties encountered
when attenpting to attach granular material afterwards,
rat her than teaching away fromthis solution

Hence, the subject-matter of claim1l of the main
request cannot be considered as involving an inventive
st ep.

The additional limtations included in the auxiliary
requests cannot justify an inventive step either.

The strip of plastic film as specified in the first
auxiliary request, corresponds to the shape of the
plastic foils marketed according to the table on

page 24 of document D8, having a length of up to 50
neters and a width of 2 to 8 neters. Even if, in the
event of a plastic sheet precoated with a granul ar

| ayer, the length was decreased in order to reduce the
wei ght of the sheet, it would still anmount to several
times the width, thereby formng a strip. Further, the
shape of the plastic sheet will have to conformto the
shape of the pond or watercourse to be |ined and,
therefore, a strip-shaped sheet will be selected for a
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| ong and narrow pond or watercourse. The argument of
the Appellant referring to the particular flexibility
required for folding the strip around the edges of an
exi sting pond is irrelevant because the claimis
directed to a product which is not restricted to this
particul ar use.

Covering one side of the plastic sheet conpletely with
the layer of granular material, as defined in the
second auxiliary request, is a direct consequence of
the industrial prefabrication of the plastic sheet with
the | ayer of granular material thereon, and is
furthernore dictated by the fact that the position of
the edges to be covered depends on the shape of the
pond which is not known when manufacturing the coated
pl astic sheet. It nmay be true that, as pointed out by

t he Appellant, the conplete coating woul d not make
sense since only the edges need to be covered if they
are to be hidden fromview or protected agai nst
ultraviolet radiation, as in Dl1. However, the unnessary
additional coating at the central regions of the sheet,
at little extra cost, does not affect the situation at
t he edges and can be accepted for ease of production
and increased versatility of the final sheet.

5. Concl usi on

In summary, the patent cannot be maintained on the
basis of the clainms of any of the requests.

Or der

For these reasons it is decided that:

0661.D



- 14 - T 0439/00

The appeal is dism ssed.

The Regi strar: The Chai r man:

A. Counillon C T. WIson
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