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Summary of Facts and Subm ssi ons

2680.D

The patentee appeal ed the decision of the opposition
di vi si on revoki ng European patent No. 0 477 372.

The follow ng state of the art was nentioned during the
appeal proceedings:

D1: DE-A-3 527 412;

D2: DE-C-2 046 611

D3: EP-A-0 062 366;

D4: the abstracts of JP-A-63 244 429 from Pat ent
Abstracts of Japan, vol. 13, No. 54 (P-824) of
8 February 1989 and fromthe Derwent WPl; and

D5: the background art described in colums 1 and 2 of
t he specification of the patent in suit.

Oral proceedings were held before the board on
15 Cctober 2002.

The appel | ant (patentee) requested that the decision
under appeal be set aside and that the patent be

mai ntai ned in amended formwith clainms 1 and 2 of the
mai n request filed on 5 Novenber 1999, and description
and draw ngs of the patent specification (now the only
request).

The respondent (opponent) requested that the appeal be
di sm ssed.
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Caim1l reads as foll ows:

"A transfer nethod for transferring a pattern of
projections and valleys on a stanper (10) to a W
curable resin applied on a disc base plate (7)
conprising pressing said disc base plate (7) coated
with the UV curable resin to said stanper (10),
characterized in that

said stanper (10) is maintained at a constant
tenperature at which the UV curable resin in tight
contact with the stanper becones fluid under the heat
yiel ded fromthe stanmper and at which said UV curable
resin is at a viscosity suitable for transferring the
pattern of projections and valleys on said stanmper (10)
to said UV curable resin."

Claim2 is dependent upon claim1.

The argunents of the appellant can be summari sed as
fol | ows:

Amended claim 1 did not go beyond the content of the
application as originally filed. In particular original
claim4 already nentioned the stanper was maintai ned at
a constant tenperature. Furthernore, the wording of
claiml had to be understood in the sense that the
stanper was mai ntained at a particul ar constant

t enper at ure whi ch depended on the particul ar
conposition of the UV curable resin used.

D5, the background art described in the patent
specification, was part of the state of the art and
formed the prior art closest to the invention.
According to this closest prior art, in a first step, a
WV curable resin was applied on a disc base plate and
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the disc base plate, coated with resin, was transported
to the stanper. The resin was highly viscous at anbi ent
tenperature to facilitate its application on the disc
base plate and transport to the stanper. In a second
step, the disc base plate was placed on the stanper and
pressed for transferring the pattern of projections and
val | eys on said stanper to the UV curable resin.
However, at anbient tenperature, the resin did not
present optinmm properties for inprinting the pattern
into the resin and the invention solved this problem by
mai ntai ning the stanper at an el evated tenperature.

Pl aci ng the coated di sc base plate on the stanper

i ncreased the tenperature of the resin, thereby
reducing its viscosity, so that the pattern on the
stanper was accurately transferred to the resin, which
was then cured, in a third step, by irradiation with W
rays.

The invention provided an effective solution to the
probl em of the prior art which placed conflicting

requi renments on the viscosity of the resin. The

i nvention appeared to be sinple only when the solution
was known. Furthernore, other solutions were avail abl e,
for exanple using a resin presenting a suitable
fluidity at anbient tenperature, or heating the disc
base plate instead of the stanper

It was not contested that it was known from docunents
D3 and D4 to heat a stanper. However, the stanpers of
D3 and D4 were not heated in the second, transfer step,
but in the third step, in which the resin was cured.
Furthernore, D3 and D4 disclosed transfer nethods
conpletely different fromthe background art descri bed
in the patent specification. In the nmethod of D3, a
quantity of UV curable resin was first applied on the
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stanper, not on the disc base plate, and the resin was
already fluid when it was applied on the stanper, so
that no heating was required to nake the resin fluid.
In the nmethod of D4, the resin was injected in a nould
and distributed therein by a reduced pressure in the
nmoul d and rotation of the nould.

Docunents D1 and D2 related to nethods further away
fromthe invention and thus were not rel evant.

The respondent argued essentially as foll ows:

The patent specified that the tenperature of the
stanper was perpetually 22°C to 35°C but did not

di scl ose that a selected tenperature should be kept
constant. Thus, the term"constant tenperature" in
claiml infringed Article 123(2) EPC. Furthernore, this
termwas not clear, contrary to Article 84 EPC.

Claim1 did not include a step in which the disc base
plate coated with UV curable resin was transported to

t he stanper. Thus claim 1l concerned the transfer step
exclusively. The resin had to be viscous in the first
step of the nmethod of D5, to facilitate its application
on the disc base plate, and it was apparent that high
viscosity of the resin would conplicate the second,
transfer step. The problem of the invention was
therefore to facilitate transfer of the pattern on the
stanper to the resin when the disc base plate was
pressed on the stanper. This problem was obvi ous and
thus did not involve an inventive step in itself. It
was general know edge that the viscosity of a resin, in
particular a UV curable resin, was inversely dependent
on the tenperature, at |east as long as the resin was
not irradiated with UV rays. It was therefore obvious
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to the skilled person to fluidify the resin by heating
it during the second, transfer step. Furthernore, it
was known from docunents D3 and D4 that heating the
resin could be achieved by heating the stanper, so that
the subject-matter of claiml did not involve an

i nventive step.

Reasons for the Decision

1

2680.D

The appeal is adm ssible.

According to the patentee, the background art (D5)
described in colums 1 and 2 of the patent
specification can be regarded as part of the state of
the art.

D5 corresponds to the pre-characterising portion of
claim11 and, in particular, nentions:

applying a UV curable resin on a surface of a disc base
pl ate and pl acing the coated disc base plate on a
stanper carrying a pattern;

pressing the coated disc base plate agai nst the stanper
to transfer the pattern to the UV curable resin on the
pl ate; and

curing the resin by irradiation with UV rays.

In the nmethod of D5, the resin should be relatively
viscous during the first step, in which the disc base
plate is coated with resin and placed on the stanper,
but should be relatively fluid during the second step
to ensure that the pattern is faithfully transferred to
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t he resin.

The invention solves this problemessentially by

mai ntai ning the stanper at a constant tenperature at

whi ch the resin becones fluid under the heat yielded by
t he stanper and has a suitable viscosity for
transferring the pattern to the resin.

The skilled person is aware that the pattern on the
stanper can be faithfully transferred to the resin only
if the resinis sufficiently fluid. The problem sol ved
by the invention is therefore obvious to the skilled
per son.

The fact that the fluidity of a resin depends on, and
in particular is inversely related to tenperature, is
notorious. The skilled person considering a problem
which requires the resin to have a suitable viscosity
woul d be lead by this notorious fact to heat the resin
so as to obtain the required fludity. Since the stanper
is pressed against the resin, and thus is in intimte
contact therewith during the transfer step, it is
obvious to the skilled person to nmaintain the
tenperature of the stanper constant at a | evel which
results in the required tenperature for the resin. In
the view of the board, the notional skilled person
arrives thereby in an obvious manner at a transfer

nmet hod having all the features of claiml.

The board agrees with the appellant that, in the

nmet hods of D3 and D4, the resin is heated for curing it
and not for fluidifying it. However, this would not

di ssuade the skilled person fromfluidifying the resin
by heating it during the transfer step of the nethod of
D5, which step occurs before the resin is irradiated
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with UV rays.

7. The board considers that it is inmediately apparent to
the skilled person that the resin has to be
sufficiently fluid during the transfer step. In view of
the well known dependence of viscosity upon
tenperature, this necessity constitutes a direct
incentive to the skilled person to control the
tenperature of the resin during that step, which nmakes
this nmeasure obvious to the skilled person.
Furthernore, it is apparent to the skilled person from
docunent D4 that the stanper can be used to heat the
resin.

8. For the above reasons, the subject-matter of claim1lis
not considered as involving an inventive step in the
sense of Article 56 EPC, so that the ground for
opposition nentioned in Article 100(a) EPC prejudices
t he mai ntenance of the patent.

9. In the circunstances, there is no need to give

consideration to the other objections raised by the
respondent.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:
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D. Sauter W J. L. \Weeler
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