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Summary of Facts and Subm ssi ons

1233.D

Thi s appeal is against the decision of the opposition
di vi sion posted on 21 February 2000 to revoke European
patent No. 0 551 700 ("the patent") entitled "Film
coatings and filmcoating conpositions based on
cellulosic polyners and | actose". The Patent was
granted to the appellant/proprietor with 38 clains on
t he basis of European patent application

No. 92 300 406.3. The independent clains of the patent
as granted read as foll ows:

"1. Adry filmcoating conposition for use in
phar maceuti cal s, food, confectionery forns,
agricultural seeds, and the like, conprising a
cellulosic polynmer in an anmount from 11%to 56% by
wei ght of the conposition, and | actose.

12. A nmethod of coating substrates such as
phar maceuti cal tablets, food and confectionery
forms, agricultural seeds, conprising:
m xing a cellulosic polynmer and | actose into water
to forman aqueous coating suspension, the
cellulosic polyner formng from11%to 56% by
wei ght of the non-water ingredients;
sprayi ng the coating suspension onto the
substrates to forma filmcoating on the
substrates; and
drying the filmcoating on said substrates.

14. A nmethod of nmaking a dry filmcoating conposition
for use in coating pharnmaceutical tablets, food
and confectionery forns, agricultural seeds,
conpri sing
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m xing a cellulosic polynmer and | actose together
to forma dry filmcoating conmposition, the
cellulosic polynmer formng from11%to 56% by

wei ght of the conposition, preferably from 20%to
30%

16. A nmethod of nmaking a dry filmcoating conposition
for use in coating pharnmaceutical tablets, food
and confectionery forns, agricultural seeds,
conpri sing
m xing a cellulosic polymer and | actose into water
to forman aqueous coating suspension, the
cellulosic polyner formng from11%to 56% by
wei ght of the non-water ingredients, preferably
from20%to 30% and
spray granul ati ng the aqueous coating suspension
to forma dry filmcoating conposition

28. An aqueous coating suspension for coating
substrates such as pharnaceutical tablets, food
and confectionery forns, agricultural seeds,
conprising a m xture of
a cellul osic polyner,
| act ose, and
wat er,
the cellulosic polymer formng from11%to 56% by
wei ght of the non-water ingredients.”

1. Qppositions to the patent were originally filed by two
parties - opponent 01 (respondent) and forner
opponent 02 which both sought revocation in full on the
grounds of lack of novelty and inventive step
(Articles 54, 56 and 100(a) EPC)

1233.D
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In the course of prosecution of the case before the
opposi tion division, eighteen docunents were relied
upon by the parties. O these docunents, the follow ng
are referred to in the present decision (the nunbering
used by the opposition division is adhered to):

(11) JP Kokai Publication No. 51-123 815, date of
publication: 28 Cctober 1976 (English translation)

(12) JP Kokai Publication No. 49-133 515, date of
publication: 21 Decenber 1974 (English

transl ati on)

The proprietor/appellant filed on 26 Novenber 1999 an
amended set of 23 clains formng its "First Auxiliary
Request”. In these clains, clains 1 and 10 as granted
wer e conbi ned and the other independent clains had a
simlar limtation introduced. This nmeant that claim1l
as granted was drafted in "First Auxiliary Request" as
an i ndependent claim new claim 10. The i ndependent
clainms of the "First Auxiliary Request" before the
opposition division read as foll ows:

"1l. Adry filmcoating conmposition for use in film
coati ng pharnmaceuticals, food, confectionery
forms, agricultural seeds, and the liKke,
conpri sing
a cellulosic polymer in an amount from 11%to 56%
by wei ght of the conposition, and
| actose in an anmount from 11%to 56% by wei ght of
t he conposition.

10. A dry filmcoating conposition for use in film
coati ng pharnmaceuticals, food, confectionery
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fornms, agricultural seeds, and the like, forned
from 40% by wei ght cellul osic polynmer and 60% by
wei ght | act ose.

11. A nmethod of coating substrates such as
phar maceuti cal tablets, food and confectionery
forms, agricultural seeds, conprising:
m xing a cellulosic polynmer and | actose into water
to forman aqueous coating suspension, the
cellulosic polyner formng from11%to 56% by
wei ght of the non-water ingredients and the
| actose formng from11%to 56% by wei ght of the
non-wat er ingredients;
sprayi ng the coating suspension onto the
substrates to forma filmcoating on the
substrates; and
drying the filmcoating on said substrates.

13. A nmethod of nmaking a dry filmcoating conposition
for use in coating pharnmaceutical tablets, food
and
confectionery forms, agricultural seeds,
conpri sing
m xing a cellulosic polynmer and | actose together
to forma dry filmcoating conmposition, the
cellulosic polyner formng from11%to 56% by
wei ght of the conposition, preferably from 20%to
30% and the lactose formng from11%to 56% by
wei ght of the conposition.

15. A nmethod of nmaking a dry filmcoating conposition
for use in coating pharnmaceutical tablets, food
and confectionery forns, agricultural seeds,
conpri sing

1233.D
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m xing a cellulosic polynmer and | actose into water
to forman aqueous coating suspension, the
cellulosic polynmer formng from11%to 56% by

wei ght of the non-water ingredients, preferably
from20%to 30% and the |actose formng from 11%
to 56% by wei ght of the non-water ingredients, and
spray granul ati ng the aqueous coating suspensi on
to forma dry filmcoating conposition.”

The opposition division revoked the patent at the end
of the oral proceedings pursuant to Article 102(1) EPC.
The stated ground for the revocation was that the
subject-matter of claim12 of the main request and

i kewise claim 1l of the "First Auxiliary Request”

| acked novelty over the disclosure of citation (12).

In its reasons for the decision, the opposition

di vision found that citation (12) disclosed in the

par agr aph bridgi ng pages 3/8 and 4/8 a nmethod of
coating tablets characterised by using as the coating
mat eri al an aqueous suspension containing a m xture of
hydr oxypr opyl met hyl cel |l ul ose or hydr oxypropyl

cellul ose and a saccharide at a weight ratio of 1:1. In
t he second paragraph on page 4/8 of (12) it was
specified that the saccharide conponent m ght be
selected froma range of six different saccharide
conpounds, including |actose. The coating nmethod of (12)
al so included the step of spraying the suspension onto
the tablets at elevated tenperature in order to reduce
the coating tinme and to forma dry filmcoating on said
t abl et s.

As pointed out by the opposition division in the
i mpugned deci sion, the patent proprietor/appellant did
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not question the fact that the above-nentioned

di sclosures in citation (12) forned part of the state
of the art, but disputed categorically that the
presence of the cellulosic polynmer in an anmobunt of from
11%to 56% by wei ght based on the non-water ingredients
was al so directly and unanbi guously derivable fromthe
prior art of citation (11) or (12). The opposition
division did not share this view. It considered that
the reference in (12) to an aqueous coating suspension
consisting of a cellulosic polynmer and | actose at a
weight ratio of 1:1 inevitably led the skilled reader
to the conclusion that each of the two conponents was
present in the coating suspension in a proportion of
50% by wei ght based on the non-water ingredients, since
t he wording "consisting of" excluded, in the opposition
di vision's opinion, the presence of other conponents in
the m xture. Although it was correct that, according to
t he di sclosure on page 6/8 of citation (12), "if
desired, a colorant usually used in colouring may be
added" to the coating suspension, the opposition

di vi si on enphasi sed that the addition of any further
non-wat er ingredients to the agqueous coati ng suspensi on
was disclosed in (12) as an entirely optional measure.
Mor eover, when | ooking into the exanples of (12) the
skilled reader woul d have inmedi ately recogni sed t hat
any of the optional ingredients, if present at all, was
used in very small anobunts, maeking sure that the
proportion of the cellulosic polymer would not fal
below the lower Iimt of 11% by wei ght specified in
claim12.

As regards the "First Auxiliary Request", the
opposi tion division considered that the additional
feature in claim11l stipulating that |actose be present
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in an anount from 11%to 56% by wei ght of the non-water
ingredients was |i kew se already disclosed in (12) by
the reference to the use of the cellulosic polynmer and
| actose in the coating conposition at a weight ratio of
1:1.

| n paragraph 4 of the decision under appeal, the
opposition division indicated clearly that it did not
consider, apart fromcitation (12), any of the further
pi eces of evidence submtted by the parties to the
opposition proceedings and that it also did not
consider, apart fromthe lack of novelty of claim12
and claim1l of the "First Auxiliary Request" over
citation (12), any other grounds of opposition invoked
by the opponents.

Together with the statenent setting out the grounds of
appeal filed on 23 June 2000, the appellant submtted a
mai n request and auxiliary requests 1 to 12. The main
request was identical to that in the decision under
appeal, i.e. it consisted of clains 1 to 38 as granted.
The clains of the auxiliary requests recited various
further limtations.

The respondent filed observations in reply supporting
its request for the appeal to be dismssed with its
letter of 4 January 2001.

In accordance with the requests of the appellant and
t he respondent, the board with comrunication of

10 Novenber 2003 summoned the parties to ora
proceedi ngs, scheduled to take place on 18 May 2004.
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In a letter dated 10 Decenber 2003, forner opponent 02
wi t hdrew t he opposition.

I n advance of the hearing before the board, the
appel l ant submtted with its letter of 16 April 2004 an
anended mai n request (al so designated 13'" Auxiliary
Request) and three new auxiliary requests (designated
14'" 15'" and 16'" Auxiliary Requests) to repl ace al

previ ous requests. The independent clainms of the
current main request read as follows with the
anmendnents conpared to the corresponding clains as
granted (i.e. limtation of the absolute amounts of
cellulosic polynmer to the range of "from11%to 30% by
wei ght of the conposition or the non-water ingredients")

indicated in bold italic letters:

"1. Adry filmcoating conposition for use in
phar maceuti cal s, food, confectionery forns,
agricultural seeds, and the like, conprising a
cellulosic polynmer in an anmount from 11%to 30% by
wei ght of the conposition, and | actose.

11. A nmethod of coating substrates such as
phar maceuti cal tablets, food and confectionery
forms, agricultural seeds, conprising:
m xing a cellulosic polynmer and | actose into water
to forman aqueous coating suspension, the
cellulosic polyner formng from11%to 30% by
wei ght of the non-water ingredients;
sprayi ng the coating suspension onto the
substrates to forma filmcoating on the
substrates; and
drying the filmcoating on said substrates.
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13. A nmethod of making a dry filmcoating conposition
for use in coating pharnmaceutical tablets, food
and confectionery forns, agricultural seeds,
conpri sing
m xing a cellulosic polynmer and | actose together
to forma dry filmcoating conposition, the
cellulosic polynmer formng from11%to 30% by
wei ght of the conposition.

16. A nmethod of making a dry filmcoating conposition
for use in coating pharnmaceutical tablets, food
and confectionery forns, agricultural seeds,
conpri sing
m xing a cellulosic polynmer and | actose into water
to form an aqueous coating suspension, the
cellulosic polynmer formng from11%to 30% by
wei ght of the non-water ingredients, and spray
granul ati ng the aqueous coating suspension to form
a dry filmcoating conposition.

28. An aqueous coating suspension for coating
substrates such as pharnmaceutical tablets, food
and confectionery forns, agricultural seeds,
conprising a m xture of
cel lul osi c pol yner,
| act ose, and
wat er,
the cellulosic polymer formng from11%to 30% by
wei ght of the non-water ingredients.”

XlIl. In a comuni cati on dated 10 May 2004, the rapporteur
indicated to the parties that, according to his
prelimnary, non-binding opinion, anended clains 1 to
37 of the appellant's main request appeared to satisfy

1233.D
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the formal requirenments of Articles 84, 123(2) and (3)
EPC and to be novel within the nmeaning of Article 54(1)
EPC over the prior art of citations (11) and (12), in
view of the limtation of the absolute anobunts of
cellulosic polynmer in the broadest claimto the clained
range of 11%to 30% by wei ght of the conposition or the

non-wat er ingredients.

The rapporteur also informed the parties that the board
woul d see no necessity for the hearing to decide this
case if they were to agree that the board all ows the
appeal on the basis of the appellant's main request and
i ssues a decision with the followi ng Order: The
deci si on under appeal is set aside and the case is
remtted to the departnment of first instance for
further prosecution.

In reply to the above conmuni cation, the respondent and
t he appell ant agreed that clainms 1 to 37, according to
the appellant's main request of 16 April 2004, neet the
formal requirements of Articles 84, 123(2) and (3) EPC
and that the subject-matter of these clains is novel
over the prior art of citations (11) and (12). Both

wi thdrew their request for oral proceedings, in the
event that the board would allow the appellant's main
request and issue a decision containing the Order set
forth in Xl above.

The board, by a communication of 13 May 2004, i nfornmed
the representatives of the parties that the oral
proceedi ngs due to take place on Tuesday, 18 May 2004
had been cancel | ed.
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Reasons for the Decision

Adm ssi

1233.D

The appeal is adm ssible.

bility of the appellant's main request

The board considers that the appellant's current main
request should be admtted into the proceedings.

Al t hough this request was filed late in the appeal
proceedings - by a letter of the appellant on 16 Apri
2004, about one nonth before the date originally fixed
for the oral proceedings - it was a response to the
respondent’'s argunents devel oped during the witten
appeal proceedings. That said, those argunents were
filed by the respondent over three years previously,
with the respondent's letter of 4 Novenber 2001, and
t he board does not condone such | ateness per se.

However, in the present case the skilled reader would
have recogni sed that the sole amendnent to the clains
of the appellant's current main request in conparison
with the clains as granted consists of a limtation of
t he percentage of the cellulosic polyner to the range
of from11l%to 30% by wei ght of the dry conposition or
the non-water ingredients (see Xl above). Coupled with
the fact that the respondent had nearly one nmonth in
which to study the case and to consi der and prepare
argunents in reply to the appellant's late filed main
request, the board exercises its discretion in favour
of the appellant and admits the main request into the
pr oceedi ngs.

The amendnents to the clains of the current main
request can fairly be said to be occasi oned by grounds
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for opposition specified in Article 100(a) EPC and to
constitute a bona fide attenpt on the part of the
appel l ant to overconme the respondent's objections to

| ack of novelty and inventive step in the opposition
and appeal statenents. The proposed anendnents to the
granted patent are thus al so adm ssi bl e under the terns
of Rule 57a EPC.

Allowability of the anmended cl ai ns

3.1

3.2

1233.D

The anmendnments to the clainms of the appellant's main
request before the board can be found in the
application for the patent as originally filed; and the
scope of the clainms has not been extended by the
anmendnents nmade to the clains as granted.

Support for the proposed |imtation of the percentage
by wei ght of cellulosic polymer can be found in the
application as filed on page 4, lines 4 to 11, where it
is disclosed: "The quantity of the cellulosic polymner
is within the range of about 11%to about 56% by wei ght
of the dry filmcoating conposition and of the non-

wat er ingredients of the aqueous coating suspension. A
range of about 20%to 30%of the dry filmcoating
conposition and of the non-water ingredients of the
aqueous coating suspension is preferred.”

In decision T 925/98 of 13 March 2001 (see Case Law of
t he Boards of Appeal, 4th edition, 2001, I1I1.A 3.3,
page 220) the board stated that, in the case of a

di scl osure of both a general range and a preferred
range, a conbination of the preferred discl osed
narrower range and one of the part-ranges lying within
t he di sclosed overall range on either side of the
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narrower range was unequi vocally derivable fromthe
original disclosure of the patent in suit. Thus,
claimng a range of cellulosic polymer of from11%to
30% by weight of the dry filmcoating conposition and
of the non-water ingredients of the aqueous coating
suspensi on does not, in the present case, contravene
Article 123(2) EPC and represents a major limtation of
t he scope of the clainms as granted. Accordingly the

cl ai ms now under consideration also neet the
requirenents of Article 123(3) EPC.

Al t hough an objection under Article 84 EPC cannot in
itself be a ground for opposition under Article 100 EPC,
t he board accepts that such an objection could be

rai sed during opposition or opposition appeal

proceedings if anmendnents made in those proceedings
enphasi sed a problemof clarity. In the present case,
however, the board sees no reason to call into question
the clarity of the anmended cl ai ns.

Since both the respondent and the appellant agreed with
t he opinion expressed in the board' s conmunication of
10 May 2004 that clains 1 to 37 according to the
appellant's current main request (Auxiliary Request 13)
of 16 April 2004 neet all formal requirenments of
Articles 84, 123(2) and (3) EPC, there is no need for
further detailed substantiation of this matter.

Novelty over citations (11) and (12)

1233.D

In its communi cation of 10 May 2004, the board
communicated its opinion to the parties that the
subject-matter of clainms 1 to 37 according to the
appellant's current main request neets the requirenent
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of novelty within the nmeaning of Article 54(1) EPC over
the prior art of citations (11) and (12), by virtue of
the limtation of the proportion of cellulosic polyner
to the range of from11%to 30% by wei ght of the dry
filmcoating conposition and of the non-water

i ngredi ents of the aqueous coating suspension. Since
this fact has not been disputed, any nore detail ed
comments on the novelty over (11) and (12) would be

super fl uous.

Auxi liary requests

Since the main request is allowable, there is no need
to exam ne the auxiliary requests.

Remttal to the departnent of first instance

1233.D

Under Article 111(1) EPC, following initial exam nation
of the appeal, the board has the discretionary power to
remt the case to the first instance for further
prosecution. The departnment of first instance is then
required to take its own further decision on the nerits
of the case, without the board having given any ruling
on the outcone to be expected. The purpose of referral
back to the first instance departnment is to afford that
i nstance the opportunity to consider and deci de

i ndependently on the issues previously not dealt wth.
Thus, the board hereby remts this case to the
departnent of first instance in order to give that

i nstance the opportunity to examne, in the |light of
the cited docunments and pieces of evidence in their
entirety, whether or not any of the grounds for

opposi tion i nvoked by the opponents, i.e |ack of
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novelty and inventive step, prejudices the maintenance
of the European patent.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the departnent of first

i nstance for further prosecution.

The Regi strar: The Chai r man:

A. Townend U OGswal d
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