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Summary of Facts and Subm ssi ons

The Appel |l ant (Opponent) | odged an appeal against the
interlocutory decision of the Opposition Division

i ndicating that subject-matter of the patent in suit No.
0 649 453 (European patent application No. 93 916 698.9)
as anmended was found to neet the requirenents of the

EPC.

. The deci sion was based on one single claimfiled during
oral proceedi ngs before the Opposition Division on
14 Decenber 1999, said claimreading as foll ows:

"A process for producing refrigeration in refrigeration
equi pnent conprising condensi ng an azeotropic or
azeotropic-like binary m xture of perfl uoroethane
(FC-116) and trifluoronmethane (HFC-23) and thereafter
evaporating the mxture in the vicinity of a body to be
cool ed, said m xture having differences in dew point
and bubbl e point tenperature of |less than or equal to
1°C, wherein the m xture conprises about 54 wei ght
percent of FC-116 and about 46 wei ght percent of

HFC- 23. "

The opposition was filed agai nst the patent as a whol e,
and based on the grounds of |ack of novelty and
inventive step as indicated in Article 100(a) EPC. It
was supported by several docunents including:

(5) "lInvestigations of the Phase Equilibrium and
Critical Curve for the R-23/R-116 M xture", Yu. V.
Senmenyuk et al., Kholod. Tekhn. i Tekhnol, No. 51
(1990), pages 79 to 81.

0971.D



VI .

0971.D

S o T 0407/ 00

The Opposition Division held that the subject-matter of
the patent in suit as anmended was found to neet the
requi renents of the EPC.

Oral proceedings before the Board were held on 20 Apri
2004.

During these oral proceedings the Respondent (Patentee)
filed a newclaimas his sole request in order to neet
formal objections under Article 123(2), Article 84 and
Rul e 57a EPC, said claimreading as foll ows:

"A process for producing refrigeration conprising
condensi ng an azeotropic or azeotropic-like binary

m xture of perfluoroethane (FC-116) and trifl uoro-

nmet hane (HFC-23) and thereafter evaporating the m xture
in the vicinity of a body to be cool ed, characterised
in that the m xture conprises 54 wei ght percent of
FC-116 and 46 wei ght percent of HFC 23."

The Appellant nmaintained with respect to the subject-
matter of this claimformal objections under

Article 123(2) EPC, and al so argued that said subject-
matter | acked novelty and inventive step.

Concerning novelty, he argued in particular that
docunent (5) disclosed an azeotropic conposition
conprising perfluoroethane (R-116) and trifl uoronethane
(R-23) in which the nole fraction of the R 116 was 0. 36
This equated to a conposition conprising 52.5 weight %
R-116 and 47.5 weight % R-23, so that it was evident
that in using said conposition in a refrigeration
system one would inevitably arrive at a conposition as
clainmed. He al so submtted that said docunent disclosed
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t he use of the disclosed azeotropic m xture as a high
pressure refrigerant and that it was suitable as a
repl acenent of R-503.

The Respondent disputed that the clainmed subject-matter
woul d not neet the requirenents of the EPC.

Concerni ng novelty he contended that docunent (5) did
not disclose a nethod of producing refrigeration using
an azeotropic conposition containing R 116 and R-23 as
the refrigerant. Accepting that in view of the norma
fluctuation of the weight ratio of R-116 and R 23 in a
refrigeration cycle the weight ratio of the
constituents of the azeotropic m xture as clainmed did
not represent a distinguishing feature, he enphasi sed

t hat docunent (5) only specul ated that the azeotropic
conposition as disclosed therein was suitable as a
refrigerant and m ght be used as a replacenent of R 503.
In order to anticipate the present claimit would be
necessary that said document directly and unanbi guously
di scl osed the actual realisation of the announced
suitability as a refrigerant. In support of this point
of view he referred to the decision T 753/00.

The Appel |l ant requested that the decision under appeal
be set aside and that the patent be revoked.

The Respondent requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of the claimof the request submtted at the oral
proceedi ngs on 20 April 2004.

At the conclusion of the oral proceedings the Board's

deci si on was pronounced.
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Reasons for the Deci sion

3.2
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The appeal is adm ssible.

Amrendnent s

Having regard to the Board's findings indicated bel ow
concerning the question of novelty of the clained
process, the Board sees no reason to consider this
matter.

Novel ty

According to the Respondent's subm ssions in this
respect the disclosure of docunent (5) and the subject-
matter of the present claimonly differed in that said
docunent did not disclose a process directly and

unanbi guously denonstrating the actual use of the
azeotropic m xture of R-116 and R-23 for producing

refrigeration

However, it is stated in docunent (5) on page 3,
lines 4 to 7, that:

"We should draw attention to an inportant merit of this
m xture - the presence of an azeotrope, which nmakes it
possible to use it as a high-pressure refrigerant for
the | ower stage of cascade refrigerators.”

Contrary to the Respondent's subm ssion, the Board
finds that this disclosure is not speculative in the
sense that the azeotropic mxture of R-116 and R 23
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m ght possibly be used as a refrigerant. This

di scl osure teaches that the presence of an azeotrope
makes it suitable for being used as a refrigerant and

i ndi cates the specific conditions for this use, nanely,
as a high-pressure refrigerant for the | ower stage of
cascade refrigerators, thus making the process of the
present claimpublicly available to the skilled person.

In this context, the Board observes that the decision
T 753/00 cited by the Respondent in support of his
submi ssions is not applicable, since it was based on
particul ar factual circunstances which are absent in
the present case. According to said decision the there
cl ai mred nmet hod was not prior published since a docunent
relating to the conplex technical field of reconbinant
DNA t echnol ogy, gene technol ogy, where the outcone of
any transfer of technology to a new area was quite
unpredi ctable, only specul ated that the nethod

di scl osed therein using hybridoma cells mght also be
applied to single B-cells, so that the skilled person
had not been provided with any technical teaching
denonstrating the actual experinental realisation of
this suggestion (see Point 2 of the Reasons of the
Decision). In the present case, however, the skilled
person provided with the technical information of
docunent (5) indicated above woul d certainly know which
refrigerant to use, howto put it into praxis, and
expect it to work.

Therefore, the Board concludes that the disclosure of
docunent (5) as a whole directly and unanbi guously
makes available to the skilled person a process falling
wi thin the scope of the present claim and that
consequently the Respondent's sole request fails
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because of |ack of novelty of the subject-matter of the
present claim

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
N. Maslin A. Nuss

0971.D



