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Summary of Facts and Submn ssions

3073.D

Eur opean patent No. 0 375 705 was granted on 4 Novenber
1992 on the basis of European patent application
No. 88 907 051. 2.

The granted patent was opposed by the present
respondents (opponents 01 to 03) on the grounds of |ack
of novelty and/or inventive step (Article 100(a) EPC)
and i nadm ssi ble addition of subject-matter

(Article 100(c) EPC).

Wth its decision posted on 10 February 2000 the
Qpposition Division revoked the patent. The grounds
given for the decision were that the respective anmended
single clainms according to the main and first and
second auxiliary requests were unclear (Article 84 EPC)
and cont ai ned added subject-matter (Article 123(2)

EPC) .

The claimaccording to the main request reads as
fol | ows:

"Alifting truck of the type conprising a wheel ed
structure carrying a telescopic lifting arm (22)
articulated to the rear of the structure about a

hori zontal axis perpendicular to the |ongitudinal axis
of the truck, an internal conbustion engine (16)
supported by the structure for the propul sion of the
truck and for the operation of the arm (22), and an
operating and driving cab (10) situated on one side of
the structure to one side of the |ongitudinal axis
(A-A), said cab being situated at an easily accessible
| ow position on the truck, the internal conbustion
engi ne (16) being longitudinally placed, that is with
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its shaft parallel to the longitudinal axis (A-A) of
the truck, in a housing (12) which is situated on the
opposite side of the longitudinal axis (A-A) to the cab
(10), said housing (12) being spaced fromthe cab (10)
so that facing surfaces of the housing (12) and of the
cab (10) define the two side walls of a |ongitudina
channel - shaped space (14) having a width at |east equa
to the width of the Iifting arm (22), a portion of the
l ength of the lifting arm bei ng accombdated, in the
conpletely |l owered position of the arm in said space
(14) between said facing surfaces of the engi ne housing
and of the cab, characterised in that the [ifting arm
(22) is articulated to the structure of the truck about
said horizontal axis which is situated bel ow the

hori zontal plane of view of the operator seated in the
driving cab (10) and the najor portion of the height of
t he engine (16) contained in said housing (12) is
situated bel ow a plane tangent to the top of the
wheel s, whereby when the lifting arm(22) is inits

| ower nost position there is no interference fromthe
lifting armwth a conplete circular visibility, in
said horizontal plane of view, of the operator seated
in the driving cab (10), while interference with the
visibility to the rear and |l ateral areas is mnimsed."

In the claimaccording to the first auxiliary request
the foll owi ng passage has been inserted after "easily
accessi ble | ow position on the truck,":

"the floor of the cab being situated under a pl ane
tangent to the top of the wheels,"

In the claimaccording to the second auxiliary request
it is stated in the preanble that the truck includes a
steering wheel and in the characterising clause of the
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claimthe statenent that the axis of articulation of
the lifting armis "situated bel ow the horizontal plane
of view of the operator seated in the driving cab (10)"
has been replaced by "situated bel ow a horizontal plane
tangent to the top of the steering wheel."

| V. A notice of appeal against this decision was filed on
5 April 2000 and the fee for appeal paid at the sane
tinme.

The statenent of grounds of appeal was filed on 7 June
2000. Wth this statenent the appellants (proprietors
of the patent) submitted further anended cl ains
according to third and fourth auxiliary requests.

The claimaccording to the third auxiliary request
reads as foll ows:

"Alifting truck of the type conpri sing:

a wheel ed structure carrying a telescopic lifting
arm (22) articulated to the rear of the structure about
a horizontal axis perpendicular to the I ongitudina
axis (A-A) of the truck

an internal conbustion engine (16) supported by
the structure for the propul sion of the truck and for
the operation of the arm (22), said engine having a
| ength, a width and a hei ght,

and an operating and driving cab (10) situated on
one side of the structure to one side of the
| ongi tudinal axis (A-A), said cab having a steering
wheel and extendi ng bel ow a plane tangent to the top of
the wheels and thus situated at a | ow position on the
truck,

the internal conbustion engine (16) being

3073.D Y A
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| ongitudinally placed, that is with its length paralle
to the longitudinal axis (A-A) of the truck, in a
housing (12) which is situated on the opposite side of
the |l ongitudinal axis (A-A) to the cab (10),

sai d housing (12) being spaced fromthe cab (10)
so that facing surfaces of the housing (12) and of the
cab (10) define the two side walls of a |ongitudina
channel - shaped spade (14) having a width at | east equa
to the width of the Iifting arm (22),

a portion of the length of the lifting arm bei ng
accommodated, in the conpletely |owered position of the
arm in said space (14) between said facing surfaces of
t he engi ne housi ng and of the cab,

characterised in that

the lifting arm (22) is articulated to the
structure of the truck about said horizontal axis which
is situated below a horizontal plane tangent to the top
of said steering wheel, and

the major portion of the height of the engine (16)
contained in said housing (12) is situated bel ow a
pl ane tangent to the top of the wheels,

wher eby when the [ifting arm(22) is inits
| onered position there is no interference by the
lifting armwth a conplete circular visibility in said
hori zontal plane tangent to the top of said steering
wheel, while interference with the visibility to the
rear and |ateral areas is substantially prevented."

In a communi cation pursuant to Article 11(2) RPBA,
posted on 4 April 2001, the Board referred, with
reference to the decision T 169/83 (QJ EPO 1985, 193)
to the particular conditions which need to be fulfilled
when, as in the present case, the sole basis for
features added to a claim is purported to be found in
t he draw ngs.
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Wth a letter dated 29 May 2001 the appellants
submtted a claimaccording to a fifth auxiliary
request.

Oral proceedings before the Board were held on
20 Novenber 2001.

At the oral proceedings the appellants submtted
revised versions of the clainms according to the fourth
and fifth auxiliary requests.

In the revised claimaccording to the fourth auxiliary
request the reference in the preanble of the claim
according to the third auxiliary request to the cab
being "and thus situated at a | ow position on the
truck” has been replaced by "the distance between the
hori zontal plane tangent to the top of the steering
wheel and the plane tangent to the top of the wheels
bei ng appreciably | ess than the di stance between the

pl ane tangent to the top of the wheels and the ground".
In the characterising clause the reference to "a"

hori zontal plane tangent to the top of the steering
wheel has been replaced by "said" horizontal plane etc.

The revised claimaccording to the fifth auxiliary
request reads as follows:

"Alifting truck of the type conpri sing:

-a wheel ed structure carrying a telescopic lifting
arm (22) articulated to the rear of the structure about
a horizontal axis (22a) perpendicular to the

| ongi tudi nal axis (A-A) of the truck

-an internal conbustion engine (16) supported by
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the structure for the propul sion of the truck and for
the operation of the arm (22),

-and an operating and driving cab (10) situated on
one side of the structure to one side of the
| ongi tudinal axis (A-A), said cab having a steering
wheel and extendi ng bel ow a plane tangent to the top of
the wheels (6, 8), the distance between the horizontal
pl ane tangent to the upper nost part of the steering
wheel and the plane tangent to the top of the wheels
(6, 8) being less than the di stance between the pl ane
tangent to the top of the wheels (6, 8) and the ground,
whereby said cab (10) is situated at an easily
accessi ble |l ow position on the truck,

-the internal conbustion engine (16) being
longitudinally placed, that is with its shaft paralle
to the longitudinal axis (A-A) of the truck, in a
housi ng (12) which is situated on the opposite side of
the |l ongitudinal axis (A-A) to the cab (10),

-said housing (12) being spaced fromthe cab (10)
so that facing surfaces of the housing (12) and of the
cab (10) define a | ongitudi nal channel -shaped space
(14) having a wdth al least equal to the width of the
lifting arm (22),

-a portion of the length of the lifting arm being
accommodated, in the conpletely |owered position of the
arm in said space (14) between said facing surfaces of
t he engi ne housing (12) and of the cab (10),

characterized in that

3073.D Y A
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-the lifting arm (22) is articulated to the
structure of the truck about said horizontal axis (22a)
which is situated bel ow a horizontal plane tangent to
t he upper nost part of the steering wheel,

-the major portion of the height of the engine
(16) contained in said housing (12) is situated bel ow
said plane tangent to the top of the wheels (6, 8),

-whereby when the lifting arm(22) is inits
| owered position there is no interference with a
conplete circular visibility, for the operator working
in the driving cab (10), above said horizontal plane
tangent to the upper part of the steering wheel, while
interference with the visibility to the rear and
| ateral areas is mnimsed."

The appel l ants requested that the decision under appea
be set aside and the patent nmaintained in anended form
on the basis of the single claimaccording to the nmain
request or first to fifth auxiliary requests.

The respondents requested that the appeal be di sm ssed.

VIIl. The argunents put forward by the appellants in support
of their requests can be summari zed as foll ows:

In conparison with the granted claimall of the
features added to the claimof the main request could
be derived fromthe text or drawi ngs of the origina
application and these features were defined in terns,
in particular by reference to horizontal planes tangent
to the top of the steering wheel and to the top of the
wheel s, which were commonly used in the art and readily
under st ood by the skilled person.

3073.D Y A
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Thus there was no difficulty in knowi ng what was neant
by the requirenent that the cab be at an "easily
accessi ble low position" on the truck. An equival ent
expression was to be found for exanple in the brochure
relating to the allegedly prior used "Herkules H2t"
truck. The | ow position was readily recogni sable from
the drawi ngs fromwhich it could be seen that the floor
of the cab was beneath the plane tangent to the top of
t he wheel s, as opposed to the arrangenent disclosed in
US- Re- 30 021 (docunent Dl1), where the whole of the cab
was above this plane and was therefore not easily
accessi ble. That the cab extended bel ow this plane was
also inplicit fromwhat was said in page 3, paragraph 3
of the original application with respect to the
formation of a space for partly accommopdating the
lifting arm This passage al so fornmed an adequate basis
for the requirenent stated in the clains that the space
i s channel -shaped and defi ned between facing surfaces
of the housing and the cab.

Taking into account the fact that the cab woul d be

desi gned for an operator of standard proportions it was
clear fromdraw ngs, particular when seen in the |ight
of the essential technical probleminvolved of
improving visibility for the operator, that the
articulation axis of the lifting armwas situated bel ow
his horizontal plane of view. Furthernore, it was
evident that interference with the visibility to the
side of the operator was m nimsed by the positioning
of the engine with a major portion of its height bel ow
the plane tangent to the top of the wheels, as could
clearly be seen in particular in Figure 2 of the

dr aw ngs.

Lastly, there could be no doubt that the reference in
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the original application to a |longitudinally extending
i nternal conbustion engine, taken in conjunction with
the way that engi ne was shown in the draw ngs, would be
understood by the person skilled in the art as neaning
that the shaft of the engi ne extended | ongitudinally,
ie wwth its shaft parallel to the |ongitudinal axis of
t he truck.

In the clains according to the auxiliary requests
various aspects of the claimof the main request had
been further clarified or alternatively fornmulated in
order to elimnate the objections of the respondents,
if there were to be held good.

In reply the respondents put forward the foll ow ng:

The function of a claimwas to define the nonopoly for
whi ch protection was sought and this the clains
according to all request singularly failed to do. In
the first place terns such as "easily accessible | ow
position” and "mnimsed interference with the
visibility" were wholly subjective, in the second the
pl anes tangent to the top of the steering wheel and to
the top of the wheels were not absolute but variable,
eg through adjustability of the steering wheel, change
intire pressure, change of wheel size. Furthernore,
there was no necessity to have front and rear wheel of
equal size. The clains therefore of fended agai nst
Article 84 EPC

The clains al so contai ned nunerous additions of

subj ect-matter over the original disclosure, which was
silent as to how the engine shaft was arranged, whether
housi ng had a surface facing the cab and the vertica
position of the engine. Insofar as the appellants
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sought to find a basis for the added features in the
drawi ngs, they fell foul of the stringent requirenents
set out in T 169/83 (supra).

Reasons for the Decision

3073.D

The appeal conplies with the formal requirenents of
Articles 106 to 108 and Rules 1(1) and 64 EPC. It is
t heref ore adm ssi bl e.

O the various objections of added subject-matter

rai sed against claiml1l of the nmain request one concerns
a feature which was present in the granted claim

form ng the basis for an objection originally under
Article 100(c) EPC. It is therefore convenient to start
wWith this objection, which concerns the requirenent
that the shaft of the internal conbustion engine is
parallel to the longitudinal axis of the truck.

I n paragraph 3, page 3 of the original application
there is a reference to a "l ongitudinally-extending

i nternal conbustion engine.” There is no nmention of a
shaft, but the respondents do not dispute that the
engi ne i nvol ved nust have one. Wat they do dispute is
t hat anything can be derived fromthe reference quoted
above or fromthe draw ngs which can be considered as a
di scl osure of how the shaft is aligned. The Board
cannot agree. The person skilled in the art will be
well aware of the two possibilities of the |ongitudina
and transverse arrangenent of an internal conbustion
engine in a vehicle, both of which terns are directed
to the engine shaft rather than anything else. He w |
thus already understand the reference in the origina
appl i cation, as quoted above, as neaning that the
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engi ne shaft when seen in plan viewis parallel to the
| ongi tudi nal axis of the truck. The Qpposition D vision
appears to have agreed with that assessnent in the

cont ested deci sion, but understood the reference in the
claimto the "longitudinal axis of the truck" as
nmeaning a single line in space and argued that the
shaft of the engi ne when seen in side view would not
necessarily extend parallel to that line. In the
particul ar circunstances the Board is however convinced
that "longitudi nal axis" would be seen by the person
skilled in the art as referring to a vertical plane
rather than a single line, so that the Iine of
reasoni ng adapted by the Opposition Division does not
hol d good.

The remai nder of the objections to the claimof the
mai n request concerns anendnents made to distinguish
the subject-matter clained fromthe cited prior art. In
general, the features concerned have been attacked from
both the view point of addition of subject-matter as
wel |l as of lack of clarity, the enphasis between these
two aspects shifting fromfeatures to feature and

bet ween t he respondents.

The first feature requiring attention is the

requi renent that the cab be situated at "an easily
accessi ble low position on the truck”. The Board can
find no support in the docunment D1 or the

"Hercul es H2t" brochure for the contention of the
appel l ants that this requirenent woul d have a clear and
obj ective neaning for the person skilled in the art,
nanely that the floor of the cab would |lie below a

pl ane tangent to the top of the wheels and that the

di stance fromthis plane to the ground is nore than the
di stance between it and a horizontal plane tangent to
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the top of the steering wheel. In the absence of any
unanbi guous neani ng whi ch can be attached to the
relative terns "easily accessible" and "l ow position"
they are inappropriate for clearly defining the matter
for which protection is sought, as required by
Article 84 EPC

Since this aspect of the claimaccording to the main
request is already objectionable for lack of clarity,
there is no need here to go further into the question
of the extent to which the inplied requirenents
concerning the position of the floor of the cab and the
steering wheel can actually be derived fromthe

origi nal disclosure.

I n paragraph 3, page 3 of the original application it
Is stated that there is a housing for the engi ne which
Is positioned at a distance fromthe cab so as to
define with the cab a space which is at |east as w de
as the lifting arm In the claimunder consideration it
Is stated in this context that "facing surfaces of the
housi ng and of the cab define the two side walls of a

| ongi tudi nal channel - shaped space. The respondents
object to this statenent since in their viewit is not
originally disclosed that the housing has a surface
facing a surface of the cab. It is indeed true that
there is no corresponding literal disclosure and that
the various views of the truck in the drawi ngs are not
such as to allow any conclusions to be drawn in this
respect. Nevertheless in the opinion of the Board, it
IS in the circunstances inherent to the neaning of the
term "housi ng" that this surrounds the top and both

si des of the engine, so that the surface in question is
inplicitly disclosed to the person skilled in the art.
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In the sentence bridging pages 3 and 4 of the origina
application it is stated that the axis of the
articulation pin of the lifting armis situated at a

| oner level than the line of sight of the operator
working in the cab. This provides direct support for
the equivalent statenent in the claimthat the
articulation axis "is situated bel ow the horizont al

pl ane of view of the operator seated in the driving
cab”". Thus the only objection to this feature of

rel evance is that of lack of clarity, argued by the
respondents on the basis that the horizontal plane of
view of the operator was indeterm nate and not being a
feature of the truck itself was inherently unsuitable
for defining it. In the opinion of the Board however
there are appropriate circunstances in which a feature
of a machine can be properly defined by reference to
the normal working position of the operator, or, as in
this case, of a part of the operator. In the present
case the cab in question will be designed having regard
to conventional ergononetric considerations and with
reference to a driver of standard proportions so that
the latter's notional horizontal plane of viewwl| be
readily determ nable within close limts. Thus this
feature does not offend against Article 84 EPC

The sentence of the original description nentioned in

t he precedi ng paragraph al so provides a proper basis
for the requirenent of the claimthat when the lifting
armis inits |owernost position there is no
interference fromthe lifting armwith a conplete
circular visibility in the horizontal plane of view of
the operator. For the reasons expl ai ned above the Board
is also of the opinion that this feature of the claim
is not inherently unclear. As for the final statenent
inthe claimthat "interference with the visibility to
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the rear and | ateral areas is mnimsed" the Board
accepts the criticismof the respondents that this is
relative and therefore not suitable a feature for

di stinguishing the clained truck fromthe prior art. On
the other hand it should be seen nerely as an

I ndication of the effect which is intended to be

achi eved by the technical features stated in the claim
and does not lead in its own right to any further |ack
of clarity in the sense of Article 84 EPC

The description of the original application contains no
i nformati on about the internal conbustion engine of the
truck apart fromthat it extends longitudinally, is

| ocated in a housing and has a vertical (Figures 1 to
3) or inclined (Figures 4 and 5) exhaust pipe. The
schematic outline of the engine is shown in dashed
lines in the side, front and top views of the first
enbodi nent of truck illustrated in Figures 1 to 3. The
outline of an engine of sonewhat different formis
shown in the side view of the second enbodi nent of
truck illustrated in Figure 4.

It is fromthese drawi ngs that the appellants seek to
derive the feature added to the claimthat the "major
portion of the height of the engine contained in said
housing is situated bel ow a pl ane tangent to the top of
the wheel s". Now, as established in decision T 169/ 83
(supra), although it is in principle permssible to
incorporate into a claima feature only found in the
drawi ngs of the original application, this feature nust
be clearly, unm stakably and fully derivable fromthe
drawings in ternms of structure and function by the
person skilled in the art and so relatable by himto
the content of the description as a whole to be

mani festly part of the invention. These conditions are
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not met in the present case. The vertical |ocation of
the engine is at best only indirectly associated wth
the general aimof the invention to inprove the
visibility of the operator, it being the housing rather
than the engine which restricts lateral visibility.

Furt hernore, the Board has considerable reservations
about accepting the argunent of the appellants that the
"hei ght" of the engi ne should exclude fundanental
accessories such as the radiator visible in Figure 2
and be restricted to the nmain engi ne block. But even if
that argunent is accepted, thus allow ng the concl usion
that at least as illustrated in Figures 1 and 2
approximately two thirds of the height of the engine is
bel ow t he plane tangent to the top of the wheels, this
in itself cannot represent a sufficient basis for the

I ncorporation of the feature in question into the
claim Wat would be required in this respect is that
the person skilled in the art would clearly

unm st akeabl y recogni se fromthe drawi ngs, in the
context of the description as a whole, that |ocating
that engine with, in the generalised terns of the claim
"the major portion of its height", below the given

| evel was the deliberate result of technica

consi derations directed to the solution of the
techni cal probleminvolved. Gven in particular the
schematic nature of the illustration of the engi ne and
taking into account the other aspects referred to
above, this is however not the case.

Thus the inclusion of this feature into the clai mof
the main request constitutes an inadm ssible addition
of subject-matter in contravention of Article 123(2)
EPC.

A detail ed consideration of the various alternative
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fornmul ati ons and further anmendnents of the clains
according to the auxiliary requests i s unnecessary
since each of themincludes the inadm ssible addition
of subject-matter addressed in point 3.4 above, so that
at least for this reason the requests nust be refused.

O der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

S. Fabi ani S. Crane

3073.D



