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Summary of Facts and Submn ssions

1423.D

Eur opean Patent No. 0 510 083 (application
no. 91 903 041.1) was mnmintained in an anmended form by
an interlocutory decision of the opposition division.

The appel |l ant (opponent) filed an appeal against the
i nterlocutory deci sion.

Inits statenent of the grounds of appeal filed on

19 June 2000 the appellant first pointed at an error in
claim1 as maintained, consisting in the om ssion of a
feature.

The appellant further submtted that claim1l was

obj ectionabl e under Article 123(2) EPC and that the
subj ect-matter of independent clains 1 and 10 | acked an
i nventive step within the neaning of Article 56 EPC
having regard to a non confidential disclosure by an
engineer, M Fairlee, during his visit to the conpany
A dham Batteries in 1986 for a job interview In
support of this argunent, which had not been raised
during the opposition procedure, the appellant filed a
statutory declaration by M Fairlee and a series of
draw ngs which had all egedly been produced during the
I nterview.

In its response of 4 QOctober 2000 to the statenent of
the grounds of appeal, the respondent (patentee) denied
that the clains had been anended in contravention of
Article 123(2) EPC, and requested that M Fairlee's
statutory declaration be excluded fromthe proceedi ngs
for having been introduced | ate and because the all eged
public disclosure was not adequately substanti ated,
account being taken of the fact that it can be
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consi dered a matter of basic decency and is standard
enpl oynent practice that enpl oyees have an obligation
of confidentiality to their enployer and do not

di scl ose the contents of internal technical draw ngs
during job interviews wth conpani es conpeting agai nst
their enployer in the sane markets.

Fol | owi ng the respondent's request of 7 Decenber 2001
that the procedure be expedited since the existence of
the opposition significantly reduced patentee's ability
to licence the technol ogy, the Board on 8 February 2002
sumoned oral proceedings to be held on 7 May 2002.

In its communi cati on annexed to the sumons to attend
oral proceedings, the Board expressed its provisiona
view that, given the late filing of the argunents and
evi dence based on M Fairlee's interviewwth a
prospective enployer, it would first have to decide
whet her they shall be admtted into the procedure - and
the case consequently be remtted to the first instance
under Article 111(1) EPC to avoid the |oss of an

i nstance - or whether they shall be disregarded under
Article 114(2) EPC

The Board in this respect noted that the exact date of
the interview and the nanes and quality of the other
persons present had not been specified, that it had not
been established whether the technical content of the
al | eged di scl osure coul d have been fully understood by
t hose persons, and that despite the appellant's

subm ssion that the disclosure by M Fairl ee was non-
confidential, the drawings attached to M Fairlee's
statutory declaration all bore a nmention to the
contrary.
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The Board also indicated that it tended to agree to the
respondent's subm ssion that, according to genera

busi ness standards, internal information obtained
during a job interview froman applicant on sensitive
aspects of the operation of a conpetitor nust at | east
inplicitly be considered confidential, and that the
appel l ant did not denobnstrate that any information so
obt ai ned was actually nmade public by the
interviewer(s).

By |letter dated 21 February 2002 the appellant's
representative infornmed the Board that the appealing
conpany was in the process of being sold to a third
party. In order to ensure that the new proprietors have
proper tine to review their interests in the appea
proceedi ngs and to appoint a professiona

representative of their choosing, it was requested that
the oral proceedi ngs which were due to take place on

7 May 2002 be deferred by at |east three nonths.

In its response of 27 February 2002 the respondent
di sagreed to the requested postponenent and insisted
that the hearing be held on 7 May 2002 as schedul ed.

In a communi cati on dated 7 March 2002 the Board's
registry infornmed the parties that the appellant's
request for postponenent of the date of the ora
proceedi ngs was deni ed.

By letter dated 29 April 2002 the appellant's new
representative reiterated the request for postponenent
of the oral proceedings. It submtted that the new
owner only had a scanned few days in order to consider
all the prevailing issues in the case, appoint a

prof essional representative and enter new subm ssions.



VI .

1423.D

- 4 - T 0380/ 00

This was nowhere sufficient tinme to consider all the
very considerable materials anmassed during the
opposition proceedings or to properly prepare an
appeal .

Oral proceedi ngs where held as schedul ed on 7 May 2002.

The appel |l ant at the begi nning of the oral proceedings
agai n requested that they be deferred to a |later date
in case the Board considered the disclosure by

M Fairlee to have an i npact on the maintenance of the
patent in anended form The Board heard the parties
both on this issue and on the adm ssibility of the |ate
filed argunents and evidence in relation to the all eged
di scl osure by M Fairlee. After deliberation it
expressed its provisional view that the ora

proceedi ngs shoul d not be adjourned and that the

al | eged public disclosure should be disregarded.

The appellant thereafter did not reiterate its request
for postponenent of the oral proceedings, nor did it
further rely upon the alleged disclosure by M Fairl ee.

At the end of the oral proceedings, the appell ant
requested that the decision under appeal be set aside
and that the European patent be revoked.

The respondent for its part requested that the appea
be di sm ssed and that the patent be maintained on the
basis of a set of clains of which clains 1 and 10, the
only independent clains, filed with the |etter dated
28 February 2002, read as foll ows:

"1l. An automated nethod of naking a | ead-acid battery
cell assenbly conpri sing:
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provi di ng conpressi bl e separators, providing a
stack of individual positive battery plates (81, 98)
and a stack of individual negative battery plates (89,
93) and providing a battery cell container (28)
contai ning at | east one chanber of a size that requires
conpression of said cell assenbly prior to insertion
therein, characterised in that a cell assenbly zone
(38) is provided wherein said cell assenbly is
automatically sequentially established, introducing a
first individual positive or negative plate into the
assenbly zone (38), introducing said separator into
said assenbly zone (38) and positioning said separator
in surface-to surface adjacency with respect to said
first plate, introducing a second individual positive
or negative plate of a different polarity than the
first individual plate into said cell assenbly zone,
and positioning said second plate generally in surface
to-surface adjacency with respect to said internediate
separator on the opposite side fromsaid first
i ndi vidual plate, automatically conpressing the
assenbly of said plates and separator by acting upon it
by a conpression neans such that the conpressed cel
assenbly is aligned with the opening of said battery
cell container and automatically inserting said
assenbly into said battery cell container (28) by
acting upon said conpressed cell assenbly by a
reci procating neans which slides said cell assenbly
| aterally relative to said conpression neans into said
battery cell container, whereby said assenbly nmay be
created by sequential assenbly of the individua
conponents into said assenbly zone w thout internedi ate
storage."

"10. Apparatus for automated manufacture of a | ead-acid
battery i ncl uding:
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means for supplying individual positive plates
(81, 98), neans for supplying conpressible separators,
nmeans for supplying individual negative plates (83,
93), characterised in that assenbly neans (38) for
sequentially receiving said separator and said plates
and establishing an assenbly thereof is provided and
nmeans for positioning said assenbly neans (38) adjacent
to a battery cell container (28) and neans for
conpressing the assenbly of said separator and said
pl ates (40), said neans acting upon it such that the
conpressed cell assenbly is aligned wth the opening of
said battery cell container, and nmeans for
automatically inserting said assenbly into the battery
cell container (28) by using reciprocating insertion
means which slides said cell assenbly laterally
relative to said conpression neans, is provided."

The respondent al so requested a deci sion of
apportionnent of costs.

The argunents put forward by the appellant in support
of its requests can be sunmari sed as foll ows:

| ndependent claim1 was anmended by the inclusion at the
end of the claimof features stating that the assenbly
of plates and separator is acted upon by a conpression
nmeans and that the conpressed cell assenbly is acted
upon by a reciprocating neans. These features were

di scl osed expressis verbis in the application docunents
as originally filed, but only in conjunction with the
first enbodi nent which clearly does not fall within the
scope of claiml1l. Caim1l as anended therefore defines
a conbi nation of features which was not disclosed in
the application docunents as originally filed, in
contravention of the provisions of Article 123(2) EPC
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Moreover, whilst the original description of the other
enbodi nents al ways di scl osed the assenbly as being
first noved to the cell insertion station to be
conpressed there and then inserted, claiml in the
amended version now also allows for the conpression
being partially or totally perforned at a distant

| ocati on.

The original description also specified that the cel
assenbly is indexed to a particular position before
conpression, and that it is conpressed downwardly. The
present clainms do not however specify these features
and they thus define an unall owabl e generalisation of
the technical arrangenent originally disclosed.

| ndependent claim 10 as granted required that the
conpression and the insertion of the cell assenbly be
perfornmed by a single neans. The anended cl aim 10
however no | onger defines such double function since it
allows for the nmeans for conpressing being different
fromthe neans for inserting. It therefore extents the
scope of protection beyond the scope of the claimas
granted, in contravention of the provisions of Article
123(3) EPC.

The anended desi gnation of the subject-matter of
claim1l as an automated nethod of naking a | ead-acid
battery assenbly is also unclear, insofar as the nethod
i nvol ves steps in which a battery cell assenbly is
conpressed and inserted in a battery cell container.

Concerning the issue of inventive step, the opposition
di vision in the decision under appeal expressely stated
that claim1l as granted was not all owabl e because it

did not provide any clear definition of the sequence of
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operations and of the neans used for the conpression
and the insertion of the cell assenbly into the battery
cell container. This objection is still valid against
claim1 as anended, the subject-matter of which does
not in fact solve any technical problem

In any case, the clained subject-matter does not
i nvol ve an inventive step in the sense of Article 56
EPC, in view of the foll ow ng docunents

D1: US-A-4 351 106;

D5: GB-A-2 051 464; and

D6: The Battery Man, July 1986, pages 14, 16 and 17.

In particular, the skilled person starting fromthe
assenbly nethod of docunent D1, which does not use
conpressi bl e separators, and knowi ng for instance from
docunents D5 or D6 that battery cells nmay al so be

provi ded with conpressible separators would i medi ately
contenpl ate conpression of the cell assenblies before
insertion in the battery cell container, in the manner
set out in claim1.

The respondent in respect of the appellant's objections
under Article 123(2) EPC submtted that for the skilled
techni cal expert having experience in the assenbly of
battery cells, it is evident fromthe description of
the patent as originally filed that what nmatters is
sinply that the cell assenbly be aligned after
conpressi on. Wet her any specific indexing technique is
enpl oyed or whether conpression is achieved in an
upward or a downward direction is clearly of no

I nportance what soever.
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Concerning the appellant’'s objection agai nst

I ndependent claim 10 under Article 123(3) EPC, the
reference in claim1l0 as granted to neans for
conpressing the cell assenbly and inserting it into a
battery cell container was no nore than a linguistic
sinplification, which already enconpassed the
possibility of such nmeans conprising different
structures, each dedi cated to one of the specified

pur poses.

The respondent also submtted that the statenent in
claim1 that there is no internedi ate storage of the

i ndi vi dual conponents can reasonably be understood only
as neani ng that the manufacture of the cell assenbly is
a continuous process, no elenent or assenbly being
caused to wait at a storage |ocation before being
further processed. In that sense the enbodi nents

di sclosed in the patent all fell under the scope of the
cl ai ns.

In respect of the issue of the patentability of the
cl ai med subject-matter, the prior art in the file
nei t her disclosed nor even hinted at an autonmated
manuf act uri ng nethod which allowed to dispense with
manual conpression and insertion of cell assenblies
into a battery cell container.

Finally, the request for apportionnment of the costs in
the respondent’'s favour was justified by the fact that
t he appeal was based in substance only on a clearly
insufficiently substantiated and |late filed allegation
of public disclosure. The appeal proceedings could have
been avoi ded, had the appellant exercised all due care
when filing the opposition.
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Reasons for the Deci sion

1

1423.D

The appeal is adm ssible.

Procedural matters

Adm ssibility of the late filed argunents and evi dence
in respect of an alleged public disclosure by
M Fairl ee.

The appellant with its statement of the grounds of
appeal for the first tine relied on the disclosure of
technical features of the invention by M Fairlee
during a job interview

In respect of the circunstances of the disclosure the
statutory declaration by M Fairlee, filed with the
statenment of the grounds of appeal, only refers to the
year 1986, w thout any further precision, and it does
not identify the persons present at the interview

Al though M Fairlee in its declaration submts that he
was under no obligation to confidentiality, the
techni cal drawi ngs he submts to have shown at the
interview all bear the nention "This drawing is
confidential and may not be used in any nmanner
detrinental to O dham and Son". The draw ngs nunbered
10259 and 10261 are dated May 85 and June 85,
respectively, which suggests that they illustrate a
quite recent devel opnent of M Fairlee' s enployer.

The respondent convincingly submtted that according to
standard practice the persons present at the interview
on behalf of the prospective enployer would have felt
bound by an at least inplicit obligation of
confidentiality. The appellant did not with its
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statenment of the grounds of appeal provide any evidence
to the contrary, nor did it even seek to denonstrate
that information obtained by the interviewer(s) during
the interview was actually passed over to the genera
publi c.

In these circunstances, the Board considered that the
al | eged public disclosure by M Fairlee, as relied upon
| ate by the appellant in its statenment of the grounds
of appeal, is too poorly substantiated to justify that
the matter be further investigated, which incidentally
woul d have called for the case being remtted back to
the first instance to avoid a | oss of instance.

The subm ssions nade by the appellant in respect of
M Fairlee's job interview shall therefore be
di sregarded under Article 114(2) EPC.

Post ponenent of the oral proceedings

The appel |l ant both before and during the ora
proceedi ngs of 7 May 2002 requested that the ora
proceedi ngs be postponed on the ground that the owner
of the appealing conpany had changed and that the new
owner shoul d be given an appropriate opportunity to
review the opposition and appeal files, and also to
obtain any information fromM Fairlee which they
contended was required by the Board. This had not been
possi bl e because of the short tinme interval between the
change of owner, which becane effective only on

25 March 2002 and was foll owed by a phase of

di sorgani sati on conparable in effect of a situation of
bankruptcy preventing adequate consideration of the
matters involved in the present procedure.
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However, as is apparent in particular froma press

rel ease dated 7 January 2002 as filed by the respondent
wWthits letter of 27 February 2002, the change of
owner shi p had been agreed upon even before the Board

I ssued the sumons to oral proceedi ngs.

Accordingly, taking into account also the early request
by the respondent, as filed on 7 Decenber 2001, that
the prosecution of the appeal be expedited, the Board
at the oral proceedings of 7 May 2002 announced its
provi sional view that postponenent of the ora
proceedi ngs was not considered justified, which was not
chal | enged further by the appellant.

3. Conmpl i ance of the anmendnents brought to the patent with
the requirenents of Article 123(2) and (3) EPC

3.1 As conpared to claiml1 as originally filed claim1 now
specifies that the clainmed nethod is "automated" and
that conpressing of the assenbly of plates and
separator is also perforned "automatically". The
automatic character of the clainmed nethod was stressed
for instance in the |ast paragraph of page 9 of the
origi nal patent application as published under the PCT,
and in all the specific enbodi nents descri bed.

In addition, claiml1l now further specifies that
automati c conpression of the assenbly of plates and
separator is achieved "by acting upon it by a
conpressi on neans such that the conpressed cel

assenbly is aligned with the opening of said battery
cell container" and that insertion into the battery
cell container is achieved "by acting upon said
conpressed cell assenbly by a reciprocating neans which
slides said cell assenbly laterally relative to said

1423.D Y A
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conpression neans into said battery cell container”
These features were disclosed expressely in the
application as originally filed in conjunction with the
first enbodi ment described there (see page 31, line 15
to page 32, line 3).

The appellant in this respect submtted that this first
enbodi nent, in which the plates are cut froma

conti nuous length of battery plate stock, was not
covered by claim1 which was directed to the use of
plates froma stack of individual plates. The
respondent insisted that claim 1l actually covered such
a method using plates cut froma continuous |ength of
plate stock. In the Board's view at |east the third and
the fourth enbodi nents as originally disclosed (see
page 33, line 21 to page 43, |line 25) clearly enconpass
t he manufacturing of cell assenblies from stacks of

i ndi vidual battery plates. Concerning the conpression
and insertion of the cell assenblies into the cel
container, the original description in relation to

t hese enbodi nents explicitely refers to the arrangenent
di scl osed earlier in relation to the previous

enbodi nents (see page 42, lines 23 to 25). The third
and the fourth enbodinents as originally disclosed thus
provi de an adequate support for the amendnents brought
to claim1l.

The appel |l ant submitted that further details of the
conpression arrangenent as originally disclosed, in
particul ar the indexation of the cell assenbly at the
cell conpression station and the downward direction of
t he conpressi on neans, should al so have been taken up
into claiml1l. The Board in this respect, however,
concurs with the respondent's view that various options
are obviously available for the positioning of the cel
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assenbly at any stage of the manufacturing process and
for the direction of conpression, anong which the
skill ed person can select in accordance with the
circunstances of a particular application. The
description as originally filed does not conprise any
suggestion that the specific indexing arrangenent and
conpression direction disclosed there would be
essential nor even particularly reconmended, and the
skill ed person cannot reasonably be considered to have
under stood that they were so.

Thus, claim 1l as granted was anended only by the
addition of features adequately supported by the
application docunents as originally filed.

The sanme concl usion applies to i ndependent claim 10,
whi ch was anended by the inclusion of substantially
equi val ent features.

The appel l ant subm tted that the anendnments brought to
claim 10 of fended agai nst the provisions of Article
123(3) EPC. In its view, claim10 as granted by
referring to "neans for conpressing ... and
automatically inserting” required the conpression and

i nsertion being perforned by the sane structure, whil st
the expression "neans for conpressing ... and neans for
automatically inserting” in claim10 as anended no

| onger required a single neans to performa double
function.

The Board, however, concurs with the respondent's view
that claim 10 as granted al ready enconpassed the
possibility of the neans for conpressing and inserting"
conprising different structural elenents, each

dedi cated to one of the two functions, as is clearly
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disclosed in all the enbodi nents described in the
specification. The scope of this claimtherefore was
not extended.

3.3 The dependent clains and the description of the patent
as granted renai ned unanended.

3.4 For these reasons, the anendnents brought to the patent
i n accordance with the respondent's request neet the
requi renents of Article 123(2) and (3) EPC

4. Clarity of the clains and their support by description

In the course of the oral proceedi ngs the appell ant
submtted that claiml |acked clarity insofar as its
subj ect-matter was designated as a nethod of naking a
battery cell assenbly, whilst it conprised steps in
whi ch such cell assenbly was actually conpressed and
inserted into a container, rather than being
manuf act ured. The appel |l ant al so contended that none of
t he enbodi nents disclosed in the patent were actually
covered by claim1l1, since they all involved

i nternedi ate storage of the individual conponents

bef ore they were processed.

These obj ections do not arise fromthe anendnents
brought to claim 1l and they cannot therefore constitute
valid grounds for opposition under Article 100 EPC.

These objections are also clearly unfounded. Caim1l
defines a nethod of manufacturing a | ead-acid battery
cell assenbly, in which conpression and insertion of
sub-assenblies fornmed of plates and separator only
constitute internedi ate processing steps. Mreover, al
t he enbodi nents disclosed in the specification involve

1423.D Y A
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sequenti al assenbly of individual cell conponents in a
conti nuous manufacturing process, W thout substantia
interruption of the processing flow nor actual storage
of sub-assenblies before they are finally assenbl ed.

Novel ty

Docunment D1 di scl oses an automated net hod of nmaking a

| ead-acid battery in which a stack of battery pl ates,
whi ch does not conprise any conpressi ble separator, is
inserted into an enpty battery container 72 by a

reci procating neans 87 (see Figure 2 and colum 5, |ine
61 to colum 6, line 14). The nethod and apparat us

di scl osed i n docunent D1 does not involve conpression
of any battery cell assenbly.

Docunents D5 and D6 provi de evidence that battery cells
conprising conpressible separators were known at the
date of the patent, but they do not disclose or suggest
any method or apparatus for their autonated assenbly.

The remai ni ng docunents on the file do not cone cl oser
to the clained subject-matter, which therefore is novel
within the nmeaning of Article 54 EPC.

I nventive step

The parties agreed to consider docunent D1 as
di scl osing the cl osest prior art.

The cl ai ned net hod and apparatus are distinguished from
this prior art essentially by the features directed to
the automatic conpression of the cell assenbly so that
it is aligned with the opening of the battery cel
container and to the sliding of the cell assenbly



1423.D

- 17 - T 0380/ 00

| aterally relative to that conpression neans into that
battery cell contai ner.

The Board agrees with the appellant to consider that
the formul ation of the technical problem solved by
these features, which is to allow for the automated
insertion of a cell assenbly conprising conpressible
separators in a cell container, does not in itself
provi de any positive contribution to inventive step. As
a matter of fact, conpressible cells being known per
se, it is no nore than a normal endeavour for the
skilled person to strive at designing nmethods and
apparatuses for their automated assenbly.

However, the Board cannot endorse the appellant's view
that the clained features, in particular the sliding of
the conpressed cell assenbly laterally relative to the
conpressi on neans, are obvious.

In particular, the nmethod and apparatus of docunent D1
clearly call for the battery cell exhibiting dinensions
so as to fit into the cell contai ner when acted upon by
the reciprocating neans. The skilled person coul d
easily realize that the very sanme technique m ght stil
be used with battery cells conprising conpressible
separators, provided these were sinply conpressed

bef orehand and nai ntained in a conpressed state, e.g.
by nmeans of fixing clanps or strips. The so nmintai ned
cell assenblies could then be freely inserted into a
cell container using the sanme reciprocating neans as

di scl osed in docunent D1 for the insertion of a non-
conpressed cell assenbly.

Mor eover, the clained techni que cannot nerely be
considered as a straightforward automati sati on of a
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manual procedure. In such manual procedure, the cel
assenbly woul d be conpressed by hand and, whilst so

mai nt ai ned, directly engaged into the opening of the
cell container. Straightforward autonatisation of this
procedure would at best result in a clanping tool being
used both to conpress the cell assenbly and to nove it
towards and engage it with the opening of the cel
cont ai ner. Such procedure woul d not however result in

| ateral sliding of the cell assenbly relative to the
conpression neans as is set out in independent clains 1
and 10.

The appell ant did not show, nor even contend, that the
claimed insertion procedure was known already for the
insertion of different conpressible elenents, and that
the skilled person would have applied it in an obvious
way al so to the manufacture of conpressible battery
cells.

For these reasons, and taking into due account also the
fact that the prior art is devoid of any disclosure of
a fully automated procedure for inserting a
conpressible cell-assenbly into a cell container, the
board is satisfied that the subject-mtter of

I ndependent clains 1 and 10 invol ves an inventive step
within the neaning of Article 56 EPC

Apportionnent of costs

According to Article 104 EPC each party to the
proceedi ngs shall neet the costs it has incurred,

unl ess a different apportionnent of costs during taking
of evidence or in oral proceedings is ordered for
reasons of equity.
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In the present circunstances, the Board notes that
besides the late filed subm ssions relating to

M Fairlee's alleged public disclosure, on which the
respondent bases its request for apportionnent of the
costs, the statenent of the grounds of appeal also

i nvoked an objection under Article 123(2) EPC and it
further pointed at an obvious m stake in the version of
t he anended cl ai ns as mai ntai ned by the opposition

di vi sion, which did not correspond to what had actually
been deci ded.

The appellant's subm ssions in respect of the objection
under Article 123(2) EPC cannot be consi dered
unreasonabl e, even if they could not convince the
Board. The respondent also inplicitly admtted the
correctness of the appellant's point that the version
of claim1l as proposed for grant by the opposition

di vi sion was erroneous, and it actually took the
opportunity of the appeal to redress this error by
filing new cl ains which have been di scussed with
reference to novelty and inventive step at the ora

pr oceedi ngs.

Accordingly, the Board sees no reason to depart from
the general principle laid down in Article 104 EPC t hat
each party shall neet the costs it has incurred.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

1423.D Y A
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2. The case is remtted to the opposition division with
the order to maintain the patent in anmended formon the
basis of clains 1 and 10 filed with the respondent's
| etter dated 28 February 2002 and clains 2 to 9 and 11
to 16, description and drawi ngs as in the patent
speci fication.

3. The respondent's request of apportionnment of costs is
rej ect ed.

The Regi strar: The Chai r man:

P. Martorana E. Turrini
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