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Summary of Facts and Submn ssions

1449.D

The appel | ant (opponent) | odged an appeal against the

deci sion of the Opposition Division to maintain anended
t he European patent No. 0 292 246.

Opposi tion had been fil ed against the patent as a whol e

based on Article 100(a) EPC (lack of inventive step).

The Qpposition Division held that the ground of

opposition according to Article 100(a) EPC did not

prejudi ce the mai ntenance of the patent as anended.

The Qpposition Division referred to the foll ow ng

docunent s:

Dl1: US-A-3 425 467

D2: GB-A-856 276

D3: US-A-2 884 031

D4: Brochure concerning Sandvi k cutter
D5: DE-C 824 257

D6: DE-C 286 152

D7: DE-C 286 734

D8: DE-C 301 957

D9: DE-C 302 102

In addition they referred to a cutter produced and sold
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by Sandvi k and hereinafter referred to as the "Sandvik
cutter" prior use

L1l In his grounds of appeal the appellant further referred
to the foll ow ng docunents:

D10: DD-C-20 418

Dl11: FR-A-1 332 584

| V. On 7 May 2002 oral proceedings took place before the
Board of Appeal

The appel | ant requested that the decision be set aside
and the patent revoked. In addition, the appellant
requested that two witnesses be heard, that experts be
heard, that a nunber of questions be sent to the

Enl arged Board of Appeal, that the case be remtted to
the first instance because of a procedural violation,
and that the appeal fee be reinbursed.

The respondent (patent proprietor) requested that the
appeal be di sm ssed.

V. Wth regards to the questions to be sent to the
Enl arged Board of Appeal a first set of two questions
concerned the right to be heard and Rule 68(2) EPC. The
questions were essentially worded as foll ows:

1. Does a change of problem by an Opposition Division
Wi t hout warning contravene a party's right to be

hear d?

2. Does it offend agai nst Rule 68(2) EPC when the
Qpposition Division does not explaininits

1449.D Y A
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deci sion why it changed the probl enf

A second set of questions concerned the hearing of
experts under Article 117(1)(e) EPC. They were
essentially worded as foll ows:

1. Is expert evidence in the sense of
Article 117(1)(e) EPC to be understood as evidence
provi ded by the parties or is it exclusively
expert evidence comm ssioned by the European
Patent O fice?

2. Is it the duty of the parties to opposition
proceedi ngs thensel ves to i nformthe European
Patent O fice of the nane of an expert w thout
being previously invited to do so in accordance
with Rule 72(1) EPC?

A third set of questions concerned an all eged

requi renent for instances of the European Patent O fice
to exam ne evidence under Articles 113 and 117 EPC.
They were essentially worded as foll ows:

1. Is an organ of the European Patent O fice required
to convince itself of the relevance of offered
evi dence before it accepts or rejects the
evi dence?

2. Under which circunstances can an exam nation as to
the rel evance of evidence be di spensed w th?

3. Does the refusal of an Qpposition Division to
consider tinmely presented evidence contravene the
rights of a party to choose its neans of evidence
and its right to be heard?
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The singl e independent claimof the request mmintained
by the Opposition D vision reads as foll ows:

"1l. Arotary cutter adapted to be nounted on a spindle
of a rotary hand tool, said cutter conprising in
conbination a circular rigid nenber (3) adapted for
nmounting coaxially on the tool spindle to rotate
therewith; a plurality of spaced cutting teeth (7)
arranged in a single row about the periphery of the
menber (3), integral therewth, each said cutting tooth
(7) having a transverse cutting edge (8) extending in a
direction transverse to the plane of tooth rotation to
performcutting in response to novenent of the rotating
cutter in a direction radially of the plane of tooth
rotation, and each cutting tooth (7) having a radia
cutting edge (9) extending in a direction generally
radial to the plane of tooth rotation to perform
cutting in response to novenent of the rotating cutter
in the direction normal to the plane of tooth rotation,
the transverse cutting edges (8) of successive cutting
teeth (7) projecting alternately towards opposite sides
at the periphery of said rigid nenber (3) and wherein
each cutting tooth (7) is relieved rearward of the
respective transverse and radi al cutting edges (8,9)
and there are provided, integral with and arranged in a
single row together with said teeth (7) about the

peri phery of the rigid nenber (3), a plurality of rigid
depth control projections (12), one |ocated in advance
of each cutting tooth (7) in respect to the direction
of tooth rotation, the radial extent of each projection
(12) being less than that of the transverse cutting
edge (8) it precedes, whereby the difference
therebetween in radial extent limts the depth of cut
of said transverse cutting edge (8), each said
projection (12) having a portion (15) thereof spaced in
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the direction normal to the plane of tooth rotation,
fromthe radial cutting edge (9) it precedes, whereby
the extent of said spacing controls the depth of cut of
said radial cutting edge (9),

characterised in that

(a) the depth control projections (12) which precede
the respective teeth are offset alternately with
respect to one another in the direction normal to the
pl ane of tooth rotation and (b) the rigid nenber (3) is
of re-entrant dish shape, whereby the cutter may
effectively cut sinmultaneously both in the direction
radially of the plane of tooth rotation and in the
direction normal to said plane of tooth rotation, with
cutting depth being controlled in both cutting
directions so that the tool is adapted for use in the
wasting and shapi ng of wood to produce a sinple or
conmpounded curved surface.”

The appel l ant essentially argued in witten and ora
proceedi ngs as foll ows:

The scope of the clains under Articles 84 and 69(1) EPC
depends upon the technical problemto be solved. The
techni cal problem on which the Opposition Division
based their decision is different to the problem stated
in the patent as granted. Myreover, this new technica
problemis incorrect and not covered by the original

di scl osure. This leads to a lack of clarity. Al so, the
feature that the rotary cutter is "adapted to be
nmounted” on a spindle is not clear. It is not clear to
which extent the cutter is adapted to be nounted on a
spi ndl e.

The anendnents to claim1l do not conformw th
Article 123(2) EPC. The technical problemused by the
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OQpposition Division is not supported in the description
and therefore offends against Article 123(2) EPC

The anmendnents to claim 1 extend the scope of
protection and thus do not conply with Article 123(3)
EPC. The anmendnent of claim 1 to change the wording "A
rotary cutter to be nounted" to "A rotary cutter
adapted to be nounted" extends the scope of protection
since the latter expression is broader. In particular,
the expression could include rotary cutters not
provided with a central hole for fitting on the
spindle. Al so, the change of problem by the Opposition
Division in their decision extends the scope of
protection. The problemto be solved by the invention
Is used by courts to determ ne the extent of protection
in accordance with Article 69(1) EPC and hence the
change extends the scope of protection.

The Qpposition Division has violated the right to be
heard of the appellant under Article 113(1) EPC since
the problemto be solved as set out in the their
deci si on was not nentioned beforehand. Mbreover, the

Di vision did not consider the evidence offered by the
appellant in the fromof w tnesses and experts. A party
has a free choice of the offered evidence which it
chooses and the refusal of the D vision to consider the
evi dence violated the appellant's right to be heard.

The deci sion of the Opposition Division contravenes
Rul e 68(2) EPC since the Division have not justified in
the grounds for their decision why the problem on which
the invention is based was changed by the Division in
their decision. Al so, the decision does not explain why
evi dence offered by the appell ant was ignored.
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In view of the serious violations of the appellant's
right to be heard a reinbursenent of the appeal fee
pursuant to Rule 67 EPC is appropriate.

The subject-matter of claim11 is obvious. The Sandvik
cutter discloses all the features of the preanbl e of
claim1l. In addition, it discloses the feature a) of
claiml. Feature b) of claim21 has no conbi natori al
effect wwth feature a), formng no nore than an
aggregation therewith. Mreover, feature b) is known in
the state of the art, in particular fromdocunents D6,
D7 and D8 wherein the feature ensures that the
attaching neans for the tool do not project. Docunents
D10 and D11 are introduced into the proceedings in
order to denonstrate that cutting tools having
transversal and radial cutting edges and depth contro
projections are known to the person skilled in the art.

The respondent essentially argued in witten and ora
proceedi ngs as foll ows:

The Sandvi k cutter, whilst disclosing many features of
claiml1l is not an appropriate starting point for a
skilled person as it is not a carving tool. The Sandvi k
cutter does not disclose feature a) of claiml as is
evident by inspection of the cutter. Feature b) of
claim1l inproves the control and stability as it
renders the cutter nore rigid. The docunents D10 and
D11 i ntroduced by the appellant do not bring anything
nore as the existence of depth limters having the sane
shape as their respective teeth is already acknow edged
in the patent in suit. Docunents D10 and D11 concern
teeth for chain saws. There is no hint that the

t eachi ng of these docunents could be applied to a
carving tool.
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The word "adapted" as introduced into claiml is a
clarification which has no effect on the scope of the
claim There is therefore no offence agai nst

Articles 84 or 123(2)(3) EPC.

The new obj ective problemused by the Qpposition
Division is based on the original disclosure, see in
particular, colum 1, lines 3 to 27, colum 2, lines 12
to colum 3, line 4. The new problemis hence
consistent with the originally file specification.
There is therefore no conflict wwth Articles 84 or
113(1), or Rule 68(2) EPC. The change is therefore

al | owabl e.

Reasons for the Deci sion

1.1

1449.D

Procedural matters

Request to hear w tnesses

The appel |l ant requested that a witness, M. Buchhol z,
shoul d be heard. M. Buchholz would testify that chain
saws had been used for carving and that they had depth
limters which were offset alternatively. However, the
respondent had already admtted that chain saws are
used for wood carving (see colum 1, lines 6 to 9 of
the patent in suit). Also, teeth for chain saw w th
depth limters which are alternately offset are known
from docunent D11. It was not therefore necessary to
hear this w tness.

The appel l ant al so requested that a witness, M.
DuRRBl er, should be heard. M. DufRl er woul d di scuss the
Sandvi k cutter. The cutter however coul d be consi dered
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wi t hout M. Duf3l er and no indication was given of any
contribution that M. Dul3l er could nmake to the
proceedings. It was not therefore necessary to hear
this witness.

Requests for expert evidence

The expert Professor Ettel

The appel l ant requested that this expert be called to
show that the depth limters of the Sandvik cutter were
of fset alternately. However, the depth limters of the
Sandvi k cutter were investigated visually and tactilely
by the Board. The Board canme to the concl usion that
there was no doubt whatsoever that the depth limters
were not offset at all and hence not offset

alternately. Gven this clear situation the offered
expert could do nothing but confirmthese facts. The
appel l ant gave no indication as to how the expert could
show sonmething different. It was not therefore
necessary for this expert to be heard.

Unnaned experts

The appellant 'offered as evidence expert opinion on a
nunber of matters. The appell ant w shed that the Board
shoul d find and appoi nt an expert in accordance with
Article 117(1)(e) EPC who woul d support aspects of the
case of the appellant. In general, the expert was
expected to testify to matters concerning the cited
docunents and prior used cutter. The matters concerned
technical interpretation of docunents and consideration
of how the Sandvi k cutter could work. In the opinion of
the Board an expert is only then necessary when the
Board does not consider itself in a position to decide



1.3

1449.D

- 10 - T 0375/ 00

upon a matter w thout technical assistance. As the
Board i ncludes two technically qualified nenbers such
cases wll be rare and will only occur in special

ci rcunst ances. Such special circunstances do not occur
in the present case which is a relatively sinple
nmechani cal case. Mdireover, it was open to the appell ant
for hinself to actively find the necessary evi dence.
The appel l ant has not done this. If the Board were to
be active in seeking experts to help the case of a
party then the Board could be open to an accusati on of
not acting inpartially. It is therefore neither
necessary nor desirable for the Board to obtain the
evi dence of an expert in this case.

Questions for the Enlarged Board of Appea

The appel | ant requested that a nunber of questions be
sent to the Enlarged Board of Appeal (see point V
above). The first set of questions concerning the
change of problem do not concern any question of
requiring the uniformapplication of the |aw or an

i nportant point of law as indicated in

Article 112(1)(a) EPC. Moreover, the decision of the
Board depends upon the facts of the case under

consi deration and therefore does not require an opinion
of the Enlarged Board of Appeal. The second set of
guestions concerning the calling of experts do not need
to be sent the Enlarged Board of Appeal as the answers
to these questions would not affect the outcone of the
present case. As indicated above, the opinion of the
experts was not required to decide the case. The third
set of questions concerning the exam nation of evidence
offered by a party also do not need to be sent the

Enl arged Board of Appeal as the answers to these
guestions also would not affect the outcone of the
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present case as indicated above.

Ri ght to be heard - change of problem

The appel |l ant considered his right to be heard to be
violated on the basis that the problem nentioned by the
Qpposition Division in their decision was different to
that discussed in the precedi ng proceedings. It nmay
first be noted that the objective problemwoul d appear
to be part of the argunents rather than grounds as
specified under Article 113(1). Mreover, the grounds
of the decision (see paragraph 6.7 of grounds)

i ndicated that the essential reason why, in the opinion
of the Qpposition Division, the subject-nmatter of
claim1 involved an inventive step was that the

conbi nation of distinguishing features was "w t hout
exanple in the prior art”. Since the appellant had
anpl e opportunity to convince the Qpposition Division
that the distinguishing features of claim1l were
obvious to the skilled person and had failed to do so,
a violation of his right to be heard can not be
ascert ai ned.

Right to be heard - witnesses and experts not called

According to the mnutes of the oral proceedi ngs before
the Qpposition Division the appellant requested
revocation of the patent for |lack of inventive step and
al so infringenent of Articles 123(3) and 84. The

appel lant at that point did not maintain his request
for the hearing of wtnesses. H's previous witten
requests nust be considered to be no | onger standing at
that point. In the oral proceedings the only reference
by the appellant to an expert was to prove that the
Sandvi k cutter has a radial cutting edge. This feature
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however is in the preanble of claim1 nmaking expert

evi dence superfluous. Thus, when the decision was taken
at the end of the oral proceedings the only request for
hearing a witness related to proving the presence of a
feature which was in the preanble of claiml1l. A
violation of the appellant's right to be heard cannot
be ascertained by the Board in this respect.

Contravention by the Opposition Division of Rule 68(2)
EPC

Rul e 68(2) EPC requires that decisions shall be
reasoned. The reasons allow a party affected to becone
aware of why a decision was taken in a particul ar
direction. The party is then able to consi der whether,
in view of the reasons, the decision is correct. An
expl anation of why a change was nmade in the problemis
not essential to a party wi shing to understand why a
deci sion was taken in a particular direction. Such an
expl anation woul d appear to be nore a statenent of the
evolution of the thinking of the Division. Wth regards
to the failure of the decision to nention the w tnesses
or experts that were offered it has al ready been
expl ai ned above that at the tine that the decision was
taken rel evant wi tnesses and experts were no | onger

of fered. The one expert which was nentioned in the

m nutes of the oral proceedi ngs woul d have only
confirmed a feature in the preanble of claim1l. Hence,
there was no reason to nmention the wtnesses or experts
in the witten decision. The Board cannot therefore
identify any contravention of Rule 68(2) EPC by the
Qpposi tion Division.

Request for reinbursenent of the appeal fee
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Since the appeal is not deened all owabl e the appeal fee
may not be reinbursed followng fromRule 67 EPC

2. Article 84

The clarity of claim1 has been attacked with respect
to the expression "adapted to be nounted” at the start
of the claimin the wording: "A rotary cutter adapted
to be nounted on a spindle". This expression is
conventionally understood to nean 'capabl e of being
nounted', i.e. having those features which allow the
cutter to be nmounted on a spindle. The Board concurs
Wi th the conventional understandi ng. The Board cannot
follow the argunent of the appellant that the anount of
adaption is unclear. The anmount of adaption is that
which is sufficient to allow the cutter to be nounted
on a spindle.

The Board is unable to follow the argunents of the
appellant with regards to the effect of Article 84 EPC
on the change of problem There has been no change of
problemin the description of the patent. Therefore
Article 84 EPC, even when considered in the |ight of
Article 69(1) EPC, cannot be affected since

Article 69(1) EPC together with its protocol refers
only the clains, description and drawi ngs. It does not
refer to a decision of an instance of the European
Patent O fice.

3. Article 123(2) EPC
The Board cannot agree with the argunents of the
appel l ant that the change of problemin the decision of

the Qpposition Division contravenes Article 123(2) EPC
This article is directed to anmendnents in the European

1449.D Y A
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pat ent application or European patent. In the present
case, the change of problemin the decision is not
however an anendnent of the patent since nothing in the
content of the patent specification has changed.

Article 123(3) EPC

The Board cannot follow the argunents of the appell ant
that the anmendnent from"A rotary cutter to be nounted"
to "Arotary cutter adapted to be nounted" extends the
scope of protection. As already indicated above the
expression "A rotary cutter adapted to be nobunted on a
spi ndl e" is conventionally understood to nean capabl e
of being nounted. The sane neaning is conventionally
given to the expression "A rotary cutter to be
nmounted”. In the opinion of the Board no difference in
nmeani ng can be seen in these expressions. As the two
expressi ons have the sane neaning there can be no
extension of the extent of protection.

Al so, the change of problemin the decision of the
Qpposition Division cannot |ead to an extension in the
scope of protection. As already indicated with respect
to Article 84 EPC, Article 69(1) and its protocol refer
only to the clains, description and drawi ngs. There is
therefore no basis in the Convention for a change in
the extent of protection based on a change of problem
in a decision of an instance of the European Patent
Ofice.

I nventive step

Cl osest prior art

The cl osest prior art is considered by the Board to be
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a chain saw as previously used for rough carving of
wood. This is acknow edged in the patent and was al so
consi dered by the appellant in the oral proceedings to
be the closest prior art. The preanble of claim1l is
based on the features disclosed in the Sandvik cutter.
However, the Sandvik cutter is a rotating blade which
is intended for cutting through the stens of bushes and
trees. As such the cutter cuts a groove through the
stem The Sandvik cutter, due to its blade-like form
and smal| teeth on the periphery, is unsuitable for
even rough carving of wood and hence does not provide a
pl ausi bl e starting point for the skilled person.

Problemto be sol ved

The problemto solved is to provide a carving tool that
can performpart of the renoval of wood usually done
with a chain saw and/or chisel, see colum 1, lines 24
to 27 of the patent as granted.

Solution to the problem

The problemis solved by a rotary cutter having the
features of claim1l. This problemis particularly

sol ved by the provision of teeth having radial cutting
edges in addition to transverse cutting edges, the
radi al cutting edges being alternately offset in a
direction normal to the rotation plane, depth contro
proj ections which precede the cutting teeth and have a
portion which is offset normal to the rotation plane to
control the depth of cut of the radial edges with the
of fsetting also being alternate, and by the cutter
having a re-entrant di sh-shape. This conbi nati on of
features allows the rotary cutter to cut in a
transverse direction. Also, due to its re-entrant dish
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shape the attachnment nmeans for the cutter to a spindle
carrying the cutter may be protected and the cutter nmay
be used to work curved fornms of scul pture which is
essential to function as a carving tool. The re-entrant
di sh shape strengthens the cutter in the direction
normal to the rotation plane thus making the device
nore suitable for transverse carving.

5.4 The solution to the problemis not obvious for the
foll ow ng reasons.

A skilled person considering the known chain saw or
chisel and wi shing to solve the problem woul d not

consi der the Sandvik cutter. The cutter, both fromthe
i nstructions on the acconpanying leaflet and fromits
form is clearly only intended and suitable for cutting
directly through bushes and snmall tree trunks. The

bl ade of the cutter is thin and the teeth are small
The teeth are offset normal to the rotation plane but
only to a small extent sufficient to create a groove
which will not produce friction on the blade as the

bl ade goes deeper into the groove. There are depth
limters. The depth limters function to limt the
depth of cut in the radial direction. The depth
limters would also |imt the depth of cut in the
direction normal to the rotation plane in as nmuch as
the smal|l offset nornmal to the rotation plane can
produce any cutting action in this direction.

In the opinion of the Board the depth [imters of the
Sandvik cutter are clearly not offset in a direction
normal to the rotation plane. This is easily confirned
visually and tactilely. Al so a photograph of the bl ade
in the docunent D4 indicates fromthe visible shading

1449.D Y A
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that there is no offsetting. The insistence of the
appel l ant of nmaintaining an opinion to the contrary and
his claimthat an expert w tness could support this
view are not credible.

Thus, even if the skilled person did consider the
Sandvi k cutter he would still be a long way fromthe

i nvention as clainmed. The Sandvi k cutter not only |acks
alternately offset depth limters, it is also not re-
entrant dish shaped. The skilled person woul d not
consider altering the shape of the Sandvik cutter since
then it would cease to function. If the cutter had any
shape other than flat it would be unable to cut a
groove through a stemof a bush or tree. Hence, the
skilled would not wi sh to change the shape of the
Sandvi k cutter.

The appel lant has referred to docunents D5 to D9 as
exanples of cutters with re-entrant di sh shapes.
However, those docunents disclose cutters for mlling
machi nes. Their dish shape provides a radially exterior
surface having cutting surfaces therein and the shape
of the exterior surfaces determ ning the shape of the
cut made in wood pieces applied to this exterior
surfaces. They are used, for instance, in producing
beadi ng. The skilled person woul d have no indication
fromthese docunents that a re-entrant dish shape can
be useful in a tool for carving wood to any desired
shape, as opposed to a shape determ ned by the shape of
the cutting tool.

The appel l ant has also referred to docunents D10 and
D11 as exanples of tools having alternately offset
depth limters. The Board first notes that both these
docunents refer to teeth for chain saws which are not

1449.D Y A
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rigid menbers for nounting on a spindle as in the
patent in suit. The Board is of the opinion that at

| east in docunent D11 there are disclosed depth
limters which are alternately offset in the manner
specified in claim1. These are visible in Figures 16
to 23. However, the Board considers that the skilled
person woul d not derive from docunent D11 a teaching to
provide this formof teeth in a rotary cutter capable
of carving. The purpose of the radial cutting edges and
their respective depth [imters in D11 is to define the
sides of a groove being cut in wod. This is visible in
Figure 7. The skilled person would therefore find no
teaching to help himsolve the problemof providing a
carving tool which nust be able to work on curved
surfaces.

The appel | ant has based his argunents starting fromthe
Sandvi k cutter. However, also starting fromthe Sandvik
cutter the Board is of the opinion that the subject-
matter of claim1l involves an inventive step. The
argunment of the appellant that the Sandvik cutter also
di scl oses the feature a) of claim1l concerning the
depth limters being offset alternately cannot be

foll owed by the Board for the reasons al ready stated
above. Also, the argunent of the appellant that the
skill ed person would provide the Sandvik cutter with a
re-entrant dish shape to protect the attachnent neans
to the spindle cannot be followed. As already explai ned
above the change in shape of the Sandvik cutter would
nmean that it can no | onger function as a cutter. The
thin shape of the cutter nmakes it only suitable for
cutting grooves and the shape change woul d make this
function inpossible. There is no reason for the skilled
person to alter the Sandvik cutter in such a way that

it would no longer fulfill its intended use.
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The further argunment of the appellant that there is no
conbi natorial effect of the features a) and b) of
claim1l cannot be followed by the Board. Feature a) is
necessary to allow safe cutting normal to the plane of
rotation of the rotary cutter. Feature b) provides a
strengthening in this nornmal direction and hence
provides a clear conbinatorial effect in addition to
the fact that both feature conbine to solve the problem
of providing a carving tool.

Therefore, the subject-matter of claim11 involves an
inventive step in the sense of Article 56 EPC

Or der

For these reasons it is decided that:

The Appeal is dism ssed.

The Regi strar: The Chai r man:

G Rauh A. Burkhart

1449.D



