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Summary of Facts and Subm ssi ons

2539.D

The opponent appeal ed the interlocutory decision of the

opposi tion division concerning nmai ntenance of European
patent No. 0 694 223 in anended form

The follow ng docunments were cited in the course of the
appeal :

D1:

which relates to a term nating tool consisting of
a wre insertion assenbly and a connector hol ding
assenbly, and conprises sub-docunents

Dla: a manual entitled "AW Stack Connect or

Tool i ng Manual "; and
Dlb: a draw ng No. 230 852 entitled "Assy. Tool,
AWP st ack";

which relates to a splicing tool consisting of a

connector and wire hol ding assenbly and a

connector pressing assenbly, and conprises sub-

docunent s

D2a: a signed statenent by M. Jorge Cesena of
AMP Espanola S. A including a photograph of
the AMP's booth at the EXPOTRONICA '92 in
Barcel ona in COctober 1992 (exhibit 1; D2al)
and a copy of a photograph displayed in said
booth (exhibit 2; D2a2);

D2b: two pages fromthe EXPOTRONI CA ' 92
cat al ogue;

D2c: a letter of M. Daniel Alvarez dated 3 March
1997;

D2d: instruction sheet 1S 10019-SP; and

D2e: a signed statement by M. Pedro Duran of AWMP
Espanola S. A including two pages of the
"AWP | ncor porated Annual Report 1992"
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(exhibit 3, D2el) and photographs of a hand
press tool (exhibit 4; D2e2);

D3: which relates to a hand crinping unit, and

conpri ses sub-docunents

D3a: two pages froma 3M nmanual entitled "9152-10
Hand Crinping Unit Operating Instructions”;
and

D3b: four pages froma 3M catal ogue entitled
"Scot ch Fernnel depr odukt e” bearing a date of
August 1991;

D4: an instruction bulletin entitled "3M 4255 Hand
Presser” bearing a date of Decenber 1984;

D5: US-A-3 885 287; and

D7: US-A-3 972 101.

Oral proceedi ngs took place before the board on
25 Sept enber 2002.

The appel | ant (opponent) requested that the decision
under appeal be set aside and the patent be revoked. It
dropped a fornmer request that the appeal fee be

rei mbur sed.

The respondent (patentee) requested that the patent be
mai ntai ned in anmended formin the foll ow ng version:
clainms 1 to 9 filed in the oral proceedings,
description, colums 1 and 2 filed in the oral

pr oceedi ngs,

description, colums 3 to 5, drawi ngs of the patent
speci fication.
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Claim1 reads as follows (differences with respect to
claiml1l as in the printed patent specification
underlined by the board):

"Atool for the termnation of a plurality of insulated
wires in an electrical connector, conprising a splice

head (24, 110) having a retaining body (26, 112), and a
pressi ng nenber (50, 134) acconmpdated by a housing (12,

102), said tool including attachnment neans (36, 38,

122, 124) for releasably attaching said housing (12,
102) to said splice head (24, 110), said pressing
menber (50, 134) cooperating with said connector
accommodat ed by said splice head (24, 110), a pivotally
supported, manually operable |ever (16, 106) which acts

on said pressing nmenber (50, 134) through transm ssion
means to nove said pressing nenber (50, 134) relative

to said housing in order to effect a predeterm ned

stroke of said pressing nenber, characterized in that
i ndependent from said transm ssion nmeans, said pressing
menber is adapted to be di splaced by nmeans (56, 58,

142, 136) affording displacenent in predeterm ned steps
relative to said splice head (24, 110) and said housing
(12, 102), so that said pressing nenber (50, 134) can
take different initial positions relative to said

housing (12, 102) before said predetermnm ned stroke

commences. "

Clains 2 to 9 are dependent upon claim1.

The argunents of the appellant can be summari sed as

fol |l ows:
As was apparent fromthe passages at colum 2, lines 17
to 21, and colum 4, lines 18 to 23, of the description

of the printed patent specification, claim1l, in order
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to be properly supported by the description, should
specify that the initial position of the pressing
menber is adapted to the actual height of the connector
used at any one tine. Furthernore, what was
accomodat ed by the housing was not clear fromthe
wor di ng of claim 1.

Clainms 7 and 8 offended Article 100(b) EPC as the
description did not provide support for anything el se
than teeth for displacing the splice head. Furthernore,
to be clear, clains 7 and 8 had to specify that the

di spl acenent neans di spl aced the splice head rel ative
to the housing.

Each of the tools described in D1, D3, D5 and D7 had
all the features of the preanble of claim1l. The tool

of D3, which was a forerunner of the invention, did not
provi de conpensation for the height of the connector.
However, the tool of D4 was concerned with the sane
problem as the patent in suit. The opposition division
consi dered that the upper jaw of the tool of D4, which
was di spl aceable in predeterm ned steps relative to the
housi ng of the tool, was a pressing nenber. Thus, D4
denonstrated that the solution of the problemwas to

di spl ace the pressing nenber relative to the housing.
There were only three possibilities to adjust the
relative positions of the pressing nmenber and the
splice head so as all ow use of connector nodul es of
different heights: either the pressing nenber or the
splice head or both had to be displaceable in steps
relatively to the tool housing. The tools of D1, D5 and
D7 adjusted the position of the splice head relative to
t he housi ng accommodati ng the pressing nenber without
changi ng the stroke of the pressing nenber. The tool of
D4 provided adjustnent of the position of the pressing
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menber relative to the housing, also w thout changing
the stroke of the tool. Therefore, it was obvious, in
vi ew of the teaching provided by D4, to adapt the tools
of D1, D5 or D7 so as to arrive at the subject-matter
of claim1l1l of the patent in suit.

The respondent argued substantially as foll ows:

It was not contested that the prior art disclosed neans
to change the spacing between a splice head and the
pressi ng nenber. However, in docunment D1 and ot her
references, the spacing between the housing
accommodating the pressing nenber and the splice head
could be changed, but not the initial position of the
pressing nenber with respect to the housing. The
opposed patent ainmed at allow ng adjustnment of the
initial position of the pressing nmenber w thout
alteration of the stroke performed by the pressing
menber. Neither D4 nor D1, D2 or the other docunents
made any suggestion to devel op the known devices in
this direction. In docunent D4, the splice head was not
rel easably attached to a housing of the tool.
Furthernore, in D4, the initial position of one of the
jaws of the tool could be adjusted by neans of a cam
however this adjustable jaw did not effect a stroke
relative to the housing of the tool. Docunent D7, as
docunent D1, described adjusting the position of a conb
base dependi ng on the thickness of the connector. Thus,
D7 did not go beyond docunent D1 or D4 and coul d not
change the conclusion that the subject-matter of
claim1 invol ved an inventive step.

Reason for the Deci sion

2539.D
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The appeal is adm ssible.

Arendnent s

Figures 1 to 4 and the description of the application
as originally filed, at page 4, line 29 to page 5,
line 26 and page 6, line 21 to page 7, line 14, show
that both the described enbodi ments of the invention
i ncl ude a housi ng accommodati ng a pressi ng nmenber and
that this housing is releasably attached to a splice
head conprising a retaining body.

Furthernore the passages at page 2, line 25 to page 3,
line 5; page 5, lines 27 to 37 and page 7, lines 3 to
25, of the description as originally filed indicate
that the tool of the invention includes transm ssion
means arranged to effect a predeterm ned stroke of the
pressing nenber relative to the housing and that the
pressing nmenber can take different initial positions
before said predeterm ned stroke commences.

The features added to claim1 are thus part of the
content of the application as filed.

None of the features included in claim1l as granted has
been del eted, so that present independent claim 1l does
not extend the protection conferred.

Claims 7 and 8 as originally filed already nentioned,
in general terns, displacenment neans on the splice
head. The dependent cl ains have further been anended to
inprove the clarity of their wording.

The description has been anended to nmake it consi stent
with present claiml.
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Thus, the anmendnents nade to the patent do not extend
beyond the content of the application as filed and do
not contravene Article 123(2) EPC.

Furthernore, present claim1 conprises all the features
that were included in claiml as granted, so that the
protection conferred has not been extended and

Article 123(3) EPC is not contravened.

Clarity and support by the description

Claim 1 defines a tool for the term nation of insulated
wires in an electrical connector and not a conbi nation
of the tool and a connector. The feature that the
initial positions of the pressing nenber are adapted to
t he height of the connector used at any one time is not
directed to the tool itself but rather to the

rel ati onship between the tool and the connector and
woul d therefore be unclear in a claimdefining the tool
itself. Thus, the board considers that it is not
appropriate to include this feature in claim1l, even if
it is supported by description.

Claim1 specifies clearly that the noveabl e pressing
menber is accommodated by a housing that can be

rel easably attached to the splice head. Wich further

el enents are possi bly accommodated by the housing is
not an essential feature of the invention and
therefore, in the view of the board, this does not need
to be specified in claim 1.

Claim 1l specifies that the splice head is rel easably
attached to the housing accommpdati ng the pressing
menber. In the view of the board, it is therefore
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inplicit that the displacenment nmeans of clains 7 and 8
concern the attachnment of the splice head to the
housi ng and thus the relative positions of splice head
and housing. It is furthernore apparent to the skilled
person that displacenment of the splice head relative to
t he housi ng can be achi eved by different neans.

Thus, the board considers that the clains neet the
requi renents of Article 84 EPC

State of the art and novelty

The respondent accepts that the content of docunents
Dla, Dib, D2a2, D2d, D2el, D2e2, D3a, D3b and D4 be
regarded as conprised in the state of the art.
Docunents D5 and D7 are patent docunents published
before the priority date of the patent in suit and
their whole content is also conprised in the state of
the art.

Novel ty of the subject-matter defined by present
claiml1 is not in dispute.

| nventive step

Docunent D7 discloses a tool having all the features
specified in the pre-characterising portion of claiml.
The splice head of docunent D7 conprises a nechani sm
permtting adjustnent, in predeterm ned steps, of the
position at which the housi ng accomodating the
noveabl e pressing nenber is attached to the splice
head. Thereby, the spacing between the retaining body
of the splice head and the pressing nenber can be

adj ust ed dependi ng on the height of the connector
accommodat ed on said retaining body. Thus, the pressing
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menber can take different initial positions with
respect to the splice head before the stroke commences.
However, the position of the pressing nenber relative
to the housing accommodating it renmains unchanged. The
predeterm ned stroke effected by the pressing nenber
upon actuation of a manually operable |ever also
remai ns unaffected, whatever the position at which the
housi ng accommdati ng the pressing nmenber is attached
to the splice head, which neans that the adjustnent of
the initial position of the pressing nenber is

i ndependent of the transm ssion neans whi ch noves the
pressi ng nenber upon actuation of the manually operable
| ever.

Thus, the subject-matter of claiml1l differs fromthe
prior art described in D7 in that the pressing nenber
is adapted to be displaced by neans affording

di spl acenent in predeterm ned steps relative to the
housi ng that can be rel easably attached to the splice
head and accommopdat es sai d pressing nenber, so that
sai d pressing nenber can take different initial
positions relative to said housing before the
predet erm ned stroke comrences.

This new feature of the invention allows one to

di spense with the adjustnment nmechani sm described in D7,
which is provided in the splice head, and thus permts
a sinplification of the splice head.

Docunents D1, D2 and D5 do not disclose different
initial positions of a pressing nenber with respect to
a housing that can be releasably attached to a splice
head and accommodat es the pressing nenber. Thus,
docunents D1, D2 and D5 do not go beyond docunent Drv.
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Docunment D4 shows a presser tool having a first, upper
jaw and a second, lower jaw, for crinping a connector

di sposed between the jaws. The position of the first
jaw relative to a housing of the tool can be adjusted
by means of a cam Actuation of a manually operable

| ever of the tool displaces the second jaw in the
direction of the first jaw to performcrinping. Thus,

t he second jaw, which is nmoved by the manual |y operable
| ever and therefore corresponds to the pressing nenber
of claiml1l of the patent in suit, does not take
different initial positions with respect to the housing
of the tool.

Docunment D3 shows a tool having a housing that can be
rel easably attached to a splice head and that
accommobdat es a pressing nenber. However, D3 does not
di scl ose di splacing the pressing nenber in
predeterm ned steps relative to the housing of the

t ool .

The docunents of the state of the art do not disclose
adjusting the initial position of the pressing nenber
relative to the housing accommodating it. The board
cones therefore to the conclusion that, even if the
appellant is correct in asserting there are only three
di fferent possible approaches for adjusting the initial
position of the pressing nenber, having regard to the
state of the art, the particular way specified in
claiml for providing said initial positions is not
obvious to the skilled person.

Thus, the invention defined in claiml1l of the patent in
suit can be considered as involving an inventive step
in the sense of Article 56 EPC
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Claims 2 to 9 depend on claim1 and, therefore, the
subj ect-matter defined by these clains can al so be
consi dered as involving an inventive step.

The board therefore considers that the anmended patent
and the invention to which it relates neet the
requi renents of the EPC.

For these reasons it is decided:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent as anended in the
foll owi ng version
claimse 1 to 9 filed in the oral proceedings,
description, colums 1 and 2 filed in the oral
pr oceedi ngs,
description, colums 3 to 5, drawi ngs of the patent
speci fication.

The Regi strar: The Chai r man:

D. Sauter W J. L. Wheeler

2539.D



