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Summary of Facts and Submn ssions
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The appeal lies fromthe Exam ning Division's decision,
di spat ched on 22 Cctober 1999, refusing European patent
application No. 94 900 633.2, published as

WO A- 94/ 12590, because the then pending set of 109
clainms contravened the requirenent of Article 123(2)
EPC and did not neet the requirenents of clarity and
conci seness according to Article 84 EPC

Caim1l underlying the contested decision read:

"1l. A nethod of reducing the concentration of ground
state nol ecul ar oxygen present in an atnosphere or
l'iquid, said nethod conprising the steps of:

(i) treating a solid phase conposition conprising a
source of labile hydrogen or electrons and at | east one
reduci bl e organi ¢ conpound, wi th predeterm ned
conditions so as to reduce the reducible organic
conpound to a reduced form oxidi zabl e by ground state

nol ecul ar oxygen; and

(i1i1) exposing the atnosphere or liquid to said treated
solid phase conposition such that at |east a portion of
the ground state nol ecul ar oxygen present in the

at nosphere or liquid is renoved through oxidation of
the reduced form of the organic conpound;

wherein the said nethod is characterised in that the
oxi dation of the reduced formof the organic conpound
occurs independently of each of constant illum nation
wth visible light and the presence of a transition
nmetal catalyst." (enphasis added)
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In particular, the Exam ning D vision was of the

opi nion that there was no support in the application as
filed for the features "ground state", "solid phase
conmposition” and "independently of ... constant
ilTumnation with visible light”" in daim1l and that
the features "predeterm ned conditions" and "reducible
organi ¢ conpound” as such and in conbi nation rendered
Claim1 unclear. Mreover, the Exam ning Division found
that the presence of two groups of clains directed to
the sanme subject nmatter contravened the requirenent of
Article 84 that the clains be concise.

Wth the statenment setting out the grounds of appea
dated 22 February 2000, the Appellant filed a set of
20 cl ains, of which the i ndependent cl ains read:

"1. A conposition for reducing the concentration of
nol ecul ar oxygen present in an atnosphere or |iquid,
sai d conposition conprising at | east one reducible
organi ¢ conpound which is reduced by irradiation with
light of a certain intensity or wavel ength, gamma-

i rradi ati on, corona di scharge, exposure to an el ectron
beam or application of heat to a reduced formof the
conpound whi ch is oxidizable by nol ecul ar oxygen,
wherei n the reduci bl e organic conpound is present in a
pol ynerised or oligonerised form and the reduction
and/ or subsequent oxidation of the reducible organic
compound occurs i ndependent of the presence of a
transition nmetal catalyst."”

"18. A polyneric filmconprising at | east one | ayer
conprising a conposition according to any one of the
precedi ng cl ains."”
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"19. A nultilayer polymeric filmconprising at |east
one | ayer conprising a conposition according to any one
of Clains 1 to 8, and at |east one other |ayer

conpri sing a scavengi ng conponent reactive towards an
acti vated oxygen species."

"20. A packaging material conprising a conposition
according to any one of Clainms 1 to 17 or a film
according to Claim118 or 19."

The Appellant, with express reference to decisions

T 139/87 (QJ EPO 1990,68) and T 47/90 (QJ EPO 1991
486), requested interlocutory revision on the basis of
the fresh clains nentioned under point |1l above and
asked that the application be remtted to the Exam ning
Di vi sions, so that accel erated exam nation could be
resunmed i nmediately. Only in the alternative he
requested that the Appeal Board sets aside the decision
under appeal .

As a first and second auxiliary request the Appellant
proposed sone anendnents to Caiml

Reasons for the Deci sion

1
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The appeal is adm ssible.

Mai n request

Article 123(2) EPC

As neither the feature "ground state" nor the features

"solid phase conposition” and "independently of
constant illumnnation with visible Iight" are present
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in any of the clains, the reason for refusing the
application because the requirenent of Article 123(2)
EPC is not fulfilled no | onger exists.

Moreover, the Board is satisfied that the clains are
not amended in that way that they contain subject
matt er extendi ng beyond the content of the application
as filed, namely:

- present Caim1l is a conbination of the features
described in Cainms 1, 3 and 11 as filed;

- present Claim2 is identical wth the wording of
Caim2 as fil ed;

- present Clainms 3 to 5 correspond to Clains 4 to 6
as filed respectively;

- present Claim6 is a conbination of the features
described in Clains 11, 12 and 13 as fil ed;

- present Clains 7 and 8 correspond to Clains 14
and 15 as fil ed;

- present Clainms 9 to 17 correspond to Clains 18
to 26 as filed respectively; and

- present Clains 18 to 20 correspond to Cains 30
to 32 respectively.

2.2. Carity
As it is specified in present Claim1l that the

reduci bl e organi c conpound is reduced by irradiation
with [ight of a certain intensity or wavel ength, ganma-

0937.D Y A
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irradi ati on, corona di scharge, exposure to an el ectron
beam or application of heat and as the term
"predeterm ned conditions" has been deleted fromthe
wording of Caim1l, the reason for refusing the
appl i cation because the requirenent of clarity
according to Article 84 EPCis not fulfilled, no | onger
exi sts.

Furthernore, since the set of clains does not contain
two groups of clains directed to the sane subject-
matter al so the reason for refusing the application
because the requirenment of conci seness according to
Article 84 EPCis not fulfilled, no | onger exists.

The Exam ning Division's reasons for refusing the
application have thus been renoved already by the nmain
request made with the statenent of the grounds for the
appeal and, therefore, the Appellant's request that the
deci si on under appeal be set aside is to be all owed.

Auxiliary requests

In the light of the above findings, there is no need to
consi der the auxiliary requests.

Request for interlocutory revision

The Board observes that in the present case, where the
Appel | ant had nade cl ear his endeavour to anmend the
clainms so that (accel erated) exam nation could be
resumed i medi ately after interlocutory revision of the
deci si on under appeal, and were all objections on which
the refusal of the application had been based were
actual ly renoved by the anendnents according to the
mai n request, rectification of the contested decision
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under Article 108 EPC woul d have been both possible and
appropriate (see the Case Law of the Boards of Appea

of the EPO third edition 1998, itemVIil.D. 12,
specifically nmentioning decisions T 139/87 and T 47/90
cited by the Appellant). It is pointed out, that
rectification under Article 108(1) EPC is nmandatory
("it shall rectify") and therefore inplies the duty of
the responsi bl e departnent to objectively and
diligently exam ne whether or not the appeal is

adm ssi bl e and wel | founded.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The matter is remtted to the first instance for
further prosecution on the basis of Clains 1 to 20
according to the main request, filed with the statenent
setting out the grounds of appeal dated 22 February

2000.
The Regi strar: The Chai r man:
N. Maslin A. Nuss
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