BESCHVWERDEKAMVERN  BOARDS OF APPEAL OF CHAMBRES DE RECOURS
DES EUROPAI SCHEN THE EUROPEAN PATENT DE L' OFFI CE EUROPEEN
PATENTAMI'S OFFI CE DES BREVETS

I nternal distribution code:
(A) [ ] Publication in QJ

(B) [ ] To Chairmen and Menbers
(O [X] To Chairnen

DECI SI ON
of 15 May 2001

Case Nunber: T 0291/00 - 3.2.1
Application Nunber: 93116048. 5
Publ i cati on Nunber: 0591908

| PC: B60T 1/06, B60K 17/ 04,

F16D 65/ 853
Language of the proceedi ngs: EN

Title of invention:
Transm ssion with integrated brake particularly for vehicles

Pat ent ee:
ZF FRI EDRI CHSHAFEN AG

Opponent :
Kordel Antriebstechni k GrbH

Headwor d:

Rel evant | egal provisions:
EPC Art. 55(c), 113(1), 117(1)(3)
EPC R 56(1), 67

Keywor d:
"Admi ssibility of opposition (yes)"
"Substantial procedural violation (yes)"

Deci sions cited:
T 0328/87, T 0142/97

Cat chword

EPA Form 3030 10.93



Europdisches European Office européen

o) Patentamt Patent Office des brevets

Beschwerdekammern Boards of Appeal Chambres de recours

Case Nunber: T 0291/00 - 3.2.1

DECI SI ON
of the Technical Board of Appeal 3.2.1
of 15 May 2001

Appel | ant : Kordel Antriebstechni k GrbH

(Opponent) Rodder 28
D- 48234 Dul men  (DE)

Represent ati ve: Ackmann, dinther, Dr.
Ackmann, Menges & Denski
Pat ent anwél t e
Postfach 10 01 01
D- 47001 Dui sburg (DE)

Respondent : ZF FRI EDRI CHSHAFEN AG
(Proprietor of the patent) Allnmannsweilerstrasse 25
D- 88038 Friedrichshafen (DE)

Deci si on under appeal : Deci sion of the Opposition Division of the
Eur opean Patent O fice posted 10 February 2000
rejecting the opposition filed agai nst European
patent No. 0 591 908 pursuant to Rule 56(1) EPC.

Conposition of the Board:

Chai r man: F. GQunbel
Menber s: S. Crane
G Weiss



- 1- T 0291/ 00

Summary of Facts and Submn ssions
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Eur opean patent No. 0 591 908 was granted on 11 June
1997 on the basis of European patent application
No. 93 116 048.5.

Caim1l of the granted patent reads as foll ows:

"Transm ssion with integrated brake particularly for
vehicles, conprising, in an oil bath inside a
cont ai nnent and support casing (10), an epicyclic
reduction unit (14) which is kinematically connectabl e
to a drive unit (15) by neans of at |east two gears
(16,17), of which the driven one (17) is coaxial to a
sun gear (19) of the reduction unit and is associ ated
therewith by neans of a splined coupling, a disk brake
(33) being arranged between said epicyclic reduction
unit and said driven gear, with at |east one first disk
(34) rigidly coupled to an internally toothed ring gear
(18) which is rigidly coupled to said contai nnment
casing and at | east one second disk (35) which is
rigidly coupled so as to rotate together with said
driven gear, said disk brake being associated with
axi al l'y novabl e packi ng pushers (39) for axially noving
the disks (34,35) of the disk brake into braking
contact, the transm ssion being characterized in that
the driven gear (17) is axially fixed such that it does
not nove in the axial direction.”

Dependent clains 2 to 18 relate to preferred
enbodi nents of the transm ssion according to claim 1.

The granted patent was opposed by the present
appel l ants on the ground that its subject-matter | acked
i nventive step (Article 100(a) EPC).
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In support of this objection the appellants stated in
the notice of opposition that early in 1991 they had
supplied nine transm ssion units according to workshop
drawi ng No. 00.00597.1 to the conpany Junghei nri ch,
GH & Co KG The transmi ssion unit involved differed
fromthat clained solely in the way the di sk brake was
arranged between the driven gear and the contai nnent
casing rather than between the driven gear and the
epicyclic reduction unit as stated in the preanbl e of
the claim Gven that the |atter arrangenent was known
fromDE-A-4 011 304, on which the preanbl e was based,
it would not have involved an inventive step to nodify
the prior used transm ssion unit in this sense.

As evidence for the alleged prior use the appellants
filed copies of the workshop drawi ng No. 00.0597.1, a
delivery note dated 30 January 1991 and a report of the
conpany Jungheinrei ch dated 8 March 1991 concer ni ng
test runs with the transm ssion units. They also filed
a sol emm declaration (eidesstattliche Erkl arung) of one
of their enployees, M Raue, concerning the workshop
drawi ng. In addition, for the case that the witten
evidence was held to be insufficient, they offered the
oral testinony of Mssrs Raue, Kordel (a director of the
appel l ants) and Bartels (of the conpany Junghei nreich).

In areply dated 19 August 1998 to the notice of
opposition the present respondents (proprietors of the
patent) requested that the opposition be rejected and
the patent nmintained unanended. In their viewthe

al l egation of prior use had not been sufficiently
proved. A further exchange of subm ssions took place
(letters of the appellant dated 24 Septenber 1998 and
18 January 1999, letter of the respondents dated

30 Novenber 1998). In the latter the respondents argued
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that the supply of the transmi ssion units to the
conpany Junghei nrei ch was covered by an inplicit
agreenent of confidentiality.

Wth a letter dated 17 February 1999 the respondents
made an auxiliary request for oral proceedings and with
a letter dated 6 Decenber 1999 the appell ants requested
that the date for the oral proceedings be set.

On 10 February 2000 the Qpposition Division posted its
decision rejecting the opposition as inadm ssi bl e under
Rul e 56(1) EPC.

The reason given for the decision was that the notice
of opposition did not neet the requirenents of

Rul e 55(c) EPC, in particular because it provided an
insufficient indication of the facts, evidence and
argunents presented. On the evidence avail able the
Qpposition Division took the view that there had been
no public prior use of the transm ssion units involved,
t hese havi ng been supplied under inplied conditions of
confidentiality.

A notice of appeal against this decision was filed on
20 March 2000, the fee for appeal having been paid
three days earlier. The statenent of grounds of appea
was received on 26 May 2000. The appel | ants requested
that the contested decision be set aside and the patent
revoked. They al so made an auxiliary request for ora

pr oceedi ngs.

Wth a reply dated 28 Septenber 2000 the respondents
request ed di sm ssal of the appeal, with ora
proceedi ngs requested as an auxiliary neasure.
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In a comruni cation posted on 9 March 2001 the Board
stated that in its prelimnary view the notice of
opposition net the requirenents of admssibility. It is
al so noted that the contested decision infringed
Article 113(1) EPC since it was based on a ground on
whi ch the appellants had had no opportunity to present
their comments and that the decision had been taken

wi t hout the requested oral proceedi ngs havi ng been

hel d.

In view of these circunstances the Board stated that it
intended to remt the case for further prosecution and
to rei nburse the appeal fee.

Wth letters dated 14 March 2001 and 20 March 2001
respectively the respondents and the appellants
withdrew their auxiliary requests for oral proceedings.
The appel lants also stated that they were in agreenent
with remttal of the case to the Opposition D vision

Reasons for the Decision

1020.D

The appeal conplies with the formal requirenents of
Articles 106 to 108 and Rules 1(1) and 64 EPC. It is
t heref ore adm ssi bl e.

The details given by the appellants in their notice of
opposition of the alleged prior use on which they
relied were sufficient to neet the "when, what and how
criteria established in decision T 328/87 (QJ EPO 1992,
701) and nentioned in the Guidelines for Exam nati on,
part D, chapter IV 1.2.2.1 (v). In particular, the

pi eces of witten evidence submtted by the appellants
provide prima facie support for their allegation that



1020.D

- 5 - T 0291/ 00

in 1991 they supplied by sale a nunber of transm ssion
units, constructed as shown in the workshop draw ngs
00.0597.1, to a third party. Indeed, that set of

ci rcunst ances as such has never been called into
question, either by the respondents or by the
Qpposition Division, which issued its decision wthout
havi ng made a substantive comuni cation to the parties.
What the respondents did dispute in the opposition
proceedi ngs was whet her the supply of the transm ssion
units nmade them available to the public in the sense of
Article 54(2) EPC, since in their viewan inplicit
agreenment of confidentiality between the appellants and
the third party could be assuned to exist. It nust be
noted however that this argunent was not at that stage
advanced by the respondents against the admssibility
of the opposition but against its substantive nerits,
which is where, in the opinion of the Board, it firmy
bel ongs. In any case, it is not clear to the Board how
the Opposition Division reached the conclusion it did
wi t hout being prepared to hear the wi tnesses offered by
the appellants in the notice of opposition, since these
W t nesses would clearly have been in a position to

of fer evidence not only on the structure of the

transm ssions supplied, as suggested by the Opposition
Di vision, but on all the circunstances surroundi ng the
sale (cf. T 142/97, Q) EPO 2000, 358).

As a corollary of the above it is apparent that at no
stage before the issue of the decision under appea
rejecting the opposition as inadm ssible had the
question of its adm ssibility been addressed. Thus the
deci si on was based on a ground on which the appellants
had had no opportunity to present their comments, in
contravention of Article 113(1) EPC. A further
contravention of the right of the appellants to be
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heard as provided for by Article 113(1) EPCis to be
seen in the fact that the decision was issued w thout
hol ding the oral proceedings as requested in the letter
of the appellants dated 6 Decenber 1999.

In this context the request in this letter to set a
date for oral proceedings ("den Termn fir eine
mindl i che Ver handl ung anzuberaunmen”) can only
realistically be understood as a request for such ora
proceedi ngs. | ndeed, the Opposition Division clearly
understood it in this way, cf. the paragraph bridgi ng
pages 2 and 3 of the contested decision "The
opponent...in a letter dated 6.12.1999...requested ora
proceedi ngs. "

4. In view of the substantial procedural violations which
have occurred and the fact that the Qpposition D vision
has not yet fully investigated inventive step of the
claimed transm ssion unit the Board makes use of its
power under Article 111(1) EPCto remt the case fur

further prosecution.

In these circunstances rei nbursenent of the appeal fee
Is clearly equitable (Rule 67 EPC).

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecuti on.

1020.D Y A
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3. The appeal fee is reinbursed.
The Regi strar: The Chai r man:
S. Fabi ani F. Gunbel

1020.D



