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Summary of Facts and Subm ssi ons
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This is an appeal against the decision by the

Qpposition Division to revoke European patent 0 464 025,
t he patent having been opposed on the grounds of |ack

of novelty, lack of inventive step, insufficient

di scl osure and added subject-nmatter.

In its decision the Qpposition Division found that the
subj ect-matter of apparatus claiml, the only

i ndependent claim |acked inventive step with respect
to docunent

D1: "Conputer Controlled Teletext (CCT)", Philips
Techni cal Publication 112, 16 pages, bearing on
the | ast side the remark "Date of rel ease:

21 Cct ober 1983".

In the statenment of grounds of appeal the Patentee
request ed mai nt enance of the patent on the basis of
anmended clains according to a main and a first
auxiliary request, both of which added an i ndependent
met hod claim 10. The Appellant al so requested an
opportunity to provide argunents in support of his
submi ssions "if objections to themare raised later in
t hese Appeal proceedings.”

The i ndependent clains according to the main request
read as foll ows:

1. "Digital data capture apparatus used by a
receiving party and operating in conmbination wth a
receiving TV set or nonitor (24), including
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recei ving nmeans (14) associated with the TV set or
monitor (24) for receiving a broadcast conposite signa
including digital data representing unrel ated subject
matter topics, where the broadcast conposite signal is
not broadcast repeatedly in an endl ess |oop format,
extraction nmeans (12) enabling the receiving party to
extract digital data fromthe broadcast conposite

si gnal ,

a mcroprocessor (16) for controlling the extraction of
digital data fromthe broadcast conposite signal,

a converter (22) for converting extracted digital data
into video signals suitable for display on the screen
of the TV set or nmonitor (24), and

i nput nmeans (26) for enabling the receiving party to
interface with the m croprocessor (16),

characterised in that the extraction neans (12)
conprises neans for detecting the subject matter of
each subject matter topic regardless of its position in
t he broadcast conposite signal, and nmeans for
extracting during a single scan of the broadcast
conposite signal all digital data fromthe broadcast
conposite signal corresponding to a randomy ordered
unlimted nunber of unrelated subject matter topics
arbitrarily selected by the receiving party,

t hereby enabling the receiving party to capture for
display on the TV set or nonitor (24) all digital
information in said broadcast conposite signal
corresponding to an unlimted nunber of arbitrarily
sel ected unrel ated subject matter topics having no
predet ermi ned order or common el enment,

where the digital data corresponding to the unlimted
nunber of arbitrarily selected unrel ated subject matter
topi cs can be of any |l ength, does not require

repetition of information transm ssion, can be
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extracted in a single scan of the information in the

br oadcast conposite signal, and can be permanently
stored, and further characterized by the inclusion of
per manent storage neans (18) for permanently storing
the extracted data for a length of time determ ned by
the receiving party, and

menory neans (20) conmunicating with the m croprocessor
(16) and storing prograns therefor, whereby operation
of the m croprocessor requires no conputer know edge or
programm ng by the receiving party.”

10. "A nethod of capturing digital data including the
st eps of

receiving a broadcast conposite signal including
digital data representing unrel ated subject matter
topi cs, where the broadcast conposite signal is not
broadcast repeatedly in an endl ess | oop format,
extracting digital data fromthe broadcast conposite
signal, and

converting extracted digital data into video signals
suitable for display on the screen of TV set or
noni t or,

characterised in that the step of extracting digital
dat a i ncl udes

detecting the subject matter of each topic regardl ess
of its position in the broadcast conposite signal, and
extracting during a single scan of the broadcast
conposite signal all digital data fromthe broadcast
conposite signal corresponding to a randomy ordered
unlimted nunber of unrelated subject matter topics
arbitrarily selected by the receiving party,

thereby resulting in the capturing for display on the
TV set or nonitor all digital information in said

br oadcast conposite signal corresponding to an
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unlimted nunber of arbitrarily selected unrel ated
subj ect matter topics having no predeterm ned order or
comon el enent,

where the digital data corresponding to the unlimted
nunber of arbitrarily selected unrel ated subject matter
topi cs can be of any |l ength, does not require
repetition of information transm ssion, can be
extracted in a single scan of the information in the
broadcast conposite signal, and can be stored,

and further characterised by the inclusion of the step
of storing the extracted data for a length of tine
determ ned by the receiving party."”

The i ndependent clains according to the first auxiliary
request read as foll ows:

"1l. Digital data capture apparatus used by a receiving
party and operating in conbination with a receiving TV
set or monitor (24), including

recei ving nmeans (14) associated with the TV set or
monitor (24) for receiving a broadcast conposite signa
including digital data representing unrel ated subject
matter topics, where the broadcast conposite signal is
not broadcast repeatedly in an endl ess |oop format,
extraction nmeans (12) enabling the receiving party to
extract digital data fromthe broadcast conposite

si gnal ,

a mcroprocessor (16) for controlling the extraction of
digital data fromthe broadcast conposite signal,

a converter (22) for converting extracted digital data
into video signals suitable for display on the screen
of the TV set or nonitor (24), and

i nput nmeans (26) for enabling the receiving party to
interface with the m croprocessor (16),
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characterised in that the extraction neans (12)

conpri ses

nmeans for extracting during a single scan of the
broadcast conposite signal all digital data fromthe

br oadcast conposite signal corresponding to a randomy
ordered unlimted nunber of unrel ated subject matter
topics arbitrarily selected by the receiving party,

t hereby enabling the receiving party to capture for
display on the TV set or nonitor (24) all digital
information in said broadcast conposite signal
corresponding to an unlimted nunber of arbitrarily

sel ected unrel ated subject matter topics having no
predet ermi ned order or common el enment,

where the digital data corresponding to the unlimted
nunber of arbitrarily selected unrel ated subject matter
topics can be of any |l ength, does not require
repetition of information transm ssion, can be
extracted in a single scan of the information in the

br oadcast conposite signal, and can be permanently

st ored,

and further characterised by the inclusion of

per manent storage neans (18) for permanently storing
the extracted data for a length of time determ ned by
the receiving party, and

menory neans (20) conmunicating with the m croprocessor
(16) and storing prograns therefor, whereby operation
of the m croprocessor requires no conputer know edge or
programm ng by the receiving party.”

10. "A nethod of capturing digital data including the
st eps of

receiving a broadcast conposite signal including
digital data representing unrel ated subject matter
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topi cs, where the broadcast conposite signal is not
broadcast repeatedly in an endl ess | oop format,
extracting digital data fromthe broadcast conposite
signal, and

converting extracted digital data into video signals
suitable for display on the screen of TV set or
noni t or,

characterised in that the step of extracting digital
dat a i ncl udes

extracting during a single scan of the broadcast
conposite signal all digital data fromthe broadcast
conposite signal corresponding to a randomy ordered
unlimted nunber of unrelated subject matter topics
arbitrarily selected by the receiving party,

thereby resulting in the capturing for display on the
TV set or nonitor all digital information in said

br oadcast conposite signal corresponding to an
unlimted nunber of arbitrarily selected unrel ated
subj ect matter topics having no predeterm ned order or
comon el enent,

where the digital data corresponding to the unlimted
nunber of arbitrarily selected unrel ated subject matter
topics can be of any |length, does not require
repetition of information transm ssion, can be
extracted in a single scan of the information in the
broadcast conposite signal, and can be stored,

and further characterised by the inclusion of the step
of storing the extracted data for a length of tine
determ ned by the receiving party."”

No coments were received fromthe Respondent (Opponent)
on the appeal .
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\Y/ In a comuni cation dated 7 May 2003 the Board set out
its prelimnary opinion that claim1l of the main
request did not appear to satisfy Article 123(2) EPC
regardi ng added subject-matter. The Board al so doubted
whet her the addition of a new i ndependent nethod claim
was occasi oned by a ground of opposition, Rule 57a EPC.
Also claim 10 of both requests appeared to contain
added subject-matter, Article 123(2) EPC, since it did
not contain features corresponding to all features of
claim1, the original application docunents providing
no basis for deleting these features. Mreover claim 10
of both requests appeared to cover the operation of
apparatuses which did not fall within claim1, so that
the scope of protection had been extended, contrary to
Article 123(3) EPC

VI, Neither party replied to the conmunication within the
time limt of 4 nonths set in the conmunication. |ndeed
no subm ssions had been received fromeither party by
January 2004.

Reasons for the Deci sion

1. The adm ssibility of the appeal

The appeal fulfils all the requirenents nmentioned in
Rul e 65(1) EPC and is consequently adm ssi bl e.

2. The addition of a new i ndependent nethod claim 10

The patent according to both the main and auxiliary
requests contains a new second i ndependent claim10 to
a nmethod. The Board is unable to see how such an

0449.D
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amendnent is occasioned by a ground of opposition,
since it is unsuited to overcom ng an objection of non-
patentability of the existing clainms, sufficiency of

di scl osure or added subject-matter. The patent
according to both requests consequently fails to
satisfy Rule 57a EPC.

The features of claim10

The nethod set out in claim1l0 of both requests | acks
nmet hod steps corresponding to at |east the follow ng
apparatus features in the corresponding claim 1:

(1) a m croprocessor for controlling the
extraction of digital data fromthe
br oadcast conposite signal

(i) input nmeans for enabling the receiving party
to interface with the m croprocessor and

(iii) menory means conmunicating with the

m cr opr ocessor.

It is true that the replacenment of an apparatus claim
by a nethod claimcould constitute a restriction of the
claim However, since claim 10 covers the operation of
apparatuses not falling within claim1, the scope of
protection has al so been extended, contrary to

Article 123(3) EPC

Mor eover, the original application docunents (see in
particul ar page 7, first paragraph; page 9, |ast

par agr aph; the original independent clains and figure)
do not provide a basis for deleting at |east features
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i" and "iii", so that claim 10 according to both
requests contains added subject-matter, Article 123(2)
EPC.

The amendnents to claim1 of the main request

Claim1 according to the main request now nentions
"means for detecting the subject matter of each subject
matter topic regardless of its position in the

br oadcast conposite signal". The Board is unable to
find a basis for this anmendnent in the original
application, and consequently finds that claim1l of the
mai n request contains added subject-matter,

Article 123(2) EPC

Concl usi on

The Board concludes that the patent according to both
the main and auxiliary requests has been anended in a
way contrary to the requirenents of the EPC. Hence
nei ther of the Appellant's requests is allowable.
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Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Ki ehl S. V. Steinbrener

0449.D



