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Headnot e:

1. The reasoning of a decision under appeal nust be taken as
it stands. The requirenments of Rule 68(2) EPC cannot be
construed in such a way that in spite of the presence of
unintelligible and therefore deficient reasoning, it is up
to the Board or the Appellant to speculate as to what m ght
be the intended neaning of it.

2. The Board nust be in a position to assess on the basis of
t he reasoning given in the decision under appeal whether
t he conclusion drawn by the first instance was justified or
not. This requirenment is not satisfied when the Board is
unabl e to decide which of the various inconsistent findings
indicated in and justifying the decision under appeal is
correct and which is fal se.

3. A decision of the European Patent O fice open to appeal
which is based on such a deficient reasoning is not
‘reasoned' in the sense of Rule 68(2) EPC, which failure
anounts to a substantial procedural violation
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Summary of Facts and Subm ssi ons
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The appeal |odged on 9 October 1999 lies fromthe
deci sion of the Exam ning Division posted on 6 August
1999 refusing European patent application

No. 96 301 542.5 (European publication No. 731 093).

The deci sion under appeal was based on clains 1 to 20
submtted on 30 July 1998 and 7 Novenber 1997
respectively, according to the then pendi ng request.
Caim1l1l was directed to conpounds having a general
formula given therein. The Exam ning D vision found
that the application | acked inventive step and unity,
t hus contravening Articles 56 and 82 EPC.

The deci sion under appeal conprised three different
sections to justify the finding of the Exam ning
Di vi sion having the foll ow ng wordi ng:

"3. It is noted that the present case was planned to be
treated in oral proceedings on the 01.07.1999. The day
before, the parallel case EP 96301534.2 fromthe sane
Appl i cant and concerni ng anal ogous objections on a very
simlar matter has been treated in oral proceedi ngs
with the sane representative. The discussion on this
case cannot be ignored especially because the objection
based on the possible equival ence of a C=O group and a
C=CH, group in place of RR was the sane. As a result of
this discussion the Applicant convinced the exam ning
division that the two nentioned noieties could not be
taken as equival ents. Consequently the clained
conpounds wherein the linking group RRis a vinylidene
or a derivative thereof would not be obvious if they
retain activity.

At | east subject-matter of claim1 referring to R as
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CH=CH, and C=CH (C,-C, Al kyl) could have been consi dered
to be inventive if the Applicant convinced the

Exam ning Division that the problemto provide further
active compounds has actually been solved. Such

speci fied argunents have not been provided. Since C=0
and the correspondi ng C=CH group are not equi val ent
(see above), it cannot be said, w thout convincing
argunents fromthe Applicant (at |east data), that the
probl em defi ned above has actually been sol ved.

The probl em which has actually been sol ved was the nere
provi sion of conmpounds of the formula | wherein R has a
sp? trigonal configuration. The solution of such a
problemis to be considered to be obvious for the
person skilled in the art since such derivatives can
easily be prepared by usual neans (see description

page 8).

4. As far as conpounds with a R link having a sp?®
tetragonal configuration are concerned, those
possibilities would be prima facie considered to be
equivalent to the CzOlink since in the prior art these
possibilities have already been taken into
consideration. An inventive step could therefore be
acknow edged only if they show a surprising effect when
conpared to the structurally closest conpounds of DL.

5. It is finally to observe that, depending on the type
of the clainmed conpounds (either the "trigonal I|ink"
type or the "tetragonal |ink" type), two different

probl ens underlie the present application:

- in the first case, the problemis to provide
conmpounds possessing the activity;

- in the second case, it is to provide conpounds
showi ng a surprising effect when conpared with the

cl osest prior art.
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The unity of the present application should therefore
al so be objected.”

Wth the Statenent of G ounds of Appeal the Appellant
subm tted on 3 Decenber 1999 three fresh alternative
sets of clains as main, first and second auxiliary
request. The first one thereof was identical to that
pendi ng before the Exam ning Division apart from
redrafting the use clainms in the "Sw ss type" format.

As to the substantive issues the Appellant submtted
that the present application neither contained any test
data for any conpound cl ai med, nor had any such data
been provi ded during exam nati on proceedi ngs. He
conceded that "indeed none of the conpounds discl osed
in the present specification has yet been nade" and
requested the Board to exam ne the appeal based upon

t he assunption that no data woul d be avail able before a
deci son had to be taken. He denied that any obligation
rested on himto provide evidence for the statenent in
the present application that the conpounds clai ned
showed a particul ar pharmaceutical activity.

In a comuni cation pursuant to Article 11(2) of the
Rul es of procedures of the Boards of Appeal annexed to
t he summons for oral proceedi ngs, the Board queried
whet her the contested decision could be considered as
adequately reasoned in the sense of Rule 68(2) EPC,
first sentence, since the Board had serious
difficulties in attributing any neaning to the
reasoning of the first instance on which the latter
based the decision to refuse the application.

At the oral proceedings before the Board held on
11 February 2003 the Appellant argued that the decision
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under appeal was in fact inadequately reasoned since

t he deci sion was obscure when read in isolation.
Therefore the refund of the appeal fee was equitable.
Not wi t hst andi ng that position, he offered to give the
Board some background and circunstantial information
about the present case. He offered furthernore to give
his own interpretation of what he believed the decision
under appeal intended to say but did not. This m ght
shed enough |ight on the reasons intended by the

Exam ning Division for the Board to be in a position to
decide the issues at stake, while |eaving the |ack of
adequat e reasoni ng.

Mor eover, the Appellant requested the Board to rule on
what he called a "point of principle", namely whet her
the statenent in the present application about a
particul ar pharmaceutical activity of the clained
conmpounds was sufficient to make that activity credible
or whether he was obliged to provide evidence for that
statenent denonstrating the purported particul ar
pharmaceutical activity. Even if the Board felt unable
to decide on that "point of principle" he asked the
Board to give the first instance sone gui dance about

t hat i ssue.

The Appel |l ant requested that the decision under appeal
be set aside and the case be remtted to the Exam ning
Division and that the appeal fee be reinbursed.

At the end of the oral proceedings the decision of the
Board was announced.

Reasons for the Decision

0641.D
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The appeal is adm ssible.

The Appel | ant has objected to the decision under appeal
as being insufficiently reasoned in violation of

Rul e 68(2) EPC. While the tenor of the decision under
appeal is unanbi guous, nanely that the present
application | acked inventive step pursuant to

Article 56 EPC and unity pursuant to Article 82 EPC, it
is established jurisprudence of the Boards of Appeal
that the provision of Rule 68(2) EPC requires the
decision to contain, in |ogical sequence, those
argunments which justify the tenor. Moreover the
conclusions drawn fromthe facts and evi dence nust be
made clear. Therefore all the facts, evidence and
argunents which are essential to the decision nust be
di scussed in detail in the decison including all the
deci sive considerations in respect of the factual and

| egal aspects of the case.

The purpose of the requirenment to provide a reasoned
decision is of course to enable the Appellant and, in
case of an appeal, also the Board of Appeal to exam ne
whet her the deci son could be considered to be justified
or not. Consequently, when deciding upon inventive
step, as in the present case, the |ogical chain of
reasoning starting with the identification and
assessnent of the prior art used to justify the final
conclusion that the claimed subject-nmatter does not

i nvol ve an inventive step nmust be indicated (see
decisions T 103/86, point 4 of the reasons; T 292/90,
point 2 of the reasons, neither published in Q3 EPO).

The Appel |l ant offered sone background information about
t he present case which he was in possession of from
paral |l el cases. Knowi ng that information he offered to
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give his own interpretation of what he believed the
deci si on under appeal intended to say but did not.

However, the requirenents of Rule 68(2) EPC cannot be
construed in such a way that in spite of the presence
of unintelligible and therefore deficient reasoning, it
is up to the Board or the Appellant to speculate as to
what m ght be the intended neaning of it. Deficient
reasoni ng cannot be conpensated for by the specul ative
interpretation of the Appellant or guess work by the
Board of Appeal. Therefore, in the Board' s judgenent,

t he reasoning presented by the first instance nust be
taken as it stands.

In the present case the decision under appeal conprises
three different sections (cf. point Il supra) to
justify the findings of |ack of inventive step and
unity.

The first section, point 3 of the decison under appeal,
finds in the | ast paragraph thereof that those
conpounds of formula | wherein the substituent R has a
"sp? trigonal configuration" are considered to be

obvi ous. That section neither indicates the closest
prior art taken as the starting point in that
assessnent of inventive step nor any other state of the
art fromwhich the Exam ning Division inferred

obvi ousness. However, the provisions of Article 56 EPC
requi re a decision on obviousness and, hence, inventive
step "having regard to the state of the art". The
deci si on under appeal, however, is silent and thus
unintelligible concerning the factual and | egal

consi derations on which the Exam ning D vision based
its concl usion.
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Furthernore, the same section of the decision under
appeal conprises a general reference to the discussion
of the Exam ning Division at non-public oral
proceedi ngs in another "parallel"” case as a result of
whi ch the Exam ning Division concedes that it changed
its viewin the present case. However, the decision
sets out neither the facts nor the reasons which
finally convinced the first instance of this fresh

Vi ew.

The second section, which is point 4 of the decison
under appeal, finds that the conpounds wherein the
substituent R has a "sp® tetragonal configuration" are
al so obvious as "those possibilities would be prim
facie considered to be equivalent to the C=Olink since
in the prior art these possibilities have already been
taken into consideration". The Board m ght at best
infer fromthe follow ng sentence of that section that,
t hough not dealing with the present case as it stands,
this part of the decision under appeal starts from
docunent (1) as closest prior art. However, it remains
that the Examning Division failed to identify the

pi ece of prior art wherein in its view "these
possibilities have al ready been taken into
consideration”. The Board is thus not in a position to
assess on the basis of the reasoning given in the
deci si on under appeal whether the concl usion of

obvi ousness drawn by the first instance was justified
or not.

The third section, point 5 of the deci son under appeal,
deals with the alleged | ack of unity. That section
specifies two different problens purportedly underlying
the present application depending on the type of the

cl ai med conpounds. The deci son under appeal concl uded
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therefromthat "the unity of the present application
shoul d therefore also be objected to". This objection
in the decision falls short of revealing any | egal
reasoning which led the first instance to draw the
conclusion of lack of unity fromthe finding of two

di fferent problens underlying the present application.

Mor eover, the problemindicated in those sections
dealing with the matter of inventive step differs from
both problens specified in that section of the decision
under appeal dealing with the matter of unity. Wile
the former sections specify the nere provision of
conpounds of general forrmula | as being the problem
underlying the present application, the latter section
i ndicates that the problens were to provide conpounds
"possessing the activity" or "show ng a surprising
effect when conpared with the closest prior art".
Therefore, the reasoning in that part of the decison
concerned with lack of unity is unintelligible since
the Board is unable to decide which of the various

i nconsi stent problens indicated in the different
sections of the decision under appeal is correct and
which is false. The Board is thus precluded from

revi ewi ng whet her or not the conclusions of the first

i nstance were justified.

4.4 Due to the above deficiencies of the decison under
appeal the reasons for the refusal of the application
are opaque as the Board is left in the dark as to how
the first instance cane to its negative conclusions in
respect of the subject-matter clainmed. Hence, it would
be left to the Board to provide for itself sone
reasoni ng supporting that decision. This is just what
Rule 68(2) EPC requiring a decision to be reasoned is
designed to prevent.

0641.D Y A



0641.D

-9 - T 0278/ 00

For these reasons, in the Board's judgenent, the
deci si on under appeal which is based on such a
deficient reasoning is not 'reasoned’ in the sense of
Rul e 68(2) EPC. This failure amobunts to a substanti al
procedural violation requiring the decision under
appeal to be set aside and the case to be remtted to
the first instance. The appeal is thus deened to be
al l owabl e and the Board considers it to be equitable by
reason of that substantial procedural violation to
rei nburse the appeal fee in the present case (Rule 67
EPC) .

The Board notes that the Appellant submtted in his
Statenment of the Grounds of Appeal on page 1, paragraph
1 that "indeed none of the conpounds disclosed in the
present specification has yet been nmade" (enphasis
added). The Board observes that the Appellant's
statenent anmounts to conceding that the subject-matter
for which protection is sought represents pure
intellectual speculation thereby giving rise to the
qguestion as to whether the present application is in
fact directed to a (technical) invention in the sense
of the EPC, particularly one within the neani ng of
Article 52 EPC, or rather to a nental act which would
be excluded from patent protection under the EPC. The
Board woul d point to established jurisprudence of the
Boards of Appeal, that inventions within the neaning of
the EPC, on which patents are to be granted, are
required to make a contribution to the art, i.e. to
provide a technical solution to problens arising in the
art. Wen reconsidering the present case, the first
instance will possibly have to consider and decide on
the matter whether patents under the EPC are designed
for the purpose of reserving an unexplored field of
research for a particular applicant or designed to
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protect the factual results of successful research as
reward for making avail able concrete technical results
to the public.

Mor eover, the Board notes that the Appellant insisted
in his Statenment of G ounds of Appeal that under the
EPC he did not need to provide evidence for the
purported particul ar pharmaceutical activity of the
cl ai med conpounds. In view of the conceded fact that
t he Appell ant never had any of the claimed conpounds in
his hands, it could be argued that their alleged
pharmaceutical activity is pure specul ation and nere
hope. When reexam ning and giving a reasoned deci sion
in the present case the first instance will possibly
have to take into account whether or not an
unverifiable statenent in the application about a
pharmaceutical activity of the virtual conpounds
clainmed is sufficient in the absence of any
corroborating evidence (see decision T 355/97,

point 2.5.1 of the reasons, not published in QI EPO
and whet her or not the purported pharnmaceuti cal
activity is credible for substantially all clained
conpounds (see decisions T 939/92, QJ EPO 1996, 309;
T 165/98, point 4.4 of the reasons, not published in QJ
EPO) .

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further
prosecuti on.

0641.D
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3. The appeal fee is to be reinbursed.
The Regi strar: The Chai r man:
N. Maslin A. Nuss
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