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Summary of Facts and Subm ssi ons

This appeal |ies against an interlocutory decision in
opposi tion proceedi ngs pronounced at the close of the
oral proceedi ngs on 13 Decenber 1999 and posted on

3 February 2000, nmmintaining European patent No.

0 580 570 ("the patent”) in amended form The patent
was granted on 26 June 1996 to its proprietor
(hereinafter referred to as the "respondent”) with 11
cl ai ms, based on European patent application No.

91 905 180.5 and concerning a "Two-stage process for
cooki ng/ browni ng/ crusting food by m crowave energy and
infrared energy”. The independent claimof the patent
as granted read as foll ows:

"1l. A nethod for browning/crusting food, in two
st ages, conpri sing:
In a first stage: placing a mcrowave-| ossy
br owni ng/ crusting device in a m crowave chanber,
sai d browni ng/ crusting device including a netal
food contacting surface on a netal tray supporting
a non-netal food contacting surface;
sai d browni ng/ crusting device further being
resistant to heat danage when exposed to infrared
energy froman infrared broiler; exposing said
br owni ng/ crusting device to m crowaves until said
food contacting surface is heated to a food
br owni ng/ crusting tenperature; placing said food
to be browned/crusted on said food contacting
surface to brown/crust said food in contact with
said food contacting surface; and
In a second stage: exposing said browning/crusting
device and said food to infrared energy by placing

2351.D
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sai d browning/crusting device, with said food on
said food contacting surface, beneath an infrared
broil er whereby a surface of said food, opposed to
said food contacting surface, is browned/crusted
by said infrared energy from said broiler.

Dependent claim4 as granted was worded as foll ows:

"4. The nethod of claim1 wherein said
br owni ng/ crusting device includes a netal plate
whi ch has a netal food contacting surface and has
a m crowave-| ossy conposition in contact with the
opposite surface of said food contacting surface.”

The opponent (hereinafter referred to as the

"appel lant”) gave notice of opposition on 7 March 1997,
seeking revocation in full of the patent on the grounds
of lack of novelty and inventive step (Articles 54, 56
and 100(a) EPC), and al so on the ground of insufficient
di scl osure (Articles 83 and 100(b) EPC)

O the nunerous docunents cited during the
first-instance opposition and subsequent appeal
proceedi ngs agai nst the patentability of the clained
subject-matter in the patent in suit, the foll ow ng
citation is referred to in this decision:

(1) US-A-3 881 027.

In its interlocutory decision, the opposition division
found that the first auxiliary request before it

consi sting of an anmended claim 1, received on

21 Cctober 1999 with the respondent’'s letter dated

7 Qctober 1999, and dependent clains 2 to 8, filed
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during oral proceedings, and a consequentially anmended
description net the requirenents of the EPC. Caim1l as
mai nt ai ned by the opposition division reads as foll ows,
with the anendnents after grant being highlighted in
bold italics bel ow

"1. A sequential nmethod for browning/crusting food, in
two stages, conprising:
In the first stage wherein
cooki ng/ browni ng/ crusting is carried out: placing
a m crowave-| ossy browni ng/crusting device in a
m crowave chanber, said browni ng/crusting device
conprising a netal plate having an exposed netal
food contacting surface and havi ng anot her netal
surface which is coated with a m crowave-| ossy
conposition which is in a heat transferring
relationship with the netal plate; said
br owni ng/ crusting device further being resistant
to heat damage when exposed to infrared energy
froman infrared broiler; exposing said
br owni ng/ crusting device to m crowaves until said
food contacting surface is heated to a food
browni ng/ crusting tenperature; placing said food
to be browned/crusted on said food contacting
surface to brown/crust said food in contact with
said food contacting surface;
in the second stage wherein the top surfaces of
t he food are browned/crusted: exposing said
br owni ng/ crusting device and said food to infrared
energy by placing said browning/ crusting device,
with said food on said food contacting surface,
beneath an infrared broiler whereby a surface of
sai d food, opposed to said food contacting
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surface, is browned/crusted by said infrared
energy fromsaid broiler.”

Dependent clainms 4 to 6 as granted have been del et ed.
Dependent clains 2, 3 and 7 to 11 as granted have been
mai nt ai ned by the opposition division as consecutively
nunbered dependent clains 2 to 8, wth the dependencies
anended as necessary.

The essence of the reasoning in the opposition

division's interlocutory decision was as foll ows:

As regards the respondent’'s nmain request that the
opposition be rejected, the opposition division
considered that claim1 as granted, although satisfying
the requirenents of sufficiency of disclosure in
accordance with Article 83 EPC, |acked novelty. In the
opi nion of the opposition division, a nmethod of
browni ng/ crusting a food product conprising all the
features of claim1l as granted had al ready been

di sclosed in citation (1).

As regards the respondent's first auxiliary request,

t he opposition division found that the anmended cl ai ns
were adm ssi bl e under Rules 57a and 7l1a EPC and t hat
such clains also conplied wwth the formal requirenments
of Articles 84 and 123(2) and (3) EPC.

Concerni ng novelty, the opposition division referred to
t he conbination of the follow ng technical features in
claim1 as anended: "said browning/crusting device
conprising a netal plate having an exposed netal food
contacting surface and having another netal surface
which is coated with a m crowave-| ossy conposition



VI .

VII.

2351.D

- 5 - T 0274/ 00

which is in a heat transferring relationship with the
nmetal plate". It pointed out that none of the cited
docunents had nmade available to the public either
directly or inplicitly this newy introduced

conmbi nation of technical features in the context of a
met hod for browning/crusting food clained in claim1l as
anmended.

As to inventive step, the opposition division saw the
probl em whi ch the patent purported to solve in the
provi sion of a process enabling a sequential browning
and crusting of the underside and the upper side of a
food piece. It found that the solution to this probl em
proposed in claim1l of the first auxiliary request

i nvol ved an inventive step in the light of the cited
state of the art.

Oral proceedings before the board were held on 16 June
2004. In his introductory remarks, the chairman drew
the parties' attention to the fact that the clains as
mai nt ai ned by the opposition division had been
substantially anmended after grant and that the question
of conpliance of the amended clainms with Article 123(3)
EPC had already played a major role in the proceedings
before the opposition division and remai ned a key issue
to be decided in this appeal.

The appellant's subm ssions, so far as relevant to this
deci sion, can be summarised as foll ows:

The appel |l ant argued that anended claim 1 as maintai ned
by the opposition division extended the protection of
the clains conferred by the clains as granted. It
strongly contested the opposition division's
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interpretation of claim1 as anended in the decision
under appeal, nanely "that claim1l would be interpreted
by the skilled person as neani ng nothing el se than that
either a metal food contacting surface or a non-netal
food contacting surface is contacted by the food".
Further, it referred in this context to the decision
under appeal saying "that nothing else than that was

i ntended by drafting the claimhas al so been confirned
by the Proprietor of the patent”. The decisive
criterion for the determ nation of the scope of
protection of a granted claimwas not, in the

appel lant's opinion, the subjective interpretation of
its own claimby the respondent but the objective
interpretation based on the skilled person's
understanding of the claim The appellant submtted

t hat the respondent had essentially focussed his
observations on an i ndependent cl ai mcovering the
enbodi mrent of the clainmed invention shown in Figures 4
to 6 of the patent. The concl usion drawn fromthese
figures that "a device including a netal food
contacting surface on a netal tray supporting a non-
nmetal food contacting surface", as defined in claim1,
shoul d be construed as neaning that either a netal or a
non-netal surface in contact wwth the food woul d not
only seemillogical but also incorrect.

The skilled reader of the patent as granted woul d

i medi ately understand that it was the respondent's
intention to claimthe enbodi nrent of the invention
shown in Figures 4 to 6. In the appellant's judgnent,
claim1l as maintained covered a nore general version of
t he cl ai med nmet hod, wherein a browning dish having a
food contacting surface consisting of only one single
material, nanely netal, was used. Since claim1l as
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granted stipul ated the use of a browning dish having a
food contacting surface consisting of two different
materials, namely netal and non-netal, claim1l as
amended of fended against Article 123(3) EPC.

The respondent's argunents, so far as relevant to this

deci sion, are sunmari sed bel ow

In the respondent's opinion, claim2l1l as maintai ned by
the opposition division resulted in a limtation of the
extent of protection conferred by claim1l as granted.
Claim1l as maintained sinply resulted fromthe

i nclusion of the subject-matter of dependent claim4 as
granted in granted claim1l. In claim4 the browning-
crusting device was defined as "including a netal plate
whi ch has a nmetal food contacting surface and has

m crowave-| ossy conposition in contact with the
opposite surface of said food contacting surface". A
correspondi ng enbodi nent was al so nentioned in the
patent specification at colum 2, lines 37 to 46. In
order to arrive at claim1l as anended the skilled
reader woul d, based on the provisions of Article 69 EPC
and its Protocol, sinply replace the follow ng features
inclaiml as granted "sai d/ browni ng crusting device
including a nmetal food contacting surface on a netal
tray supporting a non-netal food contacting surface"
with the particular preferred enbodi nent as defined in
claim4. In doing so it would becone inmediately
evident to the skilled reader that this enbodi nent did
not contain a non-netal food contacting surface. A
violation of Article 123(3) EPC could thus not be seen
by the respondent.
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I X. The appel | ant requested that the decision under appeal
be set aside and that the patent be revoked.
The respondent requested that the appeal be dism ssed.

Reasons for the Deci sion

1. The appeal is adm ssible.

Background and i ntroductory remarks

2. The substantive provision set out in Article 123(3) EPC
(prohibition of extension of protection) is
specifically limted in its application to the
amendnent of clainms in opposition proceedi ngs before
the EPO ("The clains of the European patent may not be
anmended during opposition proceedings in such a way as
to extend the protection conferred.").

2.1 This article is directly aimed at protecting the
interests of third parties by prohibiting any
broadeni ng of the clains of a granted patent, even if
t here should be a basis for such broadening in the
application as filed (see G 1/93, QJ EPO 1994, 541).
The guiding principle under Article 123(3) EPC may
therefore be summari sed by the finding that "once a
Eur opean patent has been granted, an act by a third
party which would not infringe the patent as granted
shoul d not be able to becone an infringing act as a
result of amendnment after grant". This is the essential
pur pose and guiding principle underlying Article 123(3)
EPC (see eg T 1149/97, QJ EPO 2000, 259).

2351.D
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It follows that, when considering Article 123(2) EPC,

t he question of extension of subject-matter depends
upon a conparison with the "application as filed". Wen
considering Article 123(3) EPC, however, the question
of extension of the protection conferred depends upon a
conparison with the "clains as granted".

When consi deri ng whet her a proposed anendnment to the
clainms is such as to extend the protection conferred

- a first step nust be to determ ne the extent of
protection which is conferred by the clains as
granted before the anendnent: it is necessary to
be quite clear as to what is the protection
conferred by the clainms wthout amendnent, before
one can deci de whether a proposed anendnent is
such as to extend it;

- the second step to be consi dered under
Article 123(3) EPC is then whether the
subj ect-matter defined by the clains is nore or
| ess narromy defined as a result of the
anmendnent. A proposed anendnent may involve a
change of category, or a change in the technica
features of the invention, or both. Each type of
anmendnent requires separate consideration. In the
present case of a change in the technical features
of the invention, if the technical features of the
clainmed invention after anendnent are nore
narrow y defined, the extent of the protection
conferred is less; and if such technical features
are less narrowy defined as a result of
amendnent, the protection conferred is therefore
extended. Cearly, if technical features are
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changed by an anmendnent, in that the
subject-matter of the clains after anendnent is
outside the scope of the subject-matter before
amendnent, there is then necessarily an extension
of protection (see G 2/88, G 6/88, QJ EPO 1990,
93, 114).

Interpretation of clains under the EPC

3.1

3.2

2351.D

The EPC contains a set of provisions (Article 84 and
Rule 29(1) EPC in conjunction with Article 69 EPC and
its Protocol) which reflect the central inportance of
the clains of a European patent application or patent
for determ ning the scope of protection conferred by it.

Determ nati on of the extent of protection has to be
carried out in accordance wth Article 69(1) EPC and
its Protocol. The protection conferred by a patent is
determ ned by the terns of the clains (Article 69(1)
EPC and its Protocol), and in particular by the
categories of such clains and their technical features.
The main role of the clainms is enphasised in the first
sentence of Article 69(1) EPC. The subsidiary role of
the description and the drawings is set out in the
second sentence of said Article. The nature of the

rel ati onship between the clains on the one hand, and

t he description and the drawings on the other hand is
further explained in the Protocol to Article 69 EPC
whi ch provides a guide to the manner in which the
technical features of the claimare to be interpreted,

i f necessary.

The object of the Protocol, which provides a guide to
the manner in which the technical features of the claim
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are to be interpreted, is clearly to avoid too nuch
enphasis on the literal wording of the clains when
considered in isolation fromthe remai nder of the text
of the patent in which they appear; and also to avoid
too nuch enphasi s upon the general inventive concept
disclosed in the text of the patent as conpared to the
rel evant prior art, without sufficient regard also to
the wording of the clains as a neans of definition.
Thi s approach to the interpretation of clains nust be
adopted by the EPO when determ ning the protection
conferred for the purpose of Article 123(3) EPC

Extent of protection conferred before the amendnent

The application of the principles set forth above to
t he present case |leads to the follow ng concl usions:

The extent of protection conferred by the broadest
claimof the patent in suit, ie claim1l as granted,
enconpasses "A nethod for browning/crusting food, in
two stages, conprising: "In a first stage: placing a

m crowave-| ossy browni ng/crusting device in a mcrowave
chanmber, said browni ng/crusting device including a
nmetal food contacting surface on a netal tray
supporting a non-netal food contacting

surface ...........

The af orementioned technical features defining the
browni ng crusting device, when being read with the
normal skills including the know edge about the prior
art, are in their technical nmeaning in the given
context sufficiently clear in thenselves that they can
be used to determ ne the extent of protection w thout
interpretation by reference to the description and the
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drawi ngs of the patent. The skilled reader would

i edi at el y understand that said browning/crusting
device includes in its broadest aspect as clainmed in
claiml as granted a nmetal food contacting surface on a
nmetal tray and a non-netal food contacting surface
supported by that nmetal tray. In this respect it should
be noted that neither the exam ning division during the
exam nati on proceedi ngs, nor the opposition division
during opposition proceedings indicated that there had
been a probl em understandi ng the technical neaning of
the features of claiml as granted in the given context.
On the contrary, fromthe opposition division's
reasoned statenent in the decision under appeal to the
effect that claiml as granted | acks novelty over the
state of the art according to citation (1) it would
seemthat it was initself in no real doubt as to the
clarity of the technical neaning of the claimin

qguestion in its given context.

In particular, the wording and term nol ogy of the
features used in claiml1l of the patent in suit are
sufficiently clear and technically nmeaningful to
exclude the interpretation given by the opposition
division in paragraph 2 of the decision under appeal,
nanmely "that claim1 would be interpreted by the
skilled person as neani ng nothing el se than that either
a nmetal food contacting surface or a non-netal food
contacting surface is contacted by the food. That
not hi ng el se than that was intended by drafting the

cl ai m has al so been confirmed by the proprietor of the
Pat ent . "

The wording of claiml, on its proper construction (ie
when its nmeaning for the skilled man is determ ned),
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| eaves no roomfor the interpretation by the opposition
di vi sion according to which this claimwuld cover,
beyond its wording, two distinct alternatives for the
browni ng/ crusting device, that is to say a first
alternative of a browning/crusting device which
includes only a netal food contacting surface and a
second alternative including only a non-netal food
contacting surface. On the contrary, the wordi ng and
term nol ogy used in the granted claimclearly stipulate
t he use of a browning/crusting device including both

- a netal and

- a non-netal food contacting surface, the latter
bei ng supported by a netal tray.

In the decision under appeal (see Reasons, point 2,

| ast two paragraphs) the opposition division enphasised
"that the enbodi nent of figure 6 shows a device having
both materials (enphasis added by the board) as food
contacting surface. In connection with this, it is
considered that the rimof the netal tray in the

enbodi ment of figure 6 is small, but still a surface
whi ch can be contacted by the food. Thus even by
applying a strict literal interpretation of the wording
of the clains support can be found in the description”
(enmphasi s added by the board).

Al t hough the above observations of the opposition

di vi si on regardi ng the enbodi nent shown in Figure 6
(and simlarly the enbodi nents shown in Figures 3 to 5
of the patent in suit) appear correct, nanely that in
t he above-nentioned figures devices are shown "having
both materials as food contacting surface" (ie a netal
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and a non-netal food contacting surface, these
observations do not, of course, support the opposition
division's attenpt to interpret claiml as granted "as
meani ng nothing el se than that either a netal food
contacting surface or a non-netal food contacting
surface is contacted by the food".

On the contrary, when using, in accordance wth
Article 69 EPC and its Protocol, the description and
drawi ngs, in particular Figures 3 to 6 in the context
of the disclosure in colum 6, lines 53 to 57, of the
patent, to determ ne the subject-matter which is
protected by claim1, as defined by its technical
features before anendnent (enphasis added), the
opposition division itself concluded that the patent
confers protection on a browning/crusting device
"having both materials as food contacting surface", ie
a netal and a non-netal food contacting surface.

4.5 During the oral proceedings before the board the
respondent argued that the amendnent did not offend
Article 123(3) EPC because it served to renove an
i nconsi stency between claim 1l and dependent claim4 as
granted (see | above). Such an inconsistency was,
however, neither mentioned by the exam ning division
during the exam nation proceedi ngs or by the opposition
di vi si on during opposition proceedi ngs, nor can the
board find the all eged inconsistency.

In this respect it is noted that, by using the
term nol ogy "including" (claim1), "includes"
(claim4), the definition of the browning/crusting
device is open-ended in both clains 1 and 4.

2351.D
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The relevant portion of claim1 reads as follows: "said
br owni ng/ crusting device including a netal food
contacting surface on a netal tray supporting a
non-netal food contacting surface";

The relevant portion of claim4 reads as follows: "said
br owni ng/ crusting device includes a netal plate which
has a netal food contacting surface and has a

m crowave-| ossy conposition in contact with the
opposite surface of said food contacting surface".

By purposely choosing the term nology "including"” or
"includes"” the respondent made it, in the board's

j udgnment, unanbi guously clear that neither in claiml
nor in claim4 as granted the browning/crusting device
had ever been intended to be restricted to one
alternative only, nanely that either a netal food
contacting surface or a non-netal food contacting
surface is present on said browning/crusting device.
According to "Webster's Ninth New Col | egi ate
Dictionary”, Springfield, Mass, 1987, page 609, "syn
i ncl ude, conprehend, enbrace, involve nean to contain
within as part of the whole. Include suggests the
cont ai nment of sonething as a constituent, conponent,
or subordinate part of a |arger whole."

The board cannot thus agree with the respondent's
argunent that claim4 relates to an enbodi nment
(alternative) of the clainmed invention, excluding a
non-netal food contacting surface as a conpul sory
conponent of the browning/crusting device as defined in
claiml1l. On the contrary, dependent claim4 could, in

t he board's opinion, only be interpreted by the skilled
reader as relating to a specific enbodi ment of the
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metal food contacting surface nentioned in claim1l as
one conponent of the browning/crusting including both a

nmetal food contacting surface and a non-netal food
contacting surface as stipulated by claim 1.

The notional skilled person, famliar with the basic
principles of patent law, would arrive at the follow ng
wordi ng of claim1 when including the features of

cl aim4:

"sai d browning/crusting device including a netal plate
whi ch has a netal food contacting surface and has a

m crowave-| ossy conposition in contact with the
opposite surface of said food contacting surface on a
nmetal tray supporting a non-netal food contacting

surface".

In view of the above, the board sees no sound reason
justifying the deletion of the features "on a netal
tray supporting a non-netal food contacting surface"” in
claiml as anmended, when including in the claimthe
subj ect-matter of dependent claim4, even when applying
the principles of Article 69 and its Protocol.

During the hearing before the board, the respondent
argued for the first time in the present case that the
rel evant wording in claiml1 as granted "..........
metal food contacting surface on a netal

tray ............. " resulted froman unintentiona
transcription error for "......... netal food
contacting surface or a netal tray ............

In order to make credi ble an obvious error in a
docunent filed at the EPO, two matters nust be
est abl i shed:
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(i) that an error is indeed present in that docunent;

(1i) that the proposed correction of the error is
obvious in "in the sense that it is inmediately
evi dent that nothing el se woul d have been i ntended
than what is offered as the correction”

In order to establish condition (i), whichis a
subjective matter, reference may be nmade to any

rel evant docunents or other evidence, including in
appropriate cases the file history (see in this
connection, inter alia, decision J 4/85, paragraph 7,
third sub-paragraph, Q3 EPO, 1986, 205). In the present
case, in the board' s view, having regard to the file
history, there is absolutely no indication that the
text of the granted version of claim1 m ght indeed
have resulted fromthe above-nentioned unintenti onal
transcription error. In this respect reference i s nade,
inter alia, to the follow ng rel evant epi sodes of the
file history:

- the text of the clains and the description as
granted and the drawi ngs are identical with the
correspondi ng parts of the application as
originally filed, ie the international application
as published under the PCT (WO 92/14369);

- t he respondent's unanbi guous approval with its
letter of 10 May 1995 to the text of the clains
and the description as granted and the draw ngs
acconpanyi ng the Rule 51(4) EPC commruni cati on
dated 27 February 1995 ("In connection with the
above application, the applicant approves the text
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and draw ngs acconpanying the Rule 51(4)
Conmmuni cati on dated 27th February");

- the respondent’'s sole request in the witten
opposi tion proceedi ngs on 18 Septenber 1998 t hat
the patent be maintained in the formas granted;

- the repetition of the above request as the nmain
request in the oral proceedings before the
opposi tion division;

- the finding of the opposition division in the
deci si on under appeal that claim1l as granted
| acked novelty over the prior art of (1);

In view of the above, no indication can be found on the
basis of the file history that claim1l as granted
contai ned the alleged unintentional transcription
error. In the board' s opinion, the alleged error could
not have remai ned unnoticed by the respondent until
such a | ate stage of the appeal proceedings.

As regards condition (ii), the observations in

points 4.1 to 4.5 above nmade it sufficiently clear that
a skilled reader of the granted patent would not have
recogni sed that nothing el se woul d have been i ntended
by the respondent than what it offered as the
correction during oral proceedings before the board.

Concl usion: In view of the above, there can be no doubt
that the technical features of the clained subject-
matter in claiml as anended after grant are |ess
narrowly defined as a result of the proposed anmendnents
and that the protection conferred is therefore extended.
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Clearly, the technical features have been changed by

t he proposed amendnent, in that the technical
subject-matter of claim1 after amendnent is outside
the scope of the technical subject-matter before
amendnment and there is then necessarily an infringenent
of Article 123(3) EPC

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
A. Townend U OGswald
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