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Summary of Facts and Subm ssi ons
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The nmention of the grant of European patent
EP 0 693 983 was published on 26 Novenber 1997

On 25 August 1998 an opposition was filed by Norsk
Hydro ASA, having their place of business in Norway. In
the notice of opposition a professional representative
was i ndicated, but the notice itself was signed by the
opponent .

By comruni cation of 8 Septenber 1998 the opponent's
(respondent) attention was drawn to this deficiency and
they were asked to rectify it by the professional
representative signing or approving the notice of
opposition within a period of two nonths.

In response thereto on 15 Septenber 1998 the
prof essi onal representative signed the notice of
opposition and approved its appendi X.

By letter of 2 February 1999 the patentee (appellant)
chal l enged the adm ssibility of the opposition because
the notice of opposition was not signed by a person
appearing on the list of professional representatives.

By a further letter of 3 February 1999 the appel | ant
alleged with reference to Article 133(2) EPC that no
notice of opposition had been filed within the nine
nonths fromthe publication of the nention of grant of
the patent. It was not possible to conplete with the
signature after the expiry of the tine limt.
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By conmuni cation of 3 August 1999 the opposition

di vi si on summoned to oral proceedi ngs on 29 June 2000
and informed the parties that it considered the
opposition to be adm ssible (by m stake the word

"al | onabl e" was used).

By letter of 14 Cctober 1999 the appellant requested
that a decision on the question of admssibility of the
opposition be taken and that separate appeal according
to Article 106(3) EPC be all owed.

On 18 January 2000 the opposition division issued a
communi cation reiterating its assessnent that the
opposi tion was adm ssible and informng the parties
that for reasons of procedural econony a decision on
t hat point would be taken in the oral proceedings.

On 17 February 2000 the appellant filed an appeal

agai nst the opposition division's "decision to end the
ex-parte proceedi ngs and continue the opposition
proceedi ngs". On the sane day the statenment of grounds
of appeal was filed and the appeal fee paid.

In two comruni cations the board drew the appellant's
attention to its prelimnary assessnent of the case,
namely that the appeal seenmed to be inadm ssible since
it did not seemto be based on an appeal abl e deci si on
and that therefore the question whether the opposition
was valid or adm ssible could not be exam ned by the
board. Consequently, the principal point of discussion
in the oral proceedings requested by the appell ant
woul d be the admissibility of the appeal.

The appellant's allegations presented in witing and in
t he oral proceedi ngs which took place on 25 May 2000
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can be sunmari zed as fol | ows:

Until a notice of opposition is filed the procedure is
ex parte. If a notice of opposition is filed, then
there is an opposition procedure. But this procedure
can only exist if, in fact, the notice of opposition is
filed. After accepting the notice of opposition the
inter partes procedure starts.

The end of the ex-parte procedure is an inportant event
for the patent proprietor which requires a decision. As
no consecutive step can be taken wi thout prior
assessment on a preceding step, the assessnent as to
whet her an opposition has been filed nust have been
conpl eted and decided prior to starting an opposition
procedure. In the comuni cation of 18 January 2000 the
opposition division explicitly took the position that
the inter partes procedure be continued. This neans
that, hence, the opposition division decided to end the
ex-parte procedure. The appeal lies fromthis - direct,
inplicit - decision to end the ex-parte proceedi ngs.

Furthernore, reference is nade to Article 125 EPC. At

| east in accordance with Dutch admnistrative law, if
an adm nistrative body is requested to take a deci sion,
then the fact that the body does not take this decision
within a reasonable termis itself considered to be a
deci sion that can be appeal ed.

The appell ant requested that the "decision that the
noti ce of opposition had been validly filed" be set
aside and to declare that the opposition had not been
filed, by way of auxiliary request to refer the
foll owi ng question to the Enl arged Board:
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Does the patentee have a legal right to an appeal abl e
deci sion of the opposition division whether a notice of
opposition has been validly filed.

The respondent rejected the appellant's argunents
submtting that no decision to accept an opposition was
foreseen in the EPC and requested that the appeal be
rejected as i nadm ssible and that apportionnment of
costs be ordered because of abuse of procedure by the
appel | ant.

Reasons for the Deci sion

1391.D

Pursuant to Article 106(1) first sentence EPC an appeal
shall lie fromdecisions of .... opposition divisions.
Thus, a prerequisite for the admssibility of an appeal
is the existence of a decision. A decision is an

adm ni strative act which settles a given case finally
and in a legally binding way. This excludes such matter
as conmuni cations indicating the prelimnary assessnent
of a responsible body of the EPO or guiding nmeasures
determ ning the course of the procedure in order to
prepare the taking of a decision. Whether or not a
particul ar docunment emanating fromthe EPOis a

"deci sion", depends on its content, not on its form

In the case under consideration the appell ant
attributes to the opposition division the conpetence to
end the ex-parte procedure and to start the inter
partes opposition procedure after having accepted a
noti ce of opposition as validly filed. According to the
appel l ant this assessnent required a "decision” which
was final and which in this case was inplicitly
contained in the opposition division's communi cation of



1391.D

- 5 - T 0263/ 00

18 January 2000 informng the parties that it
consi dered the opposition adm ssi bl e.

The appellant's contentions do not have a basis in the
EPC. Pursuant to Article 19(1) EPC an opposition

di vision shall be responsible for the exam nation of
opposi ti ons agai nst any European patent. This provision
stipul ates the conpetence of the opposition division
which is the exam nation of oppositions. Wen an
opposition is filed the procedure becones automatically
bilateral, no matter whether the opposition is valid,
adm ssi ble or allowable. Rule 57(1) EPC expressly
stipulates that the opposition division shal

conmuni cate the opposition to the proprietor of the
patent and the Guidelines for Exam nation in the

Eur opean Patent O fice provide in part D, Chapter 1V,
point 1.5 that comuni cations and decisions in the
course of the exam nation as to whether the opposition
is deenmed to have been filed and is adm ssible are al so
notified to the proprietor of the patent.

Thus a decision of the opposition division "to end the
ex-parte proceedings"” is not foreseen in the EPC. The
fact that in the course of w thdrawal of the opposition
t he procedure can becone unilateral is not pertinent
for the questions under consideration.

In this case a procedural violation had occurred in so
far as the conmunication of the opposition division of
8 Septenmber 1998 inviting the respondent to rectify
deficiencies of the notice of opposition as well as the
respondent's reply to it had not been notified to the
appel l ant. The appell ant was inforned about this
correspondence only indirectly with a delay if nearly
one year by the communi cation of 3 August 1999
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sunmoni ng to oral proceedings in which the opposition
division inforned the parties that due to the
rectification of the deficiencies in the notice of
opposition the opposition was consi dered adm ssi bl e.
The procedural violation was renedied on request of the
appel  ant by sending copies of the rel evant docunents.

The fact that contrary to the recommendations in the
Gui delines the appellant was not infornmed about the
exam nation of the adm ssibility of the opposition did,
however, not have any repercussion on the bilateral
nature of the opposition proceedi ngs.

Since there is no decision "to end the ex-parte
proceedi ngs" it has to be exam ned whet her anot her
appeal abl e deci si on has been taken by the opposition
di vi si on.

In its comrmuni cations of 3 August 1999 and of

18 January 2000 the opposition division stated that it
consi dered the opposition to be adm ssi bl e which
implicitly included the assessnent that the opposition
was validly filed. But this statenent is not to be
considered as a "decision”, all the nore since in the
comuni cation of 18 January 2000 the opposition
division explicitly advised the parties that the

deci sion on that point would be taken at the oral

pr oceedi ngs.

Even if one considered the comrunications to contain a
deci sion as to substance, this would be an
interlocutory decision, which would not termnate the
proceedi ngs and could only be appeal ed together with
the final decision, unless the decision allowed
separate appeal. Since a correspondi ng request of the
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appel l ant was not conplied with by the opposition
division, it is clear that there is no appeal abl e
deci si on.

Also the appellant's reference to Article 125 EPC
cannot |l ead to another result. This provision expressly
stipulates, that in the absence of procedural
provisions in this Convention the principles of
procedural |aw generally recognised in the Contracting
States shall be taken into account.

As is apparent fromthe preceeding reasons of this

deci sion the Convention has provi ded procedural

provi sions for the procedural problens to be exam ned
in this case, nanely in particular Article 106(1) and
(3) EPC. Thus, the prerequisite of Article 125 EPC t hat
there are no procedural provisions is not fulfilled.

Therefore, the board cones to the conclusion that the
appeal is inadm ssible, because - contrary to the

al l egations of the appellant - it does not lie froma
decision, as required by Article 106(1) EPC.

As regards the respondent’'s request for apportionnment
of costs, Article 104(1) EPC stipulates the principle
that each party to the proceedi ngs shall neet the costs
he has incurred and that a different apportionnment of
costs incurred during taking of evidence or in oral
proceedi ngs can only be ordered for reasons of equity.
There is no definition of equity in the EPC. To cone to
a conclusion in this respect all the details of a case
have to be taken into account and evaluated. |In general
apportionment of costs is justified in cases where
costs arise in whole or in part as a result of the
conduct of a party which is not in keeping with the
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care required in the exercise of his legal rights, or
whi ch stenms from cul pable actions or an irresponsible
or even malicious nature (T 461/88, QJ EPO 1993, 295).

In the present case no such inproper behaviour has

t aken pl ace. The appellant, THE DOW CHEM CAL COVPANY,
nerely avail ed thenselves of their right to file an
appeal, Article 107 EPC, first sentence, and to request
oral proceedings, Article 116(1) EPC, because
erroneously they were of the opinion that the

opposi tion division had given an appeal abl e deci si on.
An error in assessing a case cannot be equated with an
abuse of procedure. Besides, the wording of Article
116(1) EPC, according to which "oral proceedings shal
take place ... at the request of any party to the
proceedi ngs" mekes it clear that there is no
restriction for a party to request oral proceedings if
he considers it necessary. A party being of the opinion
that the first instance has taken a wong decision is
entitled to file an appeal and to try to convince the
board in oral proceedings that his appeal has to be

al | owed.

As no abuse can be established in this case, there is
no reason for not followi ng the principle that each
party neets the costs he has incurred.
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Or der

For these reasons it is decided that:

1. The appeal is rejected as inadm ssible.

2. The request of the respondent for apportionnent of
costs is refused.

The Regi strar: The Chai r man:

G Magouliotis C. T. Wlson
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