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Summary of Facts and Subm ssi ons
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Eur opean patent No. O 563 653 was granted with a set of
6 clainms, of which claiml was directed to a fine flaky
boehm te particle with clainms 2 to 5 dependi ng t hereon
and claim6 directed to a process for the preparation
of products according to claim 1.

A notice of opposition was filed against the patent on
t he grounds of |ack of novelty and |ack of inventive
step (Article 100(a) EPC) and supported, inter alia, by
the foll ow ng docunents:

D1: US-A-4 716 029,

D4: US-A-2 656 250.

By letter dated 7 Cctober 1999, the patentee filed new
clainms as basis for a main request and a (first)
auxiliary request. A further claimwas filed at the
oral proceedings of 12 Novenber 1999 as second
auxiliary request. The sole claimof this request read
as foll ows:

"A process for the preparation of fine flaky boehmte
particles having an orthorhonmbic crystal formand a
crystal phase grown in the formof a flat plate in

whi ch the aspect ratio (i.e. ratio of mnor axis to

t hi ckness) of the particles is between 3 and 100 which
conpri ses subjecting al um ni um hydroxi de or hydrated

al um na having a particle size adjusted to the order of
submicron to a hydrothermal treatnment in water or an
aqueous al kali solution at a tenperature of 300°C or
above and a pressure of 100 atm or bel ow. "
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At the end of the oral proceedings, the opposition

di vi sion decided to revoke the patent. Essentially, it
was held that the subject-matter of the claimof the
mai n request was not novel with respect to the process
of D4. Furthernore, the claimof the (first) auxiliary
request was not allowabl e because it additionally
contai ned a disclainmer, which was neither appropriate
as such nor necessary for establishing novelty with
regard to D4. Lastly, the second auxiliary request was
considered late filed and not admitted into the

pr oceedi ngs.

On appeal, the appellant was notified by letter of

20 Septenber 2002 that the Board had reservations as to
the basis for the subject-matter of the sole claim
still on file, which was that according to the late
filed second auxiliary request.

At the oral proceedings on 6 Decenber 2002, the
appellant filed a further anended claim which was

di stinguished fromthat cited in point Il above

t hrough the additional stipulation of a higher Iimt of
tenperature for the hydrothermal treatnent

(" ... hydrothermal treatnent in water or an aqueous

al kali solution at a tenperature of 300°C or above but
bel ow 350°C ...").

The appel l ant's subm ssions were essentially the
f ol | owi ng:

- The probl em sol ved by the clained process was an
i nprovenent of the process of D4.

- The sol ution proposed in the claimof the main and
auxiliary request was to effect the hydrotherma
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treatment at a tenperature of 300°C or above (but
bel ow 350°C, respectively).

- The onus was on the respondent to prove that the
cl ai med process was not efficient.

- Hi storically, simlar hydrothermal processes were
al ways effected at about 200°C to 210°C. The prior
art had reasons for not suggesting tenperatures of
300°C or higher.

- Remttal to the first instance was justified to
all ow the patentee two | evels of jurisdiction.
This woul d al so provide the tine necessary for
carrying out conparative experinments.

- The opposition division commtted a substanti al
procedural violation by depriving the appellant of
the right to be heard, which should justify a
rei nbursenent of appeal fees.

VIIl. The respondent's argunents may be summari sed as
fol | ows:

- There was no evidence that the clainmed process was
nore efficient than that of D4.

- There was no prejudi ce agai nst treatnent
t enperatures of 300°C or above. On the contrary,
this tenperature range was envi saged by the prior
art.

- There was no reason for a remttal.

I X. At the end of the oral proceedings, the requests were

0013.D Y A
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as foll ows:

The appel | ant (patentee) requested that the decision
under appeal be set aside and that the patent be

mai nt ai ned, as nmai n request, on the basis of the second
auxiliary request filed at the oral proceedi ngs of

12 Novenber 1999 or, in the alternative, on the basis
of the claimfiled at the oral proceedings before the
Board of Appeal. He al so requested, alternatively, to
remt the case to the first instance for further
prosecution. He al so requested rei nbursenent of the
appeal fees.

The respondent requested that the appeal be dism ssed.

Reasons for the Decision

0013.D

Mai n request

The sole claimof this request is directed to a process
for the preparation of fine flaky boehmte particles
having a specified formand shape. The cl ai med process
is defined by the follow ng features:

(1) the particle size of the starting materi al
(al um ni um hydroxi de or hydrated alumna) is
adjusted to the order of subm cron

(i) the alumna is subjected to a hydrotherm
treatnment in water or an aqueous al kali solution

(iii) the treatnment is effected at a tenperature of
300°C or above
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(iv) the pressure is at 100 atm or bel ow

It is conmon ground that the closest prior art is
represented by D4 which discloses a hydrotherm
process for obtaining fine flaky boehmte particles
having a form and shape as stipulated in the present
claim Also, it is not further in dispute that the
process according to Exanple Il of D4, in particular
Example Il (b), conprises the features (i), (ii) and
(iv) as laid out above.

The appell ant has asserted that, with respect to D4,
the problemthat the patent in suit has set out to
solve is the provision of an efficient process for
preparing boehmte particles which are suitable for use
as pignents and fillers in rubbers. The appellant has
submtted that, by the term"efficient” it is neant
that the clainmed process should entail a higher yield
of boehmte particles with the desired properties as
conpared to the process of D4.

To solve the technical problemas stated above, it is
proposed in the claimto effect the hydrotherm
treatment at a tenperature of 300°C or above (see
point 1.1 above, feature (iii)).

The Board notes that the fornulation of the problemto
be sol ved (according to point 1.4 above) was submtted
for the first time at the oral proceedings, w thout any
evi dence to show that the clainmed process is indeed
nore efficient than that of D4.

The appell ant has alleged that the onus is on the
respondent - opponent to denonstrate that a patent is
fl awed and not on the appellant - patentee to prove the
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contrary. The Board remarks that, in the present case,
t he respondent has already shown that the patent as
granted is invalid, with the consequence that the
appel l ant has relinquished the clains to the products
and anended the process claimby restricting the
treatnment tenperature to a range outside that expressly
favoured by the prior art. The Board therefore hol ds
that, since the appellant for the first time wants to
base the inventive nmerit of his clainmed subject-matter
on the selection of a technical feature which was not
present in the granted clains, nanely a particul ar
tenperature range, the burden necessarily falls upon
himto nake it at |east plausible that the technical
probl em fornulated by himis credibly solved. In other
words, the onus is upon the appellant to show that the
proposed tenperature range is not arbitrary. As he has
not argued and the Board can definitely not see that
evi dence in favour of an inprovenent of any sort could
be derived fromthe data on file, the Board cannot
accept that the technical problem as advanced by the
appel lant is solved by the clainmed process. The Board
therefore holds that the problemto be solved with
respect to D4 can be seen in the provision of a further
process for producing boehmte with the sane
properties. The question is whether the solution
proposed in the claimis obvious in view of the

avai l abl e prior art.

The appel |l ant has argued that there does not exist a
specific teaching in the prior art to work above 250°C.
This would be reflected in the preferred tenperature
range 160°C to 250°C, backed by the selection of a
tenperature of 210°C in all the exanples of D4 or in
the treatnment tenperature of 200°C in the exanples of
Dl1. He has also submtted that it is commobn gener al
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know edge that al pha-alumna is produced at high
tenperatures. Therefore, the skilled person would not
choose to work in a high tenperature range such as
300°C or above.

The Board wi shes to remark that, whilst the
hydr ot hermal preparation of boehmte is preferably
carried out in D4 in the tenperature range from 160°C
to 250°C, the general teaching of this prior art
enconpasses tenperatures above 120°C (colum 1, lines 9
to 16). It is furthernore undisputed that Dl relates to
the sane technical field since it also concerns the
hydr ot hermal preparation of fine flaky boehmte
particles (see claim1l). In this docunent, it is
explicitly disclosed that boehmte can be obtained from
hydrated alum na in a tenperature range between 100°C
and 400°C, nore specifically between 150°C and 300°C
(see colum 3, lines 17 to 21 and colum 3, |ine 67

to colum 4, line 3). Thus, not only the tenperature of
300°C is preferred for the process of D1, but also the
range of 300°C to 400°Cis referred to as a working
range for such processes. If the skilled person seeks
to nodify the specific exanples of D4 within the
general limts as taught in D4, he would therefore
apply the teaching of D1 and incorporate the working

t enmperatures di sclosed therein. By thus doing he would
arrive in a straightforward manner at the process as
presently cl ai ned.

Auxi | iary request
The subject-matter of the present claimdiffers from

the previous one only in the stipulation of the upper
limt of 350°C for the tenperature range.
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As is entirely in agreement with the appellant's

submi ssions, it is well known in the art that al pha-
alumna may format high tenperatures (see al so

point 1.6 above). The Board thus considers it a matter
of routine for the skilled person, when carrying out

t he hydrothermal treatnment within the tenperature
ranges disclosed in DI and D4, to assess the crystal
phase of the product. No inventive step is required for
himto recognise that the working tenperature is too
hi gh when the hydrothermal treatnent |eads to the
formati on of al pha-alum na instead of the desired
boehm te product. The reasoning for the claimof the
mai n request therefore applies nutatis nmutandis to the
present claim Consequently, neither request is

al l owabl e due to lack of inventive step (Article 56
EPC) .

Request for remtta

It is foreseen in Article 111(1) EPC that, follow ng
the exam nation as to the allowability of the appeal,
the Board has the alternatives of exercising any power
within the conmpetence of the first instance or remt
the case to that departnment. Having arrived at the
present stage of the proceedings, the Board is thus not
obliged to remt the case but has the power to assess

t he appropriateness of a remttal for each case on its
nerits. More particularly, a remttal to the departnent
of first instance would be appropriate if a new

subm ssi on were made by an opposing party which coul d

j eopardi se the mai ntenance of the patent (see also Case
Law of the Boards of Appeal of the EPO fourth edition,
Decenber 2001, VI.F.7).

In the present case, the exam nation as to the
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allowability of the clainms is nmade in respect of the
sanme docunments as those taken into consideration by the
departnment of first instance, nanely D1 and D4. The
appel l ant has had the tinme to study those docunents and
hi s argunents have been heard at the oral proceedi ngs
before the Board. In response, the respondent has not
submtted any new argunent, |let alone a new fact, which
coul d have taken the appellant by surprise.

On the contrary, it is the appellant who argues that he
woul d need tine to carry out experinents in order to
show t he advantage of the clainmed process. In this
respect, the Board would |like to observe that, even if
t he opposition division did not formally admt the

clai maccording to the present main request into the
proceedi ngs, they did give a reason as to why said
claimdid not appear to involve an inventive step (see
deci si on under appeal, itemb5). Thus, the appell ant
could not have been unaware of the argunents
chal l enging the patentability of his clain(s). Since

t he oral proceedings of 12 Novenber 1999, he has had
anple tinme to file evidence in support of his case, in
reply to the objections raised.

The Board therefore does not see any justification for
aremttal and exercises its discretionary power under
Article 111(1) EPC to take a final decision.

Request for reinbursement of appeal fees

According to Rule 67 EPC, a reinbursenent shall be
ordered (i) where the Board deens the appeal allowable
and (ii) if such reinbursenent is equitable by reason

of a substantial procedural violation.

The appel l ant has subnmitted that the opposition



. 10 - T 0261/ 00

division rejected the claimfiled during the oral
proceedings as late filed before he was given the
opportunity to present his comments concerning the

al | eged bel at edness, Article 113(1) EPC. By thus doing,
t he departnent of first instance commtted a
substantial procedural violation.

The Board concedes that the mnutes of the oral
proceedi ngs woul d appear to support the appellant's

al l egation that he was not given the opportunity to
argue his case. Therefore, it would appear that the
opposi tion division my have made a hasty decision in
rejecting the clains as late filed before having heard
the representative in this respect. This point,
however, needs not be exam ned any further because a
rei nbursenent shall only be ordered where the Board
deens an appeal to be allowable, which is not the case
at present for the reasons as expounded in points 1

to 3 above.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

U. Bul t mann R Spangenberg
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