BESCHWERDEKAMVERN
DES EUROPAI SCHEN

BOARDS OF APPEAL OF
THE EUROPEAN PATENT

CHAMBRES DE RECOURS
DE L' OFFI CE EUROPEEN

PATENTAMTS OFFI CE DES BREVETS
Internal distribution code:
(A) [ ] Publication in QJ
(B) [ ] To Chairnmen and Menbers
(G [X] To Chairnen
(D) [ | No distribution

DECI SI ON

of 24 March 2003
Case Nunber: T 0250/00 - 3.3.6
Application Nunber: 94905667. 5
Publ i cati on Nunber: 0680506
| PC. Cl0L 1/18
Language of the proceedi ngs: EN

Title of invention:
Fuel Conposition

Pat ent ee:

ExxonMobi | Cheni ca

Opponent :
Cl ariant GrbH

Et hyl Cor porati on
Chevron em cal Conpany LLC
BASF Akti engesel |l schaft

Headwor d:
Ester additive/ EXXON

Rel evant | egal provi sions:
EPC Art. 84
Keywor d:

"Clarity (main request and auxiliary requests 1 to 3) -

Deci si ons cited:

Patents Inc.,

et al

noll

G 0009/91, T 0728/98, T 0337/95, T 0860/93

Cat chword

EPA Form 3030 10.93



9

Européisches
Patentamt

European
Patent Office

Beschwerdekammern Boards of Appeal

Office européen
des brevets

Chambres de recours

Case Nunber: T 0250/00 - 3.3.6

DECI SI ON

of the Technical Board of Appeal 3.3.6

Appel | ants 01:
(Proprietors of the patent)

Repr esent ati ve:

Appel | ant 02:
(Opponent 01)

Repr esent ati ve:

Appel | ant 03:
(Opponent 02)

Repr esent ati ve:

Appel | ant 04:
(Opponent 03)

Repr esent ati ve:

of 24 March 2003

ExxonMbbi | Chem cal Patents Inc.
5200 Bayway Drive

Bayt own

TX 77520- 5200 (USs)

and

I nfi neum USA L. P.

1900 East Linden Avenue
Li nden

New Jersey 07036 (USs)

UEXKU | & STOLBERG
Pat ent anwal t e

Besel erstrasse 4

D- 22607 Hanburg (DE)

d ariant GrbH

Pat ente, Marken, Lizenzen
Am Uni sys-Park 1

D- 65843 Sul zbach (DE)

Et hyl Corporation

330 South Fourth Street
Ri chnond

Virginia 23219 (USs)

Col mer St ephen Gray
Mat hys & Squire

100 Gray's I nn Road
London W22B 6UD  (GB)

Chevron Cheni cal Conpany LLC
2613 Cami no Ranon

San Ranon

CA 94583-4289  (US)

Nash, David Allan
Hasel ti ne Lake & Co

| nperial House

15-19 Ki ngseway
London WC2B 6UD  (GB)



Respondent :

(Opponent 04)

Repr esent ati ve:

Deci si on under

Conposi tion of

Chai r man:
Member s:

P.
L.
C

BASF Akti engesel | schaft
D- 67056 Ludwi gshafen (DE)

Ki nzebach, \Werner, Dr.

Pat ent anwal t e

Ri etstotter, Kinzebach und Partnre
Postfach 86 06 49

D- 81633 Minchen (DE)

appeal : Interlocutory decision of the Qoposition Division
of the European Patent O fice posted 3 February
2000 concerni ng mai nt enance of European patent
No. 0 680 506 in amended form

t he Board:

Krasa
Li Voti
Renni e-Smth



Sq . T 0250/ 00

Summary of Facts and Subm ssi ons
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The present appeal is fromthe interlocutory decision
of the Qpposition Division relating to the maintenance
i n amended form of European patent No. 0 680 506,
concerning a fuel conposition

The patent in suit had been granted with a set of 19
claims conprising an i ndependent product claimand an
i ndependent use claimreadi ng, respectively, as
fol |l ows:

"1l. A fuel oil conposition conprising a ngjor
proportion of a diesel fuel oil having a sul phur
concentration of 0.2% by weight or less, and a m nor
proportion of an additive conprising an ester of a
carboxylic acid and an al cohol wherein the acid has
from2 to 50 carbon atonms and the al cohol has one or
nore carbon atons, provided that:

(A) the additive is not a mxture of a pol ybasic acid,
or a polybasic acid ester, and a partial ester of a
pol yhydric al cohol and a fatty acid; and

(B) the additive does not conprise a reaction product
bet ween a di carboxylic acid and an oil insoluble

gl ycol . *;

"17. The use of a fuel oil conposition of any of the
preceding clains as the fuel in a diesel engine for
controlling wear rate in the injection systemof the
engi ne in operation of the engine."

Four notices of oppositions were filed against the
patent, wherein the Appellants 02, 03 and 04 (Opponents
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01, 02 and 03; hereinafter referred to as O, A1l and
Al1l) and the Respondent (Opponent 04; hereinafter
referred to as AOV) sought revocation of the patent
inter alia on the grounds of Article 100(a) EPC, in
particul ar because of the alleged |lack of both novelty
and inventive step of the clainmed subject-matter.

In its decision, the Opposition Division found that the
clainms according to the sets C, D, DE and E (main
request and first to third auxiliary requests) did not
conply with the requirenents of Article 123(2) EPC.

The clains according to the fourth auxiliary request
(set of clains C) was found to conply with the
requirenents of Articles 123(2) and (3) EPC, to be
novel and to involve an inventive step over the cited
prior art.

Appeal s were filed against this decision by the
Appel lants 01 (Patent Proprietors, hereinafter referred
to as PAT) as well as by O, Al and AOll.

During the witten procedure PAT filed the sets of
claime F, D, DDE, E and F to be considered as
further requests in addition to those already dealt
with at first instance.

During the discussion at the oral proceedings held
before the Board on 24 March 2003, PAT w thdrew t he
requests based on the sets of claims C, C, DL D, DE
and D-E' and anended the sets of clainms E, E, F and
F', which were thus to be considered by the Board,
respectively, as the main request and the first to
third auxiliary requests.
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The set E conprises 10 clains. The independent clains 1
and 2 read as foll ows:

"1. The use of an additive conprising glycerol

nonool eate, provided that

(A) the additive is not a mxture of a pol ybasic acid,
or a polybasic acid ester, and a partial ester of a
pol yhydric al cohol and a fatty acid; and

(B) the additive does not conprise a reaction product
bet ween a di carboxylic acid and an oil insoluble

gl ycol,

in a mnor proportion in a fuel oil conmposition
conprising a major proportion of a hydrocarbon
distillate diesel fuel having a sul phur concentration
of 0.05% by weight or less, for inproving the lubricity
of said fuel and for controlling wear rate in the
injection punp of a diesel engine in operation of the
engi ne. ";

"2. The use of an additive conprising an ester of a
carboxylic acid having from2 to 50 carbon atons and
nmet hanol, provided that... (wording as in claim1)".

The set E contains 8 clainms. The independent clains 1
and 2 differ fromthe respective clainms of request E
only insofar as they do not contain the wording
"provided that (A)...and (B)...an oil insoluble

gl ycol ".

The sets of clainms F and F differ, respectively, from
E and E insofar as they do not contain claim1l of
t hose sets of clains.

In respect to these requests O, OI, All and AV
submtted in witing and at the oral proceedings inter
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alia that

- the wording of the clainms according to all sets E
E, Fand F allowed the presence of additional
optional unspecified conponents in the fuel oi
conposition in which the additive was used;
noreover, the sets E and F also allowed the
presence of additional optional unspecified
conponents in the conposition of the additive
itself;

- it was not clear whether the provisos present in
claims 1 and 2 of sets E and F excl uded the
presence of conponents (A) and (B) only fromthe
conposition of the additive or also fromthat of
the fuel oil conposition in which the additive was
used; noreover, since the sets E and F' did not
contain the provisos of sets E and F, it was not
clear if components (A) and (B) could be conprised
in the fuel oil conposition of the clains
according to sets E and F';

- it was known that nmany additives to fuel oi
conpositions and also at | east sonme of the
specific ester additives of the patent in suit
coul d have nore than one function in the final
conposition and could be, e.g., both lubricating
and anti-corrosive, in which case they would al so
bel ong to the class of so-called "co-additives"
mentioned in the description of the patent in
suit; it was thus not possible to ascertain from
the final fuel oil conposition whether a specific
addi tive had been added for one purpose or
anot her ;

1264.D Y A
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- the clains related to the use of an additive
conposition in a "mnor proportion” in a fuel oi
conposition conprising a "major proportion” of a
hydrocarbon distillate diesel fuel and therefore
enconpassed the presence of other unspecified
proportions of unspecified conmponents;

- it was therefore not clear which conponents could
still be conprised in the fuel oil conmposition in
addition to the ester additive specifically
i ndicated in the clains;

- the clains according to all requests thus |acked
clarity.

PAT argued in witing and during the oral proceedi ngs
that the word "additive"” in the claimidentified an
ester conponent capable of form ng at |east partial

| ayers on certain surfaces of the engi ne as expl ai ned
in the description of the patent in suit (page 3,

lines 5 to 8 and 15) and had to be understood as being
a distinct conponent different fromthose identified as
"co-additives" in the description (page 4, lines 41 to
44) .

The clained use thus related to the use of such an
ester additive, excluding (A) and (B), in a fuel oi
conposition conprising a diesel fuel and, optionally,
ot her conponents such as co-additives.

PAT request that the decision under appeal be set aside
and that the patent be nmaintained on the basis of the
set of clains E (main request) or alternatively, as the
first to third auxiliary requests, on the basis of the
sets of clains E, Fand F', all requests as filed
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during the oral proceedings.

a, Adl, dll and AV request that PAT s appeal be
dismssed. O, Al and Ol further request that the
deci si on under appeal be set aside and the patent be
revoked.

At the end of the oral proceedings, the chairman
announced the decision of the Board.

Reasons for the Decision

1

1264. D

Adm ssibility issues.

The requests E, E, Fand F, filed by PAT during oral
proceedi ngs are found to be adm ssible by the Board.

Since these requests fail on other grounds further
details are unnecessary.

Mai n request (Set E)

Clarity

Claim2 relates according to its wording to the use in
a mnor proportion of a conponent defined as "an
additive conprising an ester of a carboxylic acid
having from2 to 50 carbon atons and net hanol "
hereinafter referred to as (X), which conponent is not
(A), a mxture of a polybasic acid, or a polybasic acid
ester, and a partial ester of a polyhydric al cohol and
a fatty acid or does not conprise (B), a reaction
product between a dicarboxylic acid and an oi

i nsol uble glycol, in a fuel oil conposition conprising
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a major proportion of a diesel fuel. The above

nmenti oned conponent is used for inproving the lubricity
of the fuel oil conposition and for controlling the
wear of the injection punp in a diesel engine.

Such cl aimwas not contained in the set of clains as
granted, which only contained a claimrelating to the
use of a fuel oil conposition (see point | above).

Therefore this amended claimnust be examned as to its
conpliance with all the requirements of the EPC and
including Article 84 EPC (see G 9/91, QJ EPO 1993, 408,
poi nt 19 of the reasons for the decision).

It is established jurisprudence of the Boards of Appeal
of the EPOthat, in order to ensure |legal certainty, a
claimnmust clearly define the matter for which
protection is sought (see T 728/ 98, QJ EPO 2001, 319,
point 3.1 of the reasons for the decision as well| as

T 337/95, QJ EPO 1996, 628, points 2.2 to 2.5 of the
reasons for the decision).

The wording of a claimnmnust noreover be interpreted as
it would be understood by the skilled person, giving to
the wording used in the claimits generally accepted
meaning in the specific technical field, and al so
having regard to the docunent as a whole (see T 860/93,
Q) EPO 1995, 047, point 5.1 of the reasons for the

deci sion and Case Law of the Boards of Appeal of the
EPO, 4'" edition, 2001, page 168, point 4.1).

PAT argued during oral proceedings that the word
"additive" in the claimidentifies a specific ester
conponent capable of formng at |east partial |ayers on
certain surfaces of the engine as explained in the
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description of the patent in suit (page 3, lines 5to 8
and 15) and should be seen as distinct from other
possi bl e conponents of the fuel oil conpositions, which
are called "co-additives" in the description (page 4,
lines 41 to 44).

The clained use thus relates in PAT's view to the use
of such an ester additive, excluding (A and (B), in a
fuel oil conposition conprising a hydrocarbon
distillate diesel fuel and, optionally, other
conponents such as co-additives.

The Board agrees that the passage on page 3, lines 5 to
8 and 15 of the description relied on by PAT relates to
t he specific additive considered responsi ble for the
desired effect, i.e. to the specific ester conpounds.
However, neither this passage nor the rest of the
description teaches that the word "additive" in the
context of the patent should be interpreted as relating
only to these ester additives and excluding e.g. the
conponents called co-additives on page 4, lines 41 to
44, which are e.g. detergents or corrosion inhibitors
and thus undi sputably known additives of fuel oil
conposi tions.

It is also undisputed that many additives of fuel oi
conpositions and also at |east sonme of the specific
ester additives of the patent in suit may have nore

t han one function in the final conposition and can be,
e.g., at one and the sane tinme lubricants and corrosion
inhibitors or detergents. It is also undisputed that it
cannot be determined in the final fuel oil conposition
if a specific additive has been added for one
particul ar purpose or another.
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The term "additive" has therefore no specific
functional nmeaning in itself but just indicates a
conponent which is added to a fuel oil conposition for
achi eving an unspecified effect. Simlarly, there is no
general ly accepted neaning of the word "co-additive",

t he meani ng of which cannot therefore be distinguished
fromthat of "additive"

The Board concludes fromthe foregoing that the wording
of claim 2 does not meke cl ear whether conponent (X)
consists only of the specifically indicated ester
conponent or is a conposition possibly conprising other
conpounds capabl e of bringing about the sanme effect,

whi ch conpounds are not the esters specified in the
description and not (A) and (B), explicitly excluded by
t he provi sos.

Mor eover, since the fuel oil conposition in which
conponent (X) is used can conprise other conponents

wi thout any limtation, conponents (A) and (B), which
are excluded fromthe list of conponents in the
additive conmposition (X), could theoretically be
conprised in the final fuel. Even though this
possibility would apparently contradi ct the requirenent
that the additive conposition (X) does not conprise (A)
or (B), it is apparently enconpassed by the wording of
the claimsince, e.g., a conponent (B), which should
not be present for inproving the lubricity of said fuel
and for controlling wear rate in the injection punp of
a diesel engine in operation of the engine, can still
be present as a corrosion inhibitor or detergent, as
expl ained in point 2.1.4 hereinabove.

Finally, the use in the clains of the wordings "m nor
proportion” and "maj or proportion" allows the
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t heoretical presence of further unspecified conponents
in unspecified proportions which can be greater or
smal | er than the so-called "m nor proportion” or "major
proportion".

The description of the patent does not contain any
further teaching which could help in interpreting the
claimnore precisely.

It follows fromthe above considerations that the
environnent in which the additive is used is uncl ear
and, consequently, the clainmed use as such is unclear.

The Board concl udes therefore that, in the

circunstances of this case, claim2 does not clearly
define the matter for which protection is sought and
t hus contravenes the requirenents of Article 84 EPC

Since the main request has to be dism ssed on this
ground there is no need to discuss the other objections
raised against it by d, Ol, All or AOV.

First auxiliary request (Set E')

Claim2 of this request differs fromthat of request E
insofar as it does not contain the provisos relating to
conponents (A) and (B) and the used additive is

i ndicated to consist of the specific conmpound i ndicated
t herei n.

However, here also, the claimallows the fuel oi
conposition in which the specific ester additive is
used to conprise unspecified proportions of unspecified
conponents, which could be thensel ves additives having
even the sane effect as the specific ester conpound and
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bei ng thensel ves esters.

It is therefore not clear which conmponents can be
present in the fuel oil conposition according to the
wording of this claimin addition to the specific ester
additive and the hydrocarbon distillate diesel fuel and
in which proportions they can be conprised; therefore,
the environnment in which the additive is used is

uncl ear and, consequently, the clainmed use as such is
uncl ear too.

Therefore the same objections raised in points 2.1.4
and 2.1.5 above apply nmutatis nutandis to this claim

Therefore claim2 of this requests does not clearly
define the matter for which protection is sought and
t hus contravenes the requirenents of Article 84 EPC
These requests nust thus be di sm ssed.

4. Second and third auxiliary requests (Sets F and F')
Since claim1l of these requests is identical to claim?2
of requests E and E', which clains have been found to
lack clarity for the reasons put forward in
points 2.1.4, 2.1.5 and 3 above, the sane objections

rai sed above apply nutatis nutandis to these requests
whi ch nust therefore be di sm ssed.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

1264. D



S 1o - T 0250/ 00

2. The patent is revoked.
The Regi strar: The Chai r man:
G Rauh P. Krasa
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