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Summary of Facts and Subm ssi ons
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Thi s appeal is against the decision by the Opposition
Division to revoke European patent No. 0 576 532.

The Patent had been opposed on the basis of |ack of
novelty and inventive step. In particular, the OCpponent
had di sputed the novelty of the subject-matter of the

i ndependent clains and sone of the dependent cl ains,
arguing that the subject-matter of the remaining
dependent cl ains | acked inventive step.

The statenent of grounds of opposition referred inter
alia to the follow ng docunents:

DOLl: WO A-90/ 14630

D32: S-A-4 888 709

DG3: GB-A-2 231 994

In the course of opposition proceedi ngs the Opponent
al so relied upon the foll owi ng docunent:

DO7: US-A-4 821 291.

In its decision the Opposition Division found that,
contrary to objections raised by the Patentee, it had
the discretion to al so consider the inventive step of
the subject-matter of the independent clains. The
Qpposition Division held that claim1l as granted | acked
novelty over DO3 (point 2.3) and questi oned whether it
showed inventive step over DO7 (point 2.6). Claim1l of
the first auxiliary request (AUX1) was held to | ack
inventive step having regard inter alia to DO3. Caim1l
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of the second auxiliary request (AUX2) was held to
contain added subject-matter.

The Patentee appeal ed, requesting, as a nmain request,
mai nt enance of the patent as granted and, as an
auxiliary request, naintenance on the basis of the
auxi liary request AUX2 decided on by the Opposition
Di vi si on.

The Appel |l ant argued that the Qpposition D vision had
not properly construed the terns in the clains
"interrogation signal"™ and "verification signal” in the
light of the description, Article 69(1) EPC. The
Appel I ant al so objected, relying on decision Gl/95, to
the fact that, although the grounds of opposition had
only chall enged the inventive step of some of the
dependent clains, the Qpposition Division had al so

all owed the inventive step of the independent clains to
be di scussed for the first tinme in the oral

proceedi ngs. The Appellant al so made an auxiliary
request for oral proceedings.

In a reply, the Respondent contested the Appellant's
argunents and maintained his view that neither of the
appel l ant's requests was al | owabl e.

In an annex to a sunmons to oral proceedi ngs the Board
stated its provisional opinion that the subject-matter
of claim1l1l as granted appeared to be anticipated by the
cited prior art and that claim1 according to auxiliary
request AUX2 appeared to contain added subject-matter.
Furthernore, it was held that the Opposition D vision
appeared to have exercised its discretion correctly to
admt the ground of inventive step against the
invention as a whole in the oral proceedings.
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In a fax dated 28 May 2002 the Respondent stated that
he woul d not be attending the oral proceedings, since
inthe light of the state of the file the costs of
doi ng so could not be justified.

Oral proceedings were held on 11 June 2002 in the
absence of the Respondent. The Appellant w thdrew the
earlier request for maintenance of the patent as
granted and filed an anended main request, requesting
grant of a patent on the basis of claim1l of the new
mai n request filed in the oral proceedings, or, as an
auxi liary request, on the basis of claim1 of the
"first supplenentary auxiliary main clainm (AUX1) set
out in annex 1 to the appeal ed deci si on.

Caiml1l of the main request, which is an anmended form
of the "second suppl ementary auxiliary main clainf
(AUX2) decided on by the Opposition Division, reads as
follows, additions to claim1 as granted being shown in
bol d:

"An information system conprising a naster station
(2,10) adapted for transmtting an infrared signal and
for receiving an infrared signal, and at |east one
information unit (30, 40) for the presentation of
visual information, said information unit conprising a
visual display and a digital nmenory, said unit being
adapted for detecting an infrared signal and for
emtting an infrared signal, and for showng on its

di splay information dependi ng upon a signal transmtted
fromthe master station, characterized by said
information unit being capable of detecting a special
interrogation signal transmtted fromthe master
station and of responding hereto by emtting a
verification signal, and said nmaster station being
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capabl e of receiving and detecting said verification
signal, said verification signal being emtted from
sai d individual display unit only upon demand from said
master station, thereby saving power since the

i ndi vi dual display unit does not have to respond to
each and every command signal received fromsaid naster

station."

Claim 1l of the auxiliary request reads as foll ows,
additions to claim1 as granted being shown in bol d:

"An information system conprising a naster station
(2,10) adapted for transmtting an infrared signal and
for receiving an infrared signal, and at |east one
information unit (30, 40) for the presentation of
visual information, said information unit conprising a
visual display and a digital nmenory, said unit being
adapted for detecting an infrared signal and for
emtting an infrared signal, and for showng on its

di splay information dependi ng upon a signal transmtted
fromthe master station, characterized by said
information unit being capable of detecting a special
interrogation signal transmtted fromthe master
station and of responding hereto by emtting a
verification signal, and said nmaster station being
capabl e of receiving and detecting said verification
signal, and said information unit (30, 40) being
capabl e of responding to instructions specifically
addressed to the unit and also to instructions not
specifically addressed.”

The Appellant argued in the oral proceedings that the
subject-matter of claim1 of the main request was novel
over DO7, since DO7 did not nention response signals
only being transmtted on demand.
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As to the auxiliary request, the Appellant argued that
the term "respond” used towards the end of the
characterising part of claiml1l was nore general than
nmerely transmtting a response to an instruction. It

al so covered reacting to a received instruction.
Moreover DOL did not disclose non-specific addressing
of information units, since several information units
could nerely be set up with the sane address. Al so DOL
only described putting transceivers into a high-gain
node, there being no disclosure of an instruction.

At the end of the oral proceedings the Board announced
its deci sion.

Reasons for the Deci sion

1

2617.D

Adm ssibility

The appeal conplies with the requirenments nentioned in
Rul e 65(1) EPC and is therefore adm ssible.

Amrendnent s

Claim1 of the main request results fromthe
conbination of claiml as granted with features taken
fromthe patent description (colum 4, lines 36 to 40,
corresponding to page 4, lines 15 to 18 of the
application docunents as filed). Claim1l of the
auxiliary request results fromthe conbination of
granted clains 1 and 3.

The Board is consequently satisfied that claim1
according to both requests satisfies the requirenents
of Article 123(2) and (3) EPC.
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3. The mai n request

The Board regards DO7 as formng the closest prior art.
DO7 concerns an information system conprising a nmaster
station and el ectronic price display nodul es which are
battery powered (colum 18, lines 57 to 61) and can
confirmsafe receipt of data signals froma master
station (Figures 7a to 7e and associated text, in
particular colum 13, lines 18 to 24) to overcone the
effects of the noisy RF (radio frequency) environment.
The Board regards such a data signal and such a
confirmation signal as being a "special interrogation
signal” and a "verification signal” in the sense of
claim1l, the patent giving no indication of what is
meant by "special”. Sone instructions fromthe base
station do not however require a response (columm 13,
lines 15 to 18). In other words, response signals are
transmtted by the display nodul es on dermand only.
Since the display nodul es do not have to respond to
each and every command signal received fromthe naster
station, it is inplicit that the power consunption of
the display units is reduced, thus increasing their
battery life.

The Appel l ant has argued that the fact that a display
nodul e does or does not respond to an instruction may
be due to the fact that it has information on whether
or not it should respond, rather than responding in
accordance with an instruction fromthe nmaster station.
In the Board's view such a scenario wuld also fal
within the definition contained in claim1l that the
verification signal is emtted fromthe individual

di splay unit only upon demand fromthe master station
since by using the appropriate instruction the nmaster
station can influence whether or not the display unit

2617.D Y A
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responds.

Hence the subject-matter of claim1 differs fromthe

di scl osure of DO7 only in the use of infrared rather

t han RF conmuni cati ons between the master station and
t he di splay nodul es.

During the oral proceedings the Appellant argued that
the skilled person would not |ook to the prior art in
the field of infrared comrunications to find solutions
to problens in the RF field.

In point 2.6 of its decision the Opposition Division
hel d that infrared and RF communi cations systens were
common alternatives. The Board sees no reason to differ
fromthis view DO7 nentions the problemof the very
noi sy RF environnent; see columm 11, lines 45 to 46. It
was known at the priority date - see, for exanple, D02
(colum 3, lines 33 to 36) - that infrared
communi cati ons overcane the susceptibility to
interference, as well as the |icensing requirenments of
RF comruni cations. The Board is consequently unable to
see an invention in the nodification of the system
known from DO7 to use infrared conmuni cations to
overcomnme these problens.

Hence the Board finds that the subject-matter of
claim1l1 |l acks inventive step, Articles 52(1) and 56
EPC.

The auxiliary request
The Board regards D3 as form ng the closest prior art.

DO3 concerns an information display systemconprising a
master station communicating using several infrared
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transmtters with a plurality of information display
units; see page 6, lines 9 to 13. The display units are
so arranged as to normally respond to instructions or
nmessages specifically addressed to the unit; see, for
exanpl e, page 8, |ast paragraph. To test which
transmtter is within range of a particul ar display
unit a test signal is transmtted to a display unit

whi ch responds with a confirmation signal if the test
signal is received (page 3, lines 25 to 29). According
to page 6, lines 14 to 16, the power needed to operate
the display nodule is delivered froman internal re-
chargeabl e battery connected to an array of sol ar
cells. The battery is charged using daylight or the
store lighting, the display being turned off to
conserve power at night when the supermarket |lights are
off (page 6, lines 24 to 25).

The Appel | ant has di sputed whether, interpreting the
clainms in the light of the description, Article 69(1)
EPC, in particular colum 2, lines 48 to 58 and

colum 4, lines 30 to 51, the "test signal"™ can be
fairly regarded as a "special interrogation signal" and
the "confirmation signal” as a "verification signal™
since DO3 concerns a test to see whether the display
nodul es are within range whilst in the patent

conmuni cation occurs. In the Board's view the
verification of the correct functioning of the

i ndi vi dual display units nentioned in the patent
(colum 4, lines 31 to 32) anounts to the sane thing
technically as testing to see whether a display unit
will respond to a test signal. The Board is
consequently unable to discern a technica
justification for this distinction between the "test"
and "confirmation" signals in DO3 and the "speci al
interrogation” and "verification" signals specified in
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t he patent cl ai ns.

The subject-matter of claim1 consequently differs from
t he disclosure of DO3 in the information unit being
capabl e of responding to instructions not specifically
addressed to it.

The skilled person starting fromDO3 would realize the
par anount i nportance of conserving battery power,
especially if the tine available for recharging the
battery of the display unit is reduced by turning off
t he supermarket lights. DOL (in particul ar page 11
lines 8 to 22) shows that it was known at the priority
date to solve this problem by addressing the display
units in groups to switch them between a "l ow gai n" and
a "high gain" node, the Board being unable to discern
any technical difference, as argued by the Appell ant
(see point VIII above), between such sw tching and
conpliance with an instruction to switch. Consequently
such "group addressing” results in the display units
responding to instructions not specifically addressed
to them Hence, by applying the teaching of DOL to the
di scl osure of DO3, the skilled person would arrive at
the subject-matter of claiml without inventive skill.

The Board concludes that the subject-matter of claim1l
al so |l acks inventive step, Articles 52(1) and 56 EPC.

The Opposition procedure

The Appel |l ant has disputed, relying on G 1/95 (Q EPO
1996, 615), whether the Opposition Division was
entitled to allow the inventive step of the subject-
matter of the independent clains to be discussed for
the first time in the oral proceedings, since up until
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t hat point the Opponent had only provided argunentation
as to why these clains | acked novelty.

The Opposition Division concluded (see point 2.6 of the
m nutes of the oral proceedings and point 2.5 of the
deci sion) that the ground of inventive step could be
considered for all clains, since, anpongst other

reasons, the patent as a whol e had been opposed on the
basis of |ack of inventive step and the Qpponent had
natural ly not disputed the inventive step of the clains
all eged to | ack novelty.

The Board is not convinced by the Appellant's argunents
relying on G 1/95. The ground of inventive step had

al ready been raised in the statenent of opposition and
thus did not constitute a "fresh ground of opposition”
in the sense of G 1/95 when it was cited against al

i nstead of only sone of the clainms. Mreover G 1/95
relates to the introduction of new grounds of
opposition into appeal proceedings (see headnote) and
is thus not directly relevant to the opposition
proceedi ngs in question. It does however refer
(reasons, point 5.2) to G 10/91 (QJ EPO 1993, 408 and
420).

According to G 10/91, whilst an Opposition Division is
not obliged to consider all grounds for opposition
under Article 100 EPC goi ng beyond the statenent under
Rul e 55(c) EPC, it has a discretion to consider other
grounds for opposition which, prima facie, prejudice
mai nt enance of the patent. Hence in the light of

G 10/91 the Opposition Division was conpetent to
consider the inventive step of the granted i ndependent
clainms. Furthernore the Patentee cannot reasonably
claimto have been surprised by such a devel opnent,
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given the fact that an explicit objection under
Article 56 EPC was raised against claim1 as granted
wel | before the oral proceedings called by the first

i nstance (see the Opponent's letter of 24 Septenber
1998 and the conmuni cati on acconpanyi ng the summons to
oral proceedings).

The Board is consequently satisfied that the Opposition
Di vision exercised its discretionary power according to
Article 114(1) EPC reasonably in allow ng the inventive
step of all clains to be discussed at the oral

pr oceedi ngs.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Ki ehl S. V. Steinbrener
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