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Summary of Facts and Subm ssi ons

2900.D

The grant of European patent 0 619 111, in respect of
Eur opean patent application 94 105 264.9, filed on

5 April 1994 and claimng a right of priority in the
US A of 6 April 1993 (US 43241), was published on
27 Decenber 1996. The patent as granted contained the
foll owi ng i ndependent claim

"1. An aqueous based hair fixative conposition that
conpri ses

(A) an effective percent by weight, based on the total
wei ght of the hair fixative conposition, of a fully
reacted carboxyl ated |inear polyurethane conprising the
reacti on product of

(1) one or nore 2, 2-hydroxynethyl-substituted
carboxylic acids, represented by the formula

CH,OH

R - C-COOH

CH,OH

in which R represents hydrogen, or G - Cy al kyl,
present in a sufficient anount by weight to give 0.35-
2.25 mlliequival ents of carboxyl functionality per
gram of pol yur et hane,

(1i) 10-90% by wei ght, based on the wei ght of the

pol yur et hane, of one or nore organi c conpounds each
having no nore than two active hydrogen atons, and
(iii) one or nore organic diisocyanates present in a
sufficient anount to react with the active hydrogens of
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t he 2, 2- hydroxynet hyl - substituted carboxylic acid and
t he organi ¢ conmpounds, excepting the hydrogen on the
carboxyl ate of the 2, 2-hydroxynet hyl -substituted

car boxylic acid;

(B) an effective anobunt of one or nore cosnetically
accept abl e organic or inorganic base to neutralize a
sufficient proportion of the avail abl e carboxyl groups
on the pol yurethane to nake the pol yurethane soluble in
water or in a mxture of water and polar organic

sol vent; and

(C) a solvent conprising
(1) water, and
(ii) 0-85% by weight of the solvent, of one or nore

pol ar organic solvents."

A notice of opposition was received on 19 Septenber
1997, in which revocation of the patent was requested
on the grounds that the clainmed subject-matter |acked
novelty having regard to docunment (Dl1) WO A-94/03510
(Article 100, paragraph (a), EPQ

In an interlocutory decision notified in witing on
17 Decenber 1999, which was based on six sets of
amended clains as the main and the first to fifth
auxiliary requests, all submtted during the oral
proceedi ngs held on 30 Novenber 1999, the Opposition
D vision found that the patent anmended according to the
fifth auxiliary request fulfilled the requirenents of
the EPC. The clains granted for the contracting state
NL remai ned unanended. Claim1l of the fifth auxiliary
request for the designated contracting states BE, DE
FR, GB and IT differed fromC aim1 as granted by the
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feature "(iii) one or nore organic diisocyanates

selected fromthe group consisting of nethyl ene-di-p-

phenyl diisocyanate and net hyl ene-bi s- (4-

cycl ohexyl i socyanate)".

In its decision, the Opposition Division held that:

(a)

(b)

(c)

(d)

The patent granted for the contracting state NL
was not affected by the opposition, which instead
was directed against the patent granted for the
ot her designated contracting states.

Al though Cdaim1l according to the main request
di scl ai med sonme conpositions exenplified in D1,
its subject-matter neverthel ess | acked novelty
having regard to the whol e di scl osure of DL.

The subject-matter of Clainms 1 according to each
of the first, second, third and fourth auxiliary
requests contravened the requirenents of

Article 123(2) EPC, because the undi scl osed

di sclaimers present in those Cains 1 excluded
subj ect-matter which was not disclosed in D1.

The clains according to the fifth auxiliary
request instead fulfilled the requirenents of the
EPC. So did the description that had been brought
into line with the clainms during the oral

pr oceedi ngs.

On 24 February 2000, the patent proprietors (appellants)

| odged an appeal against that decision; the fee for

appeal was paid on the sane day.
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In their notice of appeal, the appellants encl osed
three sets of anended clains as the first to third
auxiliary requests replacing the first to third
auxiliary requests then on file. Further, the main
request and the fifth auxiliary request underlying the
i mpugned deci sion were nmai ntai ned as the main request
and the fourth auxiliary request, respectively.

Conpared to Caim1l as granted, each Claim1 according
to the main request and the first to third auxiliary
requests contained the foll owi ng anmendnments,
respectively:

Mai n request

"With the proviso that the follow ng conpositions a) to
d) are excl uded:

(a) a conposition consisting of 3% of a pol yurethane
(1), 0.26% 2-am no-2-net hyl - propanol, 10% dest. HQO
51. 74% abs. et hanol and 35% di net hyl et her,

(b) a conposition consisting of 6% of a pol yurethane
(1), 0.52% 2-am no- 2-net hyl - propanol and 93. 48%
dest. HO,

(c) a conposition consisting of 4% of a pol yuret hane
(2), 0.37% 2-am no-2-net hyl - propanol and 95. 63%
dest. H,O, and

(d) a conposition consisting of 4% of a pol yurethane

(2), 0.37% 2-am no- 2-net hyl - propanol, 63. 75% dest.
H,O and 31. 88% et hanol

2900.D
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wher eby the pol yurethane (1) is the reaction product of
1 part by nol of a polyesterol having a M, of 1000g/ nol
fromisophtalic acid, adipic acid and hexanediol, 2
parts by nol of neopentyl glycol, 3 parts by nol of

di met hyl ol propionic acid and 6 parts by nol of

i sophorone diisocyanate, and

wher eby the pol yurethane (2) is the reaction product of
1 part by nol of a polyesterol having a M, of 450 g/ nol
fromphthalic acid and di ethylene glycol, 1.5 parts by
nol of dinethylol proprionic acid, 2.7 parts by nol of
i sophorone diisocyanate and 0.03 parts by nol

pi perazine."

First auxiliary request

"W th the proviso that pol yurethanes conprising

si mul t aneousl y di nmet hyl ol propionic acid as conmponent
(A) (i) and isophorone diisocyanate as conponent (A)(iii)
are excluded. "

Second auxiliary request

"sel ected fromthe group consisting of nethyl ene-di-p-
phenyl diisocyanate, nethyl ene-bis(4-

cycl ohexyl i socyanate), toluene diisocyanate, 1,5-
napht hal ene dii socyanate, 4,4'-diphenyl nethane

di i socyanate, 2,2'-dinethyl-4,4"-di phenyl net hane

di i socyanate, 4,4'-dibenzyl-diisocyanate, 1, 3-phenylene
di i socyanate, 1, 4-phenyl ene diisocyanate, m xtures of
2,4- and 2, 6-toluene diisocyanate, 2,2'-dichloro-4,4'-
di i socyanat o di phenyl net hane, 2, 4-di brono-1, 5-

di i socyanat o napht hal ene, butane-1, 4-dii socyanate and
hexane- 1, 6-di i socyanate, cycl ohexane-1, 4-diisocyanate."”
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Third auxiliary request

"sel ected fromthe group consisting of nethyl enedi-p-
phenyl diisocyante, nethyl ene-bis-(4-
cycl ohexyl i socyanate), and tol uene diisocyanate."”

The statenent setting out the grounds of appeal was
recei ved on 14 March 2000.

In a letter dated 24 July 2000, the opponents
(respondents) objected to the new requests of the
appel | ant s.

In reply to a communi cation of the Board in preparation
for oral proceedings, the appellants announced that
they would not attend the oral proceedings (letter
dated 27 COctober 2004).

Oral proceedings were held on 24 Novenber 2004. As
announced, the appellants did not attend the oral
proceedi ngs, which thus were continued in their absence
pursuant to Rule 71(2) EPC.

In their statenment setting out the grounds of appeal,
t he appel l ants argued essentially as foll ows:

(a) As to the main request, the skilled person reading
t he general disclosure in Dl could arrive at the
cl ai med subject-matter only if specific conponents
mentioned in D1 were picked out of the listed ones.
Therefore, only the exanples of D1 were rel evant
for assessing novelty. However, hair conpositions
(b) to (e) exenplified in D1 had been discl ai ned
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in Caiml. Since exactly the novelty destroying
parts of D1 had been disclai med, the disclainer
was al l owable. Its formal allowability had not
been objected to in the inpugned deci sion.
Therefore, the subject-matter of Claim1 according
to the main request was novel having regard to DI.

Regarding Claim1 of the first auxiliary request,
it disclainmed all polyurethanes sinmultaneously
conpri sing di nethylol proprionic acid and

i sophorone diisocyanate. Since D1 only exenplified
hair conpositions with pol yurethanes that always
cont ai ned sai d conponents, the subject-matter of
Claim1 was novel over DL.

As regards the second auxiliary request, Claim1l
defined diisocyanates as disclosed in the
application as filed, with the exception of

i sophorone diisocyanate. Since D1 exenplified only
pol yur et hanes based on i sophorone diisocyanate,
the subject-matter of Claim1l was novel

As to the third auxiliary request, the preferred
dii socyanates of Claim 10 as granted had been
incorporated into Caim1, with the exception of
i sophorone diisocyanate. Thus, Claim1l was novel
over D1 for the sane reasons as for the second

auxiliary request.

The fourth auxiliary request corresponded to the
fifth auxiliary request underlying the inpugned
deci si on, which had been found al |l owabl e.
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The respondents argued essentially as foll ows:

(a)

(b)

As regards the nmain request, not only the

pol yur et hanes of Exanples 1, 2, 3 and 5 of DI,

whi ch had been disclained in Caim1l in suit, were
rel evant but al so the pol yurethane of Exanple 6.
Al'l those pol yuret hanes possessed features (A) (i),
(A)(ii) and (A)(iii) of daim1 in suit.
Furthernore, according to Footnote 2 of the Tables
in D1, those pol yurethanes had been used in
aqueous conpositions, after neutralisation with 2-
am no- 2- net hyl - propanol, in which the neutralised
pol yur et hane was sol uble. Those conpositions al so
inmparted a curl retention to the tested hairs, as
illustrated. Therefore, D1 disclosed further hair
fixing conmpositions which took away the novelty of
the clained subject-matter according to the main
request.

As to the first to third auxiliary requests, al

di sclaimng the use of isophorone diisocyanate,

t he exception of a specific conbination was not
sufficient because the whole disclosure of DI went
beyond the exenplified conbinations, as
established in T 188/83 (QJ EPO 1984, 555) and

T 666/ 89 (QJ EPO 1993, 495). The conponent 2, 2-di -
(hydroxymet hyl ) propi oni c acid was individualised
as such and exenplified in six of the seven
exanpl es of D1, hence it was the nost preferred
conmponent (A)(i). Although D1 exenplified the use
of isophorone diisocyanate, it clearly nentioned

t hat i sophorone diisocyanate, toluene diisocyanate
and hexanet hyl ene-di i socyanate were the nost
preferred diisocyanates. Hence, toluene
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di i socyanat e and hexanet hyl ene-di i socyanate were
di sclosed in a short list as equally preferred

di i socyanates, i.e. as equally suitable conponent
(A (ii1). Since that situation did not include two
i ndependent |ists of conponents but only a
possibility of using two alternative diisocyanates
together with 2,2-di-(hydroxynethyl)propionic acid,
there was no roomfor a selection invention.
Therefore, the amendnents in the first to third
auxiliary requests could not render novel the

cl ai med subject-matter, in line with the inpugned

deci si on.

In addition to | ack of novelty, there was no basis
in D1 for the disclainmer in Claim1l of the first
auxi liary request, which consequently was not

al | owabl e.

Further, with respect to Claim1l of the second
auxi liary request, the group of diisocyanates

wi t hout isophorone diisocyanate had not been

di scl osed originally. The sanme concl usi ons applied
to Caim1l of the third auxiliary request. Hence,
al so those disclainers were not all owabl e.

The appel lants (proprietors) had requested in witing

that the decision under appeal be set aside and that

t he patent be maintained as follows:

(a)

(b)

with regard to the designated contracting state NL,
t he patent as granted; and,

with regard to the other designated contracting
states, on the basis of the main request
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underlying the decision under appeal (main
request), or, alternatively, according to any of
the three auxiliary requests filed wth the notice
of appeal, or, according to the fourth auxiliary
request corresponding to the fifth auxiliary
request underlying the decision under appeal and
hel d al | owabl e by the Qpposition D vision.

The respondents (opponents) requested that the appeal
be di sm ssed.

Reasons for the Decision

1

The appeal is adm ssible.

Mai n request

Amrendnent s

2900.D

The i mpugned decision did not deal with the amendnents
to the clainms according to the main request. Those
anmendnents were not objected to by the respondents in
t he appeal proceedings (letter dated 24 July 2000). In
a conmuni cation of the Board in preparation for the
oral proceedings attention was drawn to decision G 1/03
(QJ EPO 2004, 413) and to a nunber of questions which
arose in connection with the allowability of

di scl aimers. However, the appellants have neither
replied to that conmunication nor have they attended

t he oral proceedings. Considering that there are no
argunents of the appellants on the formal allowability
of the anmendnents and since the main request does fai
for lack of novelty (point 3, infra), the question
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whet her or not the amendnents fulfil the requirenents
of the EPC can be |eft undeci ded.

The only prior art document within the proceedings is
D1.

Since D1 has a priority date of 29 July 1992, i.e.

before the priority date of the patent in suit, but has
been published on 17 February 1994, i.e. after the
priority date of the patent in suit, Dl is an earlier

Eur opean patent application pursuant to Article 54(3)(4)
EPC. That view has not been contest ed.

According to the European patent register and the
specification of the European patent granted from D1
(EP-B-0 656 021), the follow ng contracting states have
been designated in Dl1:. BE, CH DE, ES, FR GB, IT, LI
The patent-in-suit designates the foll ow ng contracting
states: BE, DE, FR, GB, IT, NL. Thus, Dl designates al
contracting states designated in the patent in suit but
t he Netherl ands. Consequently, the objection of |ack of
novel ty based on D1 does not extend to the clains for
the contracting state NL.

D1 concerns the use of polyurethanes which are sol uble

or dispersible in water and are conposed of

(a) at |east one conmpound which contains two or nore
active hydrogens per nol ecul e,

(b) at least one diol containing acid groups or salt
groups and

(c) at least one diisocyanate
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with a glass transition tenperature of at |east 15°C
and acid nunbers of from12 to 150 or the salts of

t hese pol yuret hanes in cosnetic and in pharnmaceuti cal
conpositions (Claim1l). Hence, D1 concerns agueous
conpositions conprising pol yurethanes obtai ned by
reacting starting conmpounds which are simlar to those
specified in Claimlin suit.

According to the respondents, acid nunbers of from 12
to 150 correspond to fromO0.21 to 2.67 mlliequivalents
of carboxyl functionality per gram of pol yurethane
(Notice of opposition). This fact is not contested by
the appellants (letter dated 9 March 1998). Hence, the
range of 0.35 to 2.25 mlliequival ents of carboxyl
functionality per gram of pol yurethane defined in
feature (A)(i) of daim1l in suit corresponds to a

| arge part of the range disclosed in DIl.

Di ol s, diam nes, polyesterols, polyetherols or mxtures
t hereof with a nol ecul ar wei ght (nunber average) of in
each case up to 3000 are used as conpounds in group (a),
although it is possible to replace up to 3 nol % of said
conpounds by triols or triamnes (Claim2). Thus, a
preferred conponent (a) is a diol, which is an organic
conmpound having two active hydrogen atons as specified

in Cdaimlin suit.

Di net hyl ol propanoic acid is one of the three preferred
diols containing acid groups (Caim4). Therefore,

di met hyl ol propanoic acid is a preferred diol

contai ning acid groups and corresponds to conpound

(A (i) of daim1lin suit.
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Hexanet hyl ene dii socyanate, isophorone diisocyanate
and/ or toluylene diisocyanate are the preferred
conmpounds of group (c) (Caimb5). These diisocyanates
are also nmentioned in the patent-in-suit as suitable
conpounds A(iii) as defined in Claim1 in suit (page 4,
first paragraph).

According to the general preparation conditions

descri bed on page 10 of D1 (| ast paragraph), the

m xture containing conpounds (a), (b) and (c) is

mai nt ai ned under reaction conditions until the content
of isocyanate groups becones constant (page 10,

lines 30 to 33). Thereafter, a diam ne such as

pi perazine, acting as chain extender (page 7, lines 1
to 5), can be used to reduce the content of isocyanate
groups to zero (page 10, lines 33 to 38). In the
absence of any chain extender, the remaining i socyanate
groups are inactivated by addition of e.g. 2-am no-2-
met hyl - propanol (page 10, lines 38 to 41). Therefore, a
fully reacted carboxyl ated |inear polyurethane is

envi saged by DL.

The pol yuret hanes according to D1, after neutralisation,
are soluble or dispersible in water, i.e. wthout the
need of any enmulsifiers (page 9, lines 6 to 8). A
nunber of suitable bases for neutralisation are
disclosed in D1, inter alia amnes (page 9, lines 12 to
17). As far as hair conpositions are concerned, D1

t eaches that 2-am no-2-nethyl propanol,

di et hyl am nopropylam n and triisopropanolamn are
particularly suitable bases for neutralisation (page 9,
lines 17 to 20). That neutralisation, depending on the
kind of application, may be 100% (page 9, lines 24 to
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26). Therefore, feature (B) of Claimin suit is also
di scl osed in DL.

It is apparent fromthe above that Dl concerns aqueous
conpositions corresponding to those defined in Claiml
in suit. The appellants however argued that the skilled
person had to nake several choices anong the preferred
ingredients disclosed in D1 to arrive at the clai ned
conposition. In particular, the disclainmd exenplified
conpositions in Claiml were sufficient to establish
novelty. Therefore, it is necessary to consider the
exanples of D1 to ascertain whether or not further
conpositions envisaged by DL fall within the definition
of Caiml in suit. The follow ng picture can be
gathered fromthe exanpl es of DLI:

Seven pol yur et hanes have been exenplified (Tables on
pages 14 and 15). Polyurethanes 1 to 5 are known,

wher eas pol yuret hanes 6 and 7 have been made avail abl e
by D1 (page 12, lines 16 to 18). Pol yurethane 7 has not
been prepared from di nmet hyl ol propionic acid and cannot
be novelty destroying. Polyurethanes 1 to 6 have been
made from di met hyl ol propionic acid as conpound (b) and
i sophorone diisocyanate as conpound (c), which
conpounds fall within the disclosure of the patent-in-
suit, apart fromthe conpositions containing i sophorone
di i socyanate whi ch have been excluded by the disclainer.
As regards conpound (a), several diols have been used
for making polyurethanes 1 to 6. In particular,

pol yur et hanes 2, 3 and 5 have been nmade fromthe
foll owi ng conpounds (a), respectively: a polyesterdi ol
(P(ADS-DEG ) having a nol ecul ar wei ght MW of 500

consi sting of adipic acid and diethylene glycol; a

m xture of one nole of polyesterdiol (P(IPS/ ADS-VI))
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havi ng a nol ecul ar wei ght MWV of 1000 consisting of

i sophthalic acid, adipic acid and hexanedi ol and 2

nol es of neopentyl glycol (NPG; and, a polyesterdiol
(P(PS-DEG ) having a nol ecul ar wei ght MWV of 450

consi sting of phthalic acid and diethylene glycol. A

t he pol yesterdiols P(ADS-DEG, P(1PS/ ADS-VI) and P(PS-
DEG used in polyurethanes 2, 3 and 5 not only fulfil
definition A(ii) of Cdaim1 in suit but are indicated
as suitable polyesterdiols in the description of the
patent in suit (page 3, lines 28 to 34). Al so the diol
used in polyurethane 6, which is based on one nole of
P(MS-EG (i.e. based on polylactic acid and

et hyl engl ycol) fulfils definition (A)(ii) of Aaim1lin
suit. It has never been contested that the anount of

t he polyesterdiols in polyurethanes 2, 3 and 5 al so
fulfils the requirenent that conpound (A)(ii) should be
present in an anmount of 10-90% by wei ght, based on the
wei ght of the pol yurethane. The respondents have shown
during the oral proceedings that this requirenent is
also fulfilled for polyurethane 6. Therefore,

pol yurethanes 2,3, 5 and 6 fulfil all conditions (A) (i),
(A (ii) and (A)(iii) as defined in daim1l1 in suit.

Pol yur et hanes 3 and 5 have been used in aqueous based
hair fixative conpositions as follows (pages 12 and 13):

(a) Aerosol-hairspray (aqueous-al coholic)

Pol yur et hane 3 3%
2- Am no- 2- et hyl - pr opanol 0. 26%
Distilled water 10. 00%
Et hanol abs. 51.74%
D net hyl et her 35%
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(b) Handpunpspray

Pol yur et hane 3 6%
2- Am no- 2- et hyl - pr opanol 0.52%
Distilled water 93. 48%

(c) Hair (purely aqueous)

Pol yur et hane 5 4. 00%
2- Am no- 2- et hyl - pr opanol 0.37%
Distilled water 95. 63%

(d) Hair (aqueous-al coholic)

Pol yur et hane 5 4. 00%
2- Am no- 2- et hyl - pr opanol 0.37%
Distilled water 63. 75%
Et hanol abs. 31. 88%

These hair conpositions have however been disclainmed in
Claim1 in suit. This fact shows that D1 discloses hair
conpositions falling under the terns of Claim1l

(wi thout the disclainers).

Nevert hel ess, the disclosure of DL goes beyond hair
conpositions (b) to (e), nowdisclained in daim1lin
suit. According to Footnote 2 to the Table on page 15
of D1, the water solubility of polyurethanes 1 to 7,
hence of pol yurethanes 2, 3, 5 and 6, has been tested
at pH 7, after neutralisation with 2-am no-2-

nmet hyl - propanol, at a concentration of 5% at room
tenperature. In particular, it is apparent fromthe
Tabl e on page 15 that polyurethanes 2, 5 and 6 are

wat er sol uble. Thus, in view of the neutralisation with
2-am no- 2- et hyl propanol (indicated as preferred
neutraliser in the patent in suit, page 4, line 36) and
the water solubility shown by pol yurethanes 2, 5 and 6,
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the definitions of features (B) and (C) of daim1lin
suit are also fulfilled by the further conpositions

di scl osed by D1. Furthernore, a curl retention of those
pol yur et hanes has al so been determ ned, as resulting
fromthe penultimate colum of the Table on page 15.
These solutions are thus suitable aqueous based hair
fixative conpositions.

These facts have been nentioned in the decision under
appeal (pages 5 and 6) as well as in the conmmunication
of the Board in preparation for the oral proceedings.
The appel |l ants, however, have not countered these

argunent s.

Since D1 di scloses hair conpositions other than those
whi ch have been disclainmed, in particular those based
on pol yurethanes 2, 5 and 6, those further conpositions
fulfilling the definition of daim1 in suit, the
subject-matter of Claimin suit is not novel.

Consequently, the main request is not allowable.

First auxiliary request

4.2

2900.D

Novel ty

Claim 1 according to the first auxiliary request

i ncludes the disclainer "with the proviso that

pol yur et hanes conpri sing sinmul taneously di net hyl ol
propi onic acid as conponent (A)(i) and isophorone
di i socyanate as conponent (A)(iii) are excluded."

Si nce i sophorone diisocyanate has been used in all the
exanpl es, this disclainmer ains at taking away the
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di scl osure of the pol yurethanes and hair conpositions
exenplified in DL.

However, not only the exanples of a docunent should be
regarded as state of the art. According to the

est abl i shed case | aw of the Boards of Appeal of the EPO
(4'" edition, 2001, I.C. 2.7, in particular in connection
with T 666/89, supra) it is necessary to consider the
whol e content of a citation when deciding the question
of novelty. In applying this principle, the evaluation
has therefore not to be confined nerely to a conparison
of the clainmed subject-matter with the exanples of a
citation, but has to extend to all the information
contained in the earlier docunent. Hence, it has to be
est abl i shed what has been nmade available to the skilled
person readi ng the specification.

In the present case, the preferred diols containing
acid groups are dinethylol propionic acid and the
conpounds having fornulae (I1) and (I1l) (page 6 and
Claim4 of D1). In the list of the preferred diols
contai ning acid groups, dinethylol propanoic acid not
only is nmentioned first but is the only individualized
conmpound as such, whereas the other two preferred diols
are given in formof Markush fornmulae (11) and (I111).
Furthernore, dinethylol propanoic acid is exenplified
in six of the seven exanples of Dl (pages 14 and 15).
Hence, dinethylol propionic acid represents the only
specifically nmentioned conpound (b) used in 6 of the 7
pol yur et hanes exenplified in D1. The other diols nerely
represent generically disclosed classes of conmpounds.
In particular, the class according to Fornmula I1
conprises diols with two carboxylic acid groups, for
whi ch only one specific exanple is given, a condensate
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based on pyronellitic acid dianhydri de and
neopentyl gl ycol (Exanple 7). The second cl ass accordi ng
to Formula |11l actually concerns conpounds which do not
contain carboxylic acid groups. Hence, as far as the
di ol containing acid groups is concerned, the

di scl osure of D1 addresses enbodi nents where the first

i ndi vidual Iy menti oned conpound is nore prom nent than
the other two classes of conmpounds. Thus, that

di scl osure of D1 does not represent a situation where a
list of equival ent diols containing carboxyl acid
groups are disclosed on the sane |evel.

As regards the diisocyanates, D1 discloses, firstly,
that all the usual diisocyanates can be used. In
particular, it is nentioned, in al phabetical order,
that the nost preferred conpounds (c) are hexanet hyl ene
di i socyanate, isophorone diisocyanate and/ or tol uene
di i socyanate, so that all specifically nanmed conpounds
are disclosed on the sane |level, as suitable
alternatives. Although only isophorone diisocyanate is
used in all of the exanples, it can be gathered from

t he context of the disclosure of DL that the other two
di i socyanate conpounds are suitable alternatives as
well, so that the skilled person would seriously
contenpl at e usi ng any of hexanet hyl ene diisocyanate or
t ol uene diisocyanate, two of the nost preferred anong
t he usual diisocyanates, instead of isophorone

di i socyanat e.

It follows fromthe above anal ysis, that the disclosure
of D1 cannot be restricted to the exenplified
conpositions and rmakes avail able further enbodi nents
whi ch, instead of isophorone diisocyanate, can use any
of hexanet hyl ene diisocyanate and tol uene diisocyanates
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wi th dinethylol proprionic acid. Since the subject-
matter of Caiml in suit still covers such enbodi nents,
it lacks novelty over the disclosure of DI.

In view of the above reasons, it can be |eft undecided
whet her or not the amendnent fulfils the requirenents
of the EPC, in particular whether or not the disclainer
is allowable.

auxi liary request

Novel ty

Claim 1l according to the first auxiliary request
includes a specific list of the suitable organic

di i socyanates, which has been taken fromthe
description of the patent in suit (page 4, first

par agraph). Al though that |ist does not include

i sophorone diisocyanate, used in all of the exanples of
D1, it does include toluene diisocyanates and hexane-

1, 6-dii socyanate, which are nentioned as equally
preferred diisocyanates in Claim4 of D1. Since the
list of diisocyanates according to Claim1 includes

di i socyanates of D1, the clainmed subject-mtter cannot
be di stinguished fromDl in that respect, so that the
factual situation with the second auxiliary request is
not different fromthe situation of the first auxiliary
request as far as novelty is concerned. Hence, the
conclusions drawn for the first auxiliary request apply
mutatis nutandis to the second auxiliary request as
well. The subject-matter of Caim1l | acks novelty.
Consequently, the second auxiliary request is also not
al | owabl e.
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Third auxiliary request

Novel ty

Claim1 according to the third auxiliary request

i ncl udes the anendnent that the organic diisocyanate is
"sel ected fromthe group consisting of nethyl enedi-p-
phenyl diisocyante, nethyl ene-bis-(4-

cycl ohexyl i socyanate), and toluene diisocyanate". That
amendnent has a basis in Claim10 as granted, which is
based on the description as filed.

However, for the same considerations applied above to
the second auxiliary request, the presence of toluene
dii socyanate in the list of the organic diisocyanates,
al so nentioned in Claim4 of D1, leads to the
conclusion that the clainmed subject-matter | acks

novel ty. Consequently, the third auxiliary request is
not all owabl e either.

Fourth auxiliary request

2900.D

The fourth auxiliary request corresponds to the fifth
auxi liary request underlying the decision under appeal,
whi ch was held to fulfil the requirenents of the EPC.
Si nce the opponents have not | odged an appeal agai nst
that interlocutory decision, the proprietors are the
only appellants. In view of the "prohibition of
reformatio in peius" arising fromthat situation,

nei ther the Board nor the non-appealing opponents can
chal | enge mai ntenance of the patent as thus anended
(Case Law of the Boards of Appeal, supra, VII.D. 6.1).



Or der

For these reasons it

The appeal is dism ssed.

The Registrar:

C. Ei ckhoff

2900.D

I s deci ded that:

T 0234/ 00

The Chai r man

R. Teschemacher



