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Summary of Facts and Submn ssions

1085.D

The patent proprietor's appeal is directed against the
deci sion of the Opposition Division to revoke European
patent No. 0 427 553.

The patent had been opposed on the grounds of |ack of
novelty and inventive step and the foll ow ng evidence
was cited:

D1: DE-U-1 981 048

D2: US-A-2 132 249

D3: GB-A-706 876.

The Qpposition Division was of the opinion that the
subject-matter of Claim1 anended according to the
patent proprietor's main request |acked novelty with
respect to DL. An auxiliary request filed during ora
proceedings to further anend the subject-matter of the
claimwas not admitted in accordance wth Rule 71a EPC

The witten decision of the Opposition Division was
posted on 22 Decenber 1999. Notice of appeal together
w th paynent of the appeal fee was received on

21 February 2000 and the reasons for appeal were
received on 26 April 2000.

During oral proceedings held on 22 March 2001 the
appel | ant requested that the decision of the Opposition
Di vision be set aside and that the patent be maintained
based on Clains 1 to 8 and description filed during the
oral proceedings.
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The respondent requested that the appeal be dism ssed.
In addition to arguing that the subject-matter of
Caim1l according to the appellant's request |acked an
i nventive step, the respondent raised an objection of
addi tion of subject-matter (Article 123(2) EPC) as a
result of the amendnents nmade to the claim

The patent as anended according to the appellant's
request contains, in addition to Caim1, dependent
Clains 2 to 8 which relate to preferred enbodi nents of
the subject-matter of Caim1l. The description has been
anended essentially only for consistency with Caiml.

Caiml reads as foll ows, whereby anendnents nmade in
conparison with the claimas granted are indicated in
bol d text:

"The use of a sealing arrangenent for effecting a sea
with a rotatable shaft (1) having with respect to its

| ongi tudi nal axis a generally cylindrical shape, which
conprises a shaft seal (6,40) positioned in a housing
(5,42) so that its sealing lip (7,8,30) engages the
shaft (1) and defines a first liquid side and a second
air side, the shaft (1) having a conical portion (4,21)
on the second side whose cross sectional dianeter
decreases in a direction away fromthe sealing |lip and
an annul ar cavity (9) defined in part by the conica
portion (4,21) and also in part by a radially extending
apertured plate nenber (10,41) positioned about the
shaft (1) characterised in that the use is in
conjunction with perfluoropolyethers and such that any
of the liquid lubricant escaping fromthe first liquid
side of the seal to the second air side of the sea
enters in to and is constrained in the cavity (9) to
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forma well of the liquid lubricant at the base thereof
until sufficient liquid l[ubricant is present in the
cavity (9) to inpinge on the conical portion (4,21) of
the shaft (1) and thereby be urged by centrifugal force
towards the sealing lip (7,8,30)."

The appel l ant's argunments can be summari sed as foll ows:

As regards the disclosure in the application as
originally filed of the use of the seal arrangenent in
conjunction with perfluoropolyethers, it was disclosed
in colum 1, lines 34 to 44 of the application as
published, relating to the prior art, that difficulties
occur in attenpting to contain perfluoropol yether

| ubricants by neans of a seal in conjunction with a
rotating shaft. By disclosing in colum 1, lines 45 to
48 that the invention ains to mtigate or mnimse such
difficulties by providing a novel seal arrangenent
there is an inplicit disclosure of the use of such a
seal arrangenent in conjunction wth

per fl uoropol yet hers.

As regards novelty and inventive step, no cited
docunent relates to the use of a sealing arrangenent in
conjunction with perfluoropol yethers. Dl is unclear in
its teaching in respect of whether the inner or outer
part of the bearing rotates and so should be

di sregarded as not relevant. According to D2 a conica
portion on the rotating shaft is not disclosed as
nmoving oil towards a seal and there would be no reason
for it to do so.

The respondent essentially reasoned that:
The original application disclosed the lubricants
termed as perfluoropolyethers only in respect of the
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prior art. The original clains related only to the
sealing arrangenent itself and there was no suggestion
for the skilled person that the sealing arrangenent
woul d be used with these lubricants. Mreover, there
was no indication that protection would be clainmed in
respect of the use of the sealing arrangenent. Anended
Caiml therefore offends the provisions of

Article 123(2) EPC

The shaft of Dl is stationary and the constructiona
features of Cdaiml in suit are nerely a kinematic

i nversion of the arrangenment known from D1. D2

di scl oses all of the constructional features of Claiml
insuit and it is inplicit for the skilled person that
the rotating conical portion on the shaft will exhibit
the same functional feature as is defined in the claim
The only novel feature in conparison with the prior art
therefore is the use of the sealing arrangenent with
per fl uoropol yethers. However, both of the prior art
sealing arrangenents are suitable for such a use.

Reasons for the Decision

2.1

1085.D

The appeal is adm ssible.

Amendnent s

Caiml as granted defined a sealing arrangenent and so
t he anendnent to define a use concerns a change of
category after the patent has been granted. The
guestion whether such a change is in conpliance wth
the provisions of Article 123(3) EPC in such a case was
answered positively in decision /88 (Point 5 of the
reasons) and, since the respondent has not chall enged
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this point, need not be considered further. However,

1085.D Y A
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t he respondent does chall enge in accordance with the

1085.D Y A
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provi sions of Article 123(2) EPC the disclosure of the
application as originally filed in respect of both the
use of the sealing arrangenent with perfl uoropol yethers
and the possibility of claimng protection for its use.

The application as originally filed begins by

di scussing prior art arrangenents for sealing against a
rotating shaft in general and in colum 1, lines 34 to
44 expl ains that particular problens existed in respect
of perfl uoropolyether |ubricants which exhibit |ow
surface tension and so are difficult to contain with a
conventional shaft seal. In the subsequent text

(colum 1, lines 45 to 48) it is stated that the
invention is concerned wwth a sealing arrangenent which
i n general overcones, or at |least mtigates or

m ni m zes, such difficulties. Those difficulties wll
be overcone only if the sealing arrangenent is actually
used with perfluoropol yethers and the use of the

seal ing arrangenent in conjunction with

perfl uoropol yethers is therefore inplicitly disclosed.
Moreover, the clainmed effect of the use of the sealing
arrangenent "such that any of the |iquid |ubricant
escaping ... enters in to and is constrained in the
cavity to forma well of the liquid lubricant at the
base thereof until sufficient liquid lubricant is
present in the cavity to inpinge on the conical portion
of the shaft and thereby be urged by centrifugal force
towards the sealing lip" is inplicit fromthe

di scl osure of the application as originally filed in
colum 2, lines 14 to 20 relating to the sealing
arrangenent having the radially extending apertured

pl ate nmenber which now forns part of the subject-matter
of Caiml.

The respondent's objection under Article 123(2) EPC in
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respect of the change of category of Claim1l relates to
the question of disclosure in the application as
originally filed of the protection which is to be
sought. As set out by the Enlarged Board of Appeal in
Decision G 2/88 in Point 5 of the reasons, 3rd
paragraph, it is generally accepted as a principle
underlying the EPC that a patent which clains a
physical entity per se confers absolute protection upon
that physical entity, including for all uses thereof.

It follows that a claimin an application as originally
filed to a product is a disclosure of seeking
protecti on which woul d cover also the use of that
product. The clains as originally filed in the present
case relate to a sealing arrangenent and the anendnent
of the category of the clains to the use of the sealing
arrangenent serves nerely to exclude sone of the
protection which effectively woul d have been afforded
by the product clains. Since this use was inplicitly
addressed in the original application (see

par agraph 2.2) the anendnent of the category of Claim1l
does not lead to the subject-matter of the application
ext endi ng beyond the content of the application as
originally filed.

The description and the dependent cl ai ns have been
anended essentially only for consistency with Claiml

The Board therefore finds that the requirenments of
Article 123(2) EPC are fulfill ed.

Novel ty
None of the cited prior art docunents relates to the

use of a sealing arrangenent in conjunction with
perfl uoropol yethers and foll owi ng anendnent of Claim1l
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to define such a use the Board is satisfied that the
subject-matter of the claimis novel. Indeed, the
respondent no | onger objected in accordance with
Article 54 EPC

I nventive step

The problemto which the subject-matter of the patent
relates is that of providing a seal to a rotatable
shaft to satisfactorily constrain perfl uoropol yether
| ubricants, which exhibit a | ow surface tension
(colum 1, lines 36 to 50). The wording of Claiml
requires that the sealing arrangenent is used "such
that ... lubricant ... is constrained ... to forma
well ... until sufficient liquid lubricant is present
to inpinge on the conical portion of the shaft and
t hereby be urged by centrifugal force towards the
sealing lip ... ". Since this effect of centrifuga
force requires that the shaft rotates, it follows that
the subject-matter of the clains necessarily involves
the rotation of the shaft in providing the inproved
seal ing properties.

D1 concerns a sealing arrangenent for a vehicle whee
bearing (page 1, 1st paragraph). In the detailed

enbodi nent the sealing arrangenent is between the whee
hub 1 and the axle 2 on which the wheel is nounted by
nmeans of a taper-roller bearing 3, 4, 5, the inner race
5 of which is shown in the sole figure as being nounted
on and, inplicitly, stationary relative to the axle 2.
The inner race 5 is shown but not described in the
text, as having a conical portion which, together with
the sealing lip 12 engaging the inner race 5 and a dust
protection lip 10 in the formof a radially extending
apertured plate nenber engagi ng the axle 2, defines a
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cavity 14. In the opinion of the Board it is inplicit
for the skilled person that in the disclosed enbodi nent
the wheel rotates around the stationary axle. Moreover,
taper-roller bearings in vehicle wheel assenblies are

| ubricated by grease which according to D1 fills the
cavity 14 (description, final sentence). It follows
that there is no disclosure regarding a function of the
conical portion to urge liquid towards the sealing lip
12 by nmeans of centrifugal force. The Board is of the
opi nion that the skilled person wi shing to achieve
satisfactory sealing to a rotating shaft to constrain
per fl uoropol yet hers woul d not choose as the starting
poi nt a sealing arrangenent such as is disclosed in D1
in which the shaft is stationary and the seal is
effective against a lubricant having quite different
physi cal properties. D1 therefore does not formthe

cl osest prior art for Claiml.

D2 concerns an inprovenent in oil |ubricated bearings
in traction notors subjected to novenent or vibration
whi ch causes spl ashing of the oil (page 1, left hand
colum, lines 1 to 22). The prior art arrangenent from
which D2 starts enployed a felt nenber 18 partially
imersed in a reservoir of oil and which served to
provide oil to a rotating shaft nmenber 11 carried in
the bearing (page 1, right hand colum, lines 11 to
35). G| was present on both sides of the felt nenber
by virtue of its passage through peripheral openings
16a, 17a in washers 16, 17 which housed the felt
menber. Since the oil was on both sides of the felt
nmenber, D2 starts from an arrangenent which does not
have a shaft seal with a sealing |ip defining an air
side and a liquid side. The inprovenent which D2 ains
to achieve is to prevent the oil from splashing from
the reservoir level 20 up to the level of the shaft and
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for this purpose a seal nenber 25 is introduced

adj acent one of the washers 17. A conical portion

| ocated within a cavity defined between the seal nenber
25, the washer 17 and a radially extendi ng apertured
menber 22 is shown on the rotating shaft nmenber 11 but
Is not nentioned in the text. However, even with this
addi ti onal seal nenber 25, there is no disclosure for
the skilled person that a sealing arrangenent defining
an air side and a liquid side is achieved. Therefore
al so D2 does not formthe closest prior art for
Caim1.

4.4 D3, which was not used by the respondent during the
appeal procedure, relates to a seal between the inner
and outer races of a ball bearing and also in the
opi nion of the Board is not of relevance to the present
case.

4.5 In the opinion of the Board the closest prior art is
that which the appellant acknow edges in the
description of the patent specification (colum 2,
lines 9 to 12) as corresponding to the preanble of
Caiml as granted, whereby the novel constructiona
features are those relating to the annular cavity. In
the use defined in Claiml in suit, perfluoropolyethers
whi ch escape past the sealing |lip may be thrown from
the shaft and build up in the annular cavity until
sufficient liquid is present to contact the conica
surface and thereby be propelled back towards the seal.
In the absence of the annular cavity, |liquid passing
the lip seal would be thrown fromthe shaft and woul d
be | ost. The novel features of Caim1l therefore solve
the problem of reducing the | oss of perfluoropolyether
| ubricant which | eaks past the seal of a rotating
shaft.

1085.D Y A
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Neither D1 nor D2 relates to the problem solved by the
novel constructional features. Since the shaft 2 of D1
does not rotate, any liquid which mght pass the lip
seal 12 would not be thrown to the base of the cavity
14 but would sinply remain on the surface of the inner
race 5 and centrifugal force could not serve to return
the liquid to the area of the |lip seal. As regards a

ki nematic inversion of the sealing arrangenent of D1
resulting in rotation of the shaft 2, as suggested by
the respondent, there is no reason for the skilled
person to expect that the arrangenent woul d be suitable
for use with perfluoropol yethers since they exhibit
such di fferent physical properties to the grease with
which D1 is intended to be used and the skilled person
therefore woul d receive no encouragenent in this
direction. The seal nenber 25 which is added to the
arrangenent according to D2 and which fornms an annul ar
cavity is specifically provided for controlling
novenent of fluid fromthe oil reservoir towards the
shaft, in a direction opposite to that of any liquid
whi ch m ght pass between the seal 18 and the shaft. The
idea of an inplicit teaching in D2 of a well of oi
collecting in the cavity, which potentially could be
spl ashed agai nst the shaft, is contrary to the teaching
of D2 in adding the seal nenber 25 in order to avoid
oil from being splashed against the shaft. It foll ows
that neither DL nor D2 gives the skilled person any
encouragenent to add to the closest prior art sealing
arrangenent features relating to the annular cavity in
order to solve the problem set.

The Board therefore finds that the subject-nmatter of
Caim1l does not derive in an obvious way fromthe
prior art and concludes that the subject-matter of
Caim1, and therefore also of Clains 2 to 8, involves
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an inventive step (Article 56 EPC).

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent with the follow ng

docunent s:
d ai ns: 1 to 8 submtted during the ora
proceedi ngs on 22 March 2001,
Descri ption: colums 1 to 5 submitted during the oral
proceedi ngs on 22 March 2001,
Dr awi ngs: as grant ed.
The Regi strar The Chai rman
S. Fabi ani F. Gunbel
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