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Summary of Facts and Submn ssions

1331.D

The appel |l ant (patent proprietor, Haynes International,
Inc) | odged an appeal against the decision of the
opposition division to revoke the patent No. 0 628 088.
The deci sion was di spatched on 25 Novenber 1999.

The appeal and the fee for the appeal were received on
20 January 2000. The statenent setting out the grounds
of appeal was received on 25 March 2000.

The opposition was filed agai nst the whol e patent and
based on Article 100(a) EPC (lack of novelty and
I nventive step).

In response to the opposition the patent proprietor

mai ntai ned the clains of the patent as granted as the
mai n request, and filed anended clains in auxiliary
requests. In the witten procedure the discussion
turned around the questions of novelty and inventive
step. At the start of the oral proceedings, the
opposition division introduced, of its own notion, a
new ground of opposition, under Article 100(c) EPC, in
response to which the patent proprietor filed anended
cl ai ns.

The opposition division then decided that claim1 of
each of the main request and the first and second
auxiliary requests of the anended clains did not conply
with Art 123(3) EPC, and revoked the patent,

accordi ngly.

Oral proceedings before the Board took place on
6 May 2002, at the end of which the follow ng requests
formng the basis of the decision were put forward:
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The appel |l ant requested that the decision under appea
be set aside and that the patent be nmaintained in
anended formon the basis of the main request
underlying the decision under appeal or in the form of
the clains according to the auxiliary requests 1 or 3
filed with the grounds of appeal dated 21 March 2000 or
with the clains according to the auxiliary request 2
filed with the letter of 21 February 2001.

The respondent (opponent, Krupp VDM GrbH) requested
that the appeal be di sm ssed.

The i ndependent claim1l of the main request reads as
foll ows: -

"A netal alloy having the general fornula Nia My X. Yy
Ze wher e:

a" is nore than 73, but less than 77, atom percent of

ni ckel ;

"b" is nore than 18, but |ess than 23 atom percent of
nol ybdenum

"X" is one or nore substitutional alloying elenents
fromGoups VIA,L VIIAor VIII of the Periodic Table, in

anounts "c" being at |l east two atom percent in total
but not exceeding five atom percent for any one such

el enent ;

"Y' is one or nore optional substitutional alloying

el enents of al um nium copper, silicon, titanium
vanadi um or zirconiumin anounts "d" not exceedi ng one
at om percent for any one such el enent;
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"Z" is one or nore interstitial elenents of boron,
carbon, nitrogen, oxygen, phosphorus or sul phur in

anounts "e" not exceeding 0.1 atom percent for any one

such el enent; and

wherein the sumof "c" plus "d" is between 2.5 and
7.5 atom percent and excluding all alloys consisting

only of nickel, nolybdenum and iron.

Clains 2 to 9 are dependent on claim1l. The main
request al so includes independent clains 10 and 13 and
dependent clains 11 and 12, but these do not feature in
t he deci si on under appeal .

The appel | ant argued as fol | ows:

The opposition division's interpretation of claim1l was
wrong since the expression "for any one such el enent”

did not qualify "anmounts "c" being at |east two atom
percent”, rather it qualified only "not exceeding five
atom percent”, as was clear fromthe |ack of

punctuation (conmas) in line 5 of the claim

Mor eover, having regard to Article 69 EPC, the claim
had to be interpreted in the |ight of the description.
The "Summary of the invention" on page 5 of the PCT
application, the "Conclusions" on page 13 onwards, and
Table A were entirely consistent with anended claim1l
in that the total "c" was over 2 atom c percent whereas
i ndi vi dual anounts of the elenents X were nostly | ess
than 2 atom c percent. The opposition division's
interpretation of claiml1l was wong in this respect
since none of the exanples of the invention would fal
under the scope of claiml1l by their interpretation.
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In the course of the opposition procedure, the
opponent, while citing prior art against the clains,
al so construed the claimas neaning that the required
anmount "c" was at |east two atom percent in total.

The opposition division raised an objection under
Article 123(2) EPC for the first tinme during the ora
proceedi ngs before it, and its failure to alert the
patent proprietor to this apparent deficiency earlier
was a procedural violation that justified rei nbursenent
of the appeal fee. The entire discussion until then
turned around Article 52(1) EPC, and to suddenly spring
a new ground of opposition at the start of the ora
proceedi ngs put the patent proprietor in a difficult
position since he could not react satisfactorily or
find persuasive argunents at such short notice.

The respondent argued as foll ows:

The total of the elenments given in claim1l ranged
from93.5 to 137 atom c percent in the original PCT
application, from121 to 181.6 atom c percent in
claiml1l of the patent as granted, and from93 to 181.6
atom c percent in claim1l of the patent as anmended.
Therefore, a drastic change of the scope of the claim
resulted fromthe anendnent by the insertion of the
words "in total", that was unal | owabl e under

Articles 123(2) or (3) EPC

The claimreferred to substitutional alloying elenents
fromGoups VIA,L VIIAor VIII of the Periodic Table,

but chromum iron, cobalt, and tungsten were G oup B
el ements. Moreover, any of the elenents from G oups VI,
VIl or VIII were covered by new claim1l, which greatly
extended the protection conpared with specific elenents
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defined in original claiml.

Reasons for the Deci sion

1. The appeal is adm ssible.

Mai n request

2. Amendnent s:

After grant, claim1l was anended by the addition of the

words "in total" in the definition of the anmobunt "c",

so that the relevant part of the claimreads:

"c" being at |least two atom percent in total but not
exceeding five atom percent for any one such el enent
[amendnent in italics].

A further anendnent concerns the inclusion of the
di scl aimer at the end of the claim"and excl uding al
al l oys consisting only of nickel, nolybdenum and iron"

3. Scope of the appea

Si nce the opposition division revoked the patent only
on the ground that the inclusion of the words "in
total” did not conply with Article 123(3) EPC, the
solitary point to be decided here concerns this
amendnent to claim1l.

The allowability of the disclainmer will not be decided

in this appeal since the allowability depends on the
identification of a particular itemof prior art, and

1331.D Y A
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al so on neeting certain well established criteria.
Addi tional substantive exam nation is necessary in this
respect.

Interpretation of claiml

Owi ng to lack of punctuation in the definition of the
amounts "c" of the substitutional alloying elenents X
inclaiml, the claimis open to two interpretations.
In the first one, if a comma is notionally set after
""c" being at |east two atom percent” then "for any one
such elenent” qualifies "but not exceeding five atom
percent” only. In this case it is clear that it is the
total anmount of the substitutional alloying elenents

t hat shoul d exceed two atom percent.

If, in addition to this conma, another conma is
notionally set after "but not exceeding five atom
percent”, then in a second interpretation, "for any one

such elenent"” qualifies both" "c" being at |east two
atom percent" and "but not exceeding five atom
percent”, in which case the claimtakes on the
interpretation given by the opposition division and the
respondent, ie the anount of each substitutiona

al l oyi ng el ement shoul d exceed two atom percent.

It is well established practice of the EPO that in case
there is any doubt or dispute as to the true neani ng of
any expression the description should be consulted in
order to establish what was intended to be protected,

i n accordance with Article 69(1) EPC. It is not

perm ssible to msconstrue a claimsuch that it |eads
to a nonsensical neaning, as set out in the decision

T 190/ 99 (not published in Q0 EPO, point 2.4 of the
reasons), and also in the Guidelines for Exam nation at
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the EPO, C1I1l, 4.2. A claimshould be so interpreted
as to put a reasonable construction on it so that it
makes sense in the context.

Taki ng the second construction, that of the opposition
di vision and the respondent first, this results in a
crass contradiction between the claimand the
description since not a single exanple of the invention
listed in Table A falls under the scope of the claimin
that in none of these exanples are all the elenents X
present in an anount nore than 2 atom c percent. In al
the exanples of the invention (Exanples 6 to 38, see
page 4, lines 23 to 26) given in Table A of the patent
the individual value of c for the elenents Fe, C, M,
Co, and Wis nostly less than two atom percent, only in
a mnority of cases is it greater than two atom
percent, and that too for one of the elenents X only in
each exanple. Nor do the dependent clains 3, 6, 8, 10,
and 11 agree with claim1l to which they are appended.
This is, then, clearly an unreasonabl e construction of
claim1.

The first construction is reasonable in that it renders
the entire patent specification self- consistent, for
exanple Table Ais entirely consistent with the
interpretation of claim1l as given by the patentee.
Thi s construction should be adopted in the spirit of
building up the claimw th synthetical propensity,
accordi ngly.

Article 123 EPC
The present application is an Internationa

application, whose |ayout is governed by the PCT. The
headi ng "Summary of the Invention" on page 5 of the
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present PCT application defines the broadest aspect of
the invention, and this section is followed by a
description of specific features. It is the whole of
the statenent under this heading that is to be

consi dered as the broadest definition of the invention
and it supports anended claim 1. There is explicit
support for the anendnent to claim 1l on page 5,

lines 18 and 19, which states that "the total c is at

| east about two percent”.

The anendnent of claiml by way of the addition of the
words "in total"” renpves any anbiguity in the claimby
excl udi ng the unreasonabl e version of the claim This
anmendnent renders the claimclearly and conpletely
consistent with the application as originally filed in
that the exanpl es and dependent clains now fall within
the scope of the claim Therefore, there is no
objection to this anendnent under Article 123(2) EPC

The fact that newclaim1 differs drastically, as the
respondent puts it, fromthe original claiml of the
PCT application is not inportant so |long as the new
claimis supported by the application as a whol e as
originally filed, which is the presently the case, as
set out above.

Moreover, the word "including"” in claim1 of the
original PCT application is not exhaustive and the

el ements enunerated in this claimonly exenplify the
possi bl e choice of elenents, and it is fair to extend
the scope of the claim during the exam nation
procedure, to cover all suitable elenents. In practice,
of course, for reasons of econony the person skilled in
the art would not select one of the platinumnetals,
for exanple.
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Mor eover, since the claimnow states clearly what the
opposi tion division should have understood fromthe
granted claim the claimhas in fact been restricted in
scope in that one possible interpretation thereof has
been excl uded by the anendnent. Therefore, the
amendnent has caused a restriction rather than an
extension of protection of the claim and the claim
does not infringe Article 123(3) EPC

This finding is consistent with the case | aw of the
Boards of Appeal which states that the anendnent of a
granted claimto replace an inaccurate technica
statenment, which is evidently inconsistent with the
totality of the disclosure of the patent, by an
accurate statenent of the technical features involved,
does not infringe Article 123(3) EPC (for exanple
decisions T 108/91 (QJ EPO, 1994, 228) and T 214/91
(not published in Q3 EPO).

Clarity of claim1l

The patent in suit relates to a famly of nickel -base
al l oys containing nore than 18, but |ess than 23 atom
percent nol ybdenum in conbination with | ow but critica
anounts of certain other substitutional alloying

el ements which provide thermal stability to the
metal l urgi cal structure. The openi ng passages of the
description review the prior art and the di sadvant ages
of known ni ckel - nol ybdenum al | oys, and obj ect of the
invention is to provide a high nol ybdenum nickel -base
al l oy which does not exhibit rapid, order induced,
grain boundary enbrittlenment and, preferably, with no
sacrifice in corrosion resistance.

The netal alloy having the general fornula Nia Nbb XC
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Yd Ze as claimed in claiml is, therefore, understood
to nean a basic alloy having nickel and nol ybdenum as
the basic elenents and X, Y, and Z as substitutiona
el enents, the total atom percent adding up to 100% as
may be seen fromthe alloys 6 to 38 exenplifying the
invention in Table A/ NI and Mo are not substitutiona
el ements and the respondent’'s interpretation of the
claimin a manner that gives a total atom percent
greater than 100%is not reasonable. Therefore, the
Board does not agree with the respondent that the
anended claimis inconsistent wwth the description in
this respect.

Anot her apparent inconsistency noted by the respondent
concerns the group of elenents of the Periodic Table
defined in claim1. Al though the claimnentions

el ements from Goups VIA, VIIA or VIIlI of the Periodic
Tabl e, a version of the Periodic Table presented by the
respondent at the oral proceedings classifies the

el enents Mh, Fe, Co, and Was G oup B el enents.

It is clear fromthe context, however, that what is
meant are the transition elenents and these are
classified as Goup A or G oup B el enents, depending on
whi ch version of the Periodic Table is consulted, but
the person skilled in the art would not see any
confusi on here.

Request for refund of the appeal fee

The written procedure, fromthe tine of the opposition
in January 1998 up to the oral proceedi ngs before the
opposition division in Novenber 1999, concentrated on
the position under Article 52(1) EPC, and did not

i ncl ude any objection under Article 123(2) EPC. The
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rai sing of an objection under Article 123(2) EPC at the
start of the oral proceedings, by the opposition

di vision acting of its own notion, would naturally
surprise and disconcert the patent proprietor.

Bearing in mnd that the patent proprietor cane to the
oral proceedi ngs before the opposition division
prepared to argue the questions of novelty and

i nventive step, it would expect to go away with a
deci si on based on these grounds at the end of the day.
Bei ng confronted with a new ground of opposition, it
tried to make the best of a difficult position and
filed amendnents in an attenpt to overcone the new
obj ecti on. However, the patent proprietor, not
surprisingly, did not have the presence of mnd to do
full justice to its cause and present nore persuasive
argunents than it felt it could have done.

The new ground of opposition was raised against claim1l
as granted, and could and shoul d have been conveyed to
the patent proprietor before the oral proceedings in
order to give himtine to consider it in depth and file
sui tabl e argunents and/ or anendnents before the ora
proceedi ngs, and so that all the parties could then
consi der this ground of opposition in depth before
their argunents were presented in person at the

of ficial hearing.

The Board, therefore, considers that the opposition
division's failure to alert the patent proprietor to
this apparent deficiency constitutes a serious
procedural violation and that it is equitable to order
t he rei nbursenent of the appeal fee in accordance with
Rul e 67 EPC



- 12 - T 0173/ 00

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the opposition division for
further prosecution.

3. The rei nbursenent of the appeal fee is ordered.
The Regi strar: The Chai r man:
V. Commar e W D. Wil

1331.D



