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Summary of Facts and Subm ssi ons

0931.D

The appel |l ant (opponent) filed an appeal against the
deci sion of the Qpposition Division to maintain the
patent in anmended form

The patent was opposed on the ground of |ack of novelty
and inventive step (Article 100a EPC) and because it
did not disclose the invention in a manner sufficiently
clear and conplete for it to be carried out by a person
skilled in the art (Article 100b EPC)

The Opposition Division, in its decision now under
appeal, found that the subject-matter of claim1l as
granted | acked novelty, but that the patent as anended
according to an auxiliary request net the requirenent

of the EPC

The foll ow ng docunents, cited during the opposition
proceedi ngs, are still relevant for the decision:

D3: JP-A-62-042 814 (with English translation)

D4: JP-A-61-00 696 (with English translation)

D8: US-A-4 438 063

D9: EP-B-0 053 804

Fol l owi ng a request of both parties, oral proceedings
were held on 22 January 2002. At the end of the oral
proceedi ngs the requests of the parties were as

foll ows:

The appel | ant (opponent) requested that the decision
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under appeal be set aside and the patent be revoked.

The respondent (patentee) requested that the appeal be
di sm ssed and that the patent be maintained in the form
under |l yi ng the decision under appeal, but with page 8
of the description being replaced by the substitute
sheet filed during the oral proceedings (min request),
or as in the main request, but with claim1 being
anended as submitted during the oral proceedings
(auxiliary request).

Claim1l of the main request filed with letter of
12 January 1998 and found all owabl e by the decision
under appeal reads as foll ows:

"A calender roll conprising a netal core, an adhesive
| ayer fornmed on the netal core and a resin formng a
surface | ayer adhered to the surface of the netal core
wherein the tenperature of the characteristic
inflection point of the storage nodulus (E ) of the
resin is higher than the resin tenperature during
operation +10°C, and is |lower than the resin
tenperature during operation +80°C, and the shore D
hardness of the resin falling in the range of 75

to 97".

Claim1l1l of the auxiliary request filed during the oral
proceedi ngs the 22 January 2002 consists of claim1 of
the main request to which the followng feature is
added:

"said cal ender roll being obtained by inserting said
netal core, having said adhesive |ayer forned thereon,
in a coating nold and formng said resin |ayer on said
netal core".
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The appel | ant (opponent) presented the follow ng
argunents: Considering that a docunent should be read
with the eyes and know edge of an expert in the field
(see decision T 288/90, not published), docunent D3

di sclosed all the features of claiml1l of the main

subm ssion, inclusive the adhesive |ayer, see page 10
of the description. Docunent D4 was al so novelty
destroying. In particular at page 10 there was stated
that the roll could be used as a cal ender roll. The
roll had an iron core (page 7, line 17) formng a netal
nol d on which an adhesive was applied (page 7, first
par agr aph) and the hardness of the resin (shore D) was
of at |east 70.

In any case claim1l of the main request was not
i nventive having regard to the teaching of docunents D3
and D8/ D9.

Regardi ng the auxiliary request, the additional
functional feature was not suitable to clearly delimt
the clained roll. Mreover, the additional feature was
di scl osed in docunent D8, colum 2, fromline 22.

The respondent argued as foll ows:

Docunent D3 did not disclose an adhesive layer in
conbination with the further features of claiml
according to the main request. In particular, the
feature that the tenperature of the inflection point of
t he storage nodul us was dependent on the worKking
tenperature was not disclosed by docunment D3.

Docunment D4 did not disclose the clained

i nt erdependence between inflection point of the storage
nmodul us and the working tenperature either.
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Docunment D3 | ed away fromthe invention by clearly
stating that the nethod of using adhesive was not
applicable to the invention. The additional teaching of
docunents D8/ D9 could not lead to the invention in an
obvi ous way either because they did not disclose the
constraint for the tenperature of the inflexion point
of the storage nodul us.

Regarding the auxiliary request, the additional feature
was relevant in delimting the scope of the invention
because nolding the resin directly on the nmetal core
woul d assure honbgeneous strength characteristics in
each direction.

Reasons for the Deci sion

1

0931.D

The appeal is adm ssible.

Mai n request

Novel ty
Docunment D3 di scloses a press roll (page 2, line 10)
conprising a netal core (page 7, line 15), and a resin

formng a surface layer fixed to the surface of the
nmetal core (page 12, line 14), whereby the

enbodi ment 1, Figure 5, Table 1, shows a characteristic
inflection point of the storage nodulus (E1) of the
resin at about 150°C, see Figure 5, which is higher
than the resin tenperature during operation (115°C, see
Table 1), +10°C (125°C), and is |lower than the resin
tenperature during operation +80°C (205°C); the shore D
hardness of the resin is 87, which in the clainmed range
of 75 to 97.
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In the present case it is irrelevant that docunent D3

di scl oses a press roll, whereas the invention concerns
a calender roll, because a press roll can be used as a
calender roll in this position, see also docunent D4,

page 10, |ast paragraph.

According to the patent in suit, in one of its
preferred enbodi nents (exanple 1, page 4), the adhesive
| ayer consist of the phenol -base adhesi ve Conap 1146.
This adhesive is applied to the surface of the netal
core by blasting and thereafter the surface |ayer
(resin) is nolded directly on the treated netal core.
In contrast thereto, the surface |ayer according to
docunent D3 has the formof a pipe which is thermally
expanded and shrunk onto the netal core.

The argunent of the respondent, that the clained
dependency for the tenperature (T) of the
characteristic inflection point of the storage nodul us
is not disclosed by the prior art is not pertinent. In
fact, this feature corresponds to an adm ssi bl e range
of val ues of such tenperature (T) for each working
tenperature (A). Docunent D3 discloses a value of 150°C
for T at a working tenperature (A) of 115°C which falls
well within the clainmed range (125-195°C).

Docunent D3, however, does not disclose the feature of
claim1 that an adhesive |layer is fornmed on the netal
core. Docunent D3 clearly states that the use of
adhesi ve was known fromthe prior art but this

t echnol ogy was consi dered as not applicable to the
invention clainmed in docunent D3. For this reason
docunent D3 does not disclose the use of an adhesive in
conbination with the further features of claim1l of the
patent in suit. The conclusions of the decision
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T 288/ 90 do not apply in the present case, because the
statenment in docunment D3 concerning an adhesive | ayer
al t hough representative of the general technical

knowl edge of the state of the art, is considered as
unsui table for the purpose of this docunent.

Docunment D4 is farther away fromthe clainmed invention
being it silent about the tenperature of the inflexion
poi nt of the storage nodulus relative to the working

t enper at ure.

Consequently, the subject-matter of claiml differs
fromthe disclosure of docunent D3 essentially in that
an adhesive |layer is fornmed on the netal core.

Accordingly the subject-matter of claiml of the main
request is novel having regard to docunents D3 and D4.

| nventive step

Starting fromdocunent D3 as the closest prior art the
technical problemto be solved by the invention
consists in avoiding the risk that broken parts or
fragments of the resin |layer may scatter during high
speed rotation and endanger the operators.

The person skilled in the art |ooking for a solution of
this problemis aware of that the above cited docunent
D3, pages 10 to 11, discloses that it was principally
known to fit a resin covering portion on a netal rol
core portion by neans of an adhesive (see point 3) and
that the only obstacle to using this nethod in the

devi ce of docunent D3 was that an appropriate nethod
and adhesive was not known at the tinme. In particular
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it was described as being technically difficult to keep
t he cl earance between the roll core portion and the
covering portion for insertion of the covering portion
over the netal core. Furthernore, adhesives which could
reliably withstand the |inear pressure as high as

200 kg/cmg or higher at the tenperature exceeding 110°C
were not known, (see D3, page 11, paragraph 2).

At a later date but well before the priority date of
the patent in suit, the skilled person was, however,
aware of the teaching of docunments D8 and D9
(equi val ent to docunent D8). Docunment D8, columm 3,
test 1, discloses, as the best of its enbodinents to
nol d the surface layer on a netal core and fix it by
nmeans of the adhesive Conap 1146.

The person skilled in the art will therefore take
advant age of the corresponding hint given in docunent
D3 of using an adhesive |ayer in order to inprove

resi stance to scattering and, in the light of the
teachi ng of documents D8 or D9, performroutine tests
with the nethod and the adhesive (Conap 1146) di scl osed
therein. Thus he will arrive at the invention wthout
any inventive skill being invol ved.

Accordingly the subject-matter of claiml1l of the main
request does not involve an inventive step.

Auxi | iary request

The additional feature of claim1l of the auxiliary
request is known fromthe docunents D8/ D9, see for
exanpl e docunent D8, columm 3, test 1. Accordingly also
the subject-matter of claim1 of the auxiliary request
does not involve an inventive step.



Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
V. Commar e W D Wil
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