BESCHWERDEKAMVERN
DES EUROPAI SCHEN

BOARDS OF APPEAL OF
THE EUROPEAN PATENT

CHAMBRES DE RECOURS
DE L' OFFI CE EUROPEEN

PATENTAMTS CFFI CE DES BREVETS
Internal distribution code:
(A [ ] Publicationin Q
(B) [ ] To Chairnmen and Menbers
(O [ ] To Chairnen
(D) [X] No distribution

DECI SI ON

of 28 Novenber 2002

Case Nunber: T 0168/00 - 3.2.4
Appl i cati on Nunber: 92306410. 9
Publ i cati on Nunber: 0523946
| PC: F16J 15/08
Language of the proceedi ngs: EN

Title of invention:
Metal | i c gasket

Pat ent ee:
NI PPON GASKET COVPANY Ltd.

Opponent :

El ri ngKl i nger AG
Headwor d:

Rel evant | egal provisions:
EPC Art. 54(3), (4), 56
Keywor d:

"Novelty and inventive step - yes"

Deci si ons cited:

Cat chword

EPA Form 3030 10.93



9

European
Patent Office

Européisches
Patentamt

Beschwerdekammern Boards of Appeal

Case Nunber: T 0168/00 - 3

of the Techni cal

Appel | ant :
( Opponent)

Repr esent ati ve:

Respondent :

(Proprietor of the patent)

Repr esent ati ve:

Deci si on under appeal:

. 2.4

DECI SI ON
Board of Appeal
2002

3.2. 4
of 28 Novenber

El ringKl i nger AG
Max- Eyt h- Strasse 2

D- 72581 Dettingen/ Ens (DE)

Rohl , Wbl f Hor st
Ret hel strasse 123
D- 40237 Diissel dorf

Dipl.-Phys., Dr.

(DE)

NI PPON GASKET COMPANY Lt d.
248 Kanou

Hi gashi osaka- shi,

Gsaka-fu (JIP)

Jenki ns, Peter David
PACE VWH TE & FARRER
54 Doughty Street

London WCIN 2LS (GB)

Deci sion of the Qpposition Division of the
Eur opean Patent O fice posted 17 Novenmber 1999
rejecting the opposition filed agai nst European

patent No. 0 523 946 pursuant to Article 102(2)
EPC.

Conposition of the Board:

Chai r man: C. A J. Andries

Menber s: M G Hatherly

C Holtz

Office européen
des brevets

Chambres de recours



Sq . T 0168/ 00

Summary of Facts and Subm ssi ons
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The opposition division's decision rejecting the
opposi ti on agai nst European patent No. 0 523 946 was
posted on 17 Novenber 1999.

On 7 January 2000 the appellant (opponent) filed an
appeal and paid the appeal fee. The statenent of
grounds was filed on 27 March 2000.

Claim1 as granted reads:

"A netallic gasket conprising first and second el astic
nmetallic plates (1,8) provided with beads (4,10) which
constitute seal portions, and which are forned on the
portions of said netallic plates (1,8) which are spaced
fromthe circunferences of cylinder bore-aligned holes
(2,9) inthe radially outward direction thereof, so as
to extend along the circunferences of said holes (2,9),
one surface of said beads (4,10) extending incliningly
fromflat portions of said netallic plates (1,8) so as
to formprojecting portions, the other surface of said
beads (4, 10) extending incliningly fromflat portions
of said netallic plates (1,8) so as to formrecessed
portions, said second elastic netallic plate (8) being
provi ded with beads (10) opposed to said beads (4) on
said first elastic netallic plate (1);

gasket wherein the first elastic netallic plate
(1) has folded portions (5) fornmed by bending said
netallic plate (1) along the circunferences of said
cylinder bore-aligned holes (2) onto the surface
t hereof on which said projecting portions of said beads
(4) extend, said folded portions (5) serving to prevent
said beads (4) frombeing fully conpressed; and said
projecting portions of said beads (4) on said first
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elastic netallic plate (1) and those of said beads (10)
on said second elastic netallic plate (8) are arranged
so as to be opposed to each other in a contacting
state.”

The foll owi ng docunents played a role in the appeal
pr oceedi ngs:

El: EP-A-0 486 255

E2: US-A-4 799 695

Both parties attended oral proceedi ngs on 28 Novenber
2002.

During the appeal proceedings the appellant argued that
the netallic gasket of the granted claim1 | acked
novelty over the explicit and inplicit disclosure of E1
and | acked inventive step over the conbined teachings
of E2 and EL.

During the appeal proceedings the respondent (patentee)
countered the appellant's argunents.

The appel | ant requested that the decision under appeal
be set aside and the patent revoked.

The respondent requested that the appeal be dism ssed
i.e. that the patent be nmai ntai ned unanended.
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Reason for the Deci sion

1

3.2

v

3.3
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The appeal is adm ssible.

El

The appellant cited EP-B-0 486 255 under

Article 54(3)(4) EPC but since Article 54(3)(4) EPC
refers to "... the content of European patent
applications as filed ...", it should have been

EP- A-0 486 255 (nunbered E1 above).

In this decision the board construes all argunents
based on EP-B-0 486 255 as being based on El1

Novelty - claim1

Figure 13 of E1 shows the projecting portion (i.e. the
mal e side) of a bead (4) on a first plate (1) fitting
into the recessed portion (i.e. the female side) of a
bead in a second plate (6), the beads of the two plates
pointing in the sane direction.

Colum 25, lines 1 to 5 of claim1l as granted however
specifies that

"said projecting portions of said beads (4) on said
first elastic nmetallic plate (1) and those of said
beads (10) on said second elastic netallic plate (8)
are arranged so as to be opposed to each other in a
contacting state".

Thus the gasket of Figure 13 of E1 wherein the
projecting portion of the bead (4) on one plate (1)
contacts the recessed portion of the bead on the other
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plate (6) is not in accordance with claim1l as granted
whi ch specifies that the projecting portion of the
bead (4) on one plate (1) contacts the projecting
portion of the bead (10) on the other plate (8).

Accordingly the gasket of the present claim1l is novel
over the gasket shown in Figure 13 of El

In the appeal proceedings the appellant did not cite
any passage or Figure in El1. Section 23.1.1 (sic) on
page 4 of the opposition division's decision refers
only to Figure 13 of El1. The | ast paragraph of page 1
of the notice of opposition cites the enbodi nent of
Figures 11 to 17 of El1 but Figures 11, 12 and 14 to 17
and the witten parts of E1 bring nothing nore rel evant
t han what can be seen on Figure 13 of E1. In the oral
proceedi ngs before the board the appellant stated that
the feature a referred to in the above section 3.2
admttedly could not be found in E1 but that it was
inplicitly contained in D1 in view of the
interpretation of claim1l1l as granted. However the
appellant did not cite any passages in El to support
his allegation of its inplicit disclosure of the

cl ai med subject-matter

The board finds that the feature a referred to in the
above section 3.2 is unanmbi guous and sees no need to
resort to the rest of the patent specification for
interpretation of the claim (as permtted by

Article 69(1) EPC). Moreover, even if the rest of the
patent specification is in fact exam ned, nothing is
found which places doubt on the neaning of this
feature a.
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The present claim 1l specifies

"one surface of said beads (4,10) extending incliningly
fromflat portions of said netallic plates (1,8) so as

to formprojecting portions” - see colum 24, lines 43

to 46,

"the other surface of said beads (4, 10) extending
incliningly fromflat portions of said netallic plates
(1,8) so as to formrecessed portions"” - see columm 24,
lines 46 to 48, and

"said second elastic netallic plate (8) being provided
wi th beads (10) opposed to said beads (4) on said first
elastic netallic plate (1)" - see columm 24, |ines 48
to 51.

Features b and c explain clearly the construction of
and difference between the projecting and recessed
portions so that referring (further onin claim1l) in
feature a to the projecting portions cannot possibly
cause any difficulty for the skilled reader

Feature d repeats al nost word for word the final part
of claiml as originally filed (lines 28 to 30 of
colum 30 of EP-A-0 523 946).

This originally filed claim1 covered

gaskets where the projecting portions of the beads of
one plate fitted in the recessed portions of the beads
of the other plate (as shown clearly in the cross-
sectional Figures 4, 5, 7, 8, and 10 to 13, and
specifically clainmed in the originally filed dependent
claim2),
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as well as

- gaskets where the projecting portions of the beads of
one plate contacted the projecting portions of the
beads of the other plate (as shown clearly in the
cross-sectional Figures 16 to 23, and specifically
claimed in the originally filed claim9 which was
directly dependent on claim1l).

The originally filed claim1l (and in particular this
general wording of feature d) was restricted by adding
the originally filed claim9 (i.e. feature a) to it to
arrive at the granted claim1. The originally filed
description was anended to state in lines 52 to 54 of
colum 11 of the granted patent that "The nmetallic
gaskets shown in Figures 1 to 13 are not in accordance
with the present invention and are included for
illustrative purposes only."

3.9 Thus the argunent that the granted claim 1l al so covers
gaskets where the projecting portions of the beads of
one plate fit in the recessed portions of the beads of
the other plate cannot be accepted by the board.

3.10 The appellant cited the description of the granted
patent, starting at line 14 of columm 20 which states
that "The upper bead plate (8) is lamnated on the
| oner bead plate (1) with only the projecting portions
of the beads 4, 10 contacting each other ..." but this
passage is in no way inconsistent with claim1l as
granted and so does not cast doubt on its nmeaning.

3082.D Y A
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The argunent of the appellant that a nodification of
the spring constants of the netallic plates could al so
be achi eved when the beads of one plate lay inside the
beads of the other plate, even if accepted, remains
irrel evant because claim1l as granted clearly excl udes
this construction.

The board is thus satisfied that E1 does not disclose a
metallic gasket with all the features of claiml.

During the oral proceedings the appellant referred to
five hand-drawn sketches of gaskets. Since such gaskets
do not correspond with those shown in E1 (the sole
docunent used for attacking novelty), the sketches are
irrelevant. Mreover the appellant did not present any
proof that such gaskets had ever existed.

It is not the task of the board to comment on whet her
any of these sketched gaskets falls within the scope of
claiml as granted. However, while the sketches were
bei ng di scussed, the respondent did comment that
claiml1 in the context of the patent as a whol e neant
that, while the opposed beads m ght have a different

wi dt h and shape, they would have to be in general

al i gnment .

The subject-matter of claiml is thus novel within the
meani ng of Article 54 EPC.

| nventive step - claim1l
In the appeal proceedings the appellant argued that the

di fferences between the gasket of claim1l as granted
and that shown in Figure 9 of E2 are nerely that
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the fol ded portions (5A and 5B on Figure 16 of the
patent for exanple; 44a on Figure 9 of E2) are on the
first netallic plate (1 on Figure 16 of the patent)
instead of on a separate plate (44 on Figure 9 of E2);
and

there is no internediate el enent (44 and 46 on Figure 9
of E2).

The appel | ant conti nued as foll ows:

The conpensating plate (44) of the internedi ate el enent
of E2 serves as a stopper. The thickness of the
internediate plate (46) of the internedi ate el enent

of E2 is chosen to provide the gasket with the
necessary thickness to fill the gap specified by the
not or manufacturer. If the gap is sufficiently snall

no internediate el enment (44) and (46) is needed and the
projecting portions of the beads (56) and (58x) w Il
automatically contact each other. However one woul d
still need the stopper. Faced with this problem the
skilled person would | ook around for a suitable
solution and would hit upon the solution according

to E1, i.e. providing the stopper directly on the

el astic netallic plate.

The inventive step argunment of the appellant thus
starts from E2 and proceeds via E1 to the clained
gasket.

However El1 is a citation under Article 54(3)(4) EPC and
according to Article 56 EPC "docunments within the
nmeani ng of Article 54, paragraph 3 ... are not to be
consi dered i n deciding whether there has been an

i nventive step.”
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Despite the respondent pointing out in the letter of

10 August 2000 that an inventive step argunent based on
an Article 54(3) EPC citation was unal |l owabl e, the
appel  ant mai ntained this argunent in the oral
proceedi ngs and, when the board confirned said

unal l owabi lity, presented no alternative argunent.

The sole inventive step argunent therefore fails since
it relies on a false |ink.

Therefore, there is no remaining valid argunent that
the difference e of the above section 4.1 is obvious.

Mor eover the board does not accept that even the
difference f of the above section 4.1 is obvious.

If the skilled person reading E2 wi shed a thin gasket
he woul d i medi ately choose one of the thin gaskets
shown in E2 rather than nodifying the thick gasket of
Fi gure 9.

Moreover lines 26 to 44 of colum 9 of E2 referring to
Figure 9 specifically refer to the "lam nated structure
consi sting of the conmpensating plate 44 and
internedi ate plate 46" and state that "the summt of
the first bead 56 contacts the internedi ate plate 46
and the summt of the second base 58x contacts the
conpensating plate 44" and that "only the sunmts of
the first and second beads 56 and 58x cone into contact
with the plates 46 and 44, respectively"” and so point
away fromthe conpensating plate (44) and internedi ate
pl ate (46) being optional.

| ndeed claim 1l of E2 even teaches away fromthe
internedi ate el enent (44) and (46) bei ng optional
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because it specifies two non-beaded plates (colum 11,
lines 37, 38, 49 and 50) i.e. the conpensating
plate (44) and the internmedi ate plate (46).

Also claim8 of E2 (which is the independent claim
directed to the enbodi nent of Figure 9) specifies two
non- beaded pl ates (see colum 14, lines 11 to 13) so
the internediate el enment (44) and (46) cannot be
optional .

Moreover, all the clains of E2 specify at |east three
plates so that a nodification of the gasket of Figure 9
of E2 to reduce it to two plates would not be obvi ous.

The appellant has failed to cite a clear pointer and a
good reason in the available prior art to deviate from
t he arrangenment shown in Figure 9 of E2.

The appellant's sol e obvi ousness argunent is based
on E2 and E1 and, as argued in the above sections 4.3
and 4.4, this argunent fails.

Thus the board finds that the subject-matter of claiml
of the present patent is patentable. Clains 2 to 16 are

dependent on this claim1 and are al so patentable.

The patent may therefore be maintained unanended.
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Or der

For these reasons it is decided:

The appeal is dism ssed.

The Regi strar: The Chai r man:

G Magouliotis C. Andries
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