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Summary of Facts and Submn ssions

0544.D

The appellant | (opponent) | odged an appeal, received
on 11 February 2000, against the interlocutory decision
of the opposition division, dispatched on 13 Decenber
1999, on the anended formin which the European patent
No. O 440 342 (application No. 91 300 246.5) could be
mai nt ai ned. The fee for the appeal was paid on

11 February 2000. The statenent setting out the grounds
of appeal was received on 14 April 2000.

The appellant 1l (proprietor of the patent) |ikew se

| odged an appeal, received on 23 February 2000, agai nst
the interlocutory decision of the opposition division.
The appeal fee was paid the sane day. The statenent
setting out the grounds of appeal was received on

20 April 2000.

Qpposi tion had been fil ed against the patent as a
whol e, on the basis of Article 100(a) EPC, and in
particular on the grounds that the subject-matter of
the patent was not patentable within the terns of
Articles 52(1), 54 and 56 EPC.

The Qpposition Division held that the grounds of the
opposition did not prejudice the maintenance of the
patent in anmended form having regard inter alia to the
foll ow ng docunents:

( BML) Nat ure, Vol. 317 (1985), pages 748-749; "Three-
di mensi onal chromatin distribution in
neur obl ast oma nucl ei shown by confocal scanning
| aser m croscopy".
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(BM2)  Science, Vol. 238 (1987), pages 336-341;
"A System for Rapid DNA Sequencing with
Fl uorescent Chai n-Term nati ng
Di deoxynucl eoti des".

(BM3) Journal of the Association for the Advancenent
of Medical Instrunentation, Vol. 6 (1972),
pages 230-234; "A |laser flying spot scanner for
use in automated fluorescence anti body
instrunmentation"” (reprint, pages 103 to 107).

The follow ng additional docunent was considered by the
boar d:

( BMb) Scanning, Vol. 7 (1985), pages 66-78; "Design
and Use of a Conputer Controlled Confocal
M croscope for Biological Applications”, filed
by the opponent with its opposition.

During the appeal procedure appellant Il nade reference
to the foll ow ng docunent, referred to in docunent BNb:

( BM7) Rev. Sci. Instrum, Vol. 54 (8), August 1983,
pages 1047 to 1052; "Mechani cal scan system for

m croscopi ¢ applications”.

During the oral proceedings appellant | submtted the
fol |l owi ng docunent:

(BMLO) Meyers Enzykl opadi sches Lexi kon, Vol. 7, 1980,
page 673, Keyword "El ektrophorese".

Oral proceedings were held on 30 January 2002.

Appel l ant | requested that the decision under appeal be
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set aside and that the patent be revoked.

Appel lant Il requested that the decision by the

opposi tion division be set aside and requested

mai nt enance of the patent on the basis of the follow ng
docunent s:

Mai n request:

patent as granted,

Auxiliary request 1:

claiml1l as filed during the oral proceedings before the
board; clains 2 to 6 fromthe patent specification
description to be adapted; draw ngs fromthe patent
speci fication.

Appel lant Il furthernore filed auxiliary requests 2 to
10.

The wordi ng of apparatus claim1l according to the nmain
request reads as follows:

"“An inproved gel scanner conprising:

a carrier for supporting a gel to be scanned,

nmeans for formng a |light beam of predeterm ned

wavel engt h;

a dichroic beamsplitter for receiving and directing
said light beamtoward a gel to be scanned,

an objective lens for receiving said |ight beam and
focusing the |light beamon a selected volune of the ge
to cause fluorescence em ssion of light at a different
wavel ength and collecting the emtted |ight from
sanples in the

sel ected volune and directing the emtted light to said
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di chroic beamsplitter which passes said emtted |ight
at different wavel engths and reflects |light at said
predet erm ned wavel engt h;

a spatial filter for receiving and passing emtted
light fromsaid selected volune and the dichroic beam
splitter while rejecting background and scattered
l'ight;

means for detecting said passed, emtted |ight and
provi di ng an out put signal;

means for providing relative novenent between the
focused |ight beam and the gel for scanning; and

a processor for receiving the output signal and

provi ding an image of the fluorescence fromthe gel."

The wording of nethod claim5 according to the main
request reads as foll ows:

"A nmethod of detecting fluorescence from DNA fragnents
in a gel which conprises:

exciting a predeterm ned volune of said gel with Iight
energy of predeterm ned wavel ength focused therein by
an objective lens to cause fluorescence em ssion of
light at a different wavel ength fromthe predeterm ned
vol une;

collecting the fluorescently emtted |light fromsaid
predeterm ned volune with said objective |ens;
spectrally filtering light fromthe objective lens to
substantially reflect light at the predeterm ned and

ot her wavel engths and passing the fluorescently emtted
light at the different wavel ength;

spatially filtering said fluorescently emtted |ight of
di fferent wavel ength to substantially reject background
scattered |ight and passing fluorescently emtted |ight
fromthe predeterm ned volunme of the gel; and
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applying the filtered |ight energy to a detector to
generate an output signal representative of the
fluorescence fromsaid fragnents."

The wordi ng of apparatus claim1 according to the first
auxiliary request reads as follows:

"A gel scanner arranged for scanning an el ectrophoresis
gel in which fluorescently |abelled DNA fragnents have
been el ectrophoretically separated into bands, said
scanner conpri sing:

a carrier suitable for supporting such an

el ectrophoresis gel to be scanned,

means for formng a |ight beam of predeterm ned

wavel engt h;

a dichroic beamsplitter for receiving and directing
said |ight beamtoward a gel on said carrier;

an objective lens for receiving said |ight beam and
focusing the light beamon a selected volune of the ge
to cause fluorescence em ssion of light at a different
wavel ength and collecting the emtted [ight from
sanples in the

sel ected volune and directing the emtted light to said
di chroic beamsplitter which passes said emtted |ight
at different wavel engths and reflects light at said
predet er m ned wavel engt h;

a spatial filter for receiving and passing emtted
light fromsaid selected volune and the dichroic beam
splitter while rejecting background and scattered
l'ight;

nmeans for detecting said passed, emtted |ight and
provi di ng an out put signal;

nmeans for providing such relative novenent between the
focused |ight beamand the gel carrier as necessary for
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scanni ng said bands in the gel; and
a processor for receiving the output signal and
provi di ng an i mage of said bands."

Clains 2 to 4 and 6 are dependent cl ai ns.

The argunents of appellant | nmay be sunmari sed as
fol | ows.

The apparatus defined in claiml of the main request is
antici pated by the confocal scanning m croscope

di scl osed i n docunent BML, because the features "I|i ght
source", "dichroic beamsplitter”, "objective lens for
receiving the light beam and collecting the fluorescent
emtted light", "spatial filter" and "processor for
provi ding an i mage" are standard features of such a

m croscope, as illustrated by and readily identified in
Figure 1 of BML or - equally - by the confoca

m croscopes disclosed in BM3 or BVMb. Furthernore the
obj ect stage of the m croscope shown in Figure 1 of BML
is a carrier which is suitable "for supporting a gel to
be scanned”, because this feature nerely refers to an
obj ect which nay be positioned on the stage. A typica
carrier would be a mcroscope slide, which has

di mensions of 2.5 cmx 7.5 cm Equally the object stage
in the mcroscope of BML can be noved in X, Y and Z-
direction and therefore forns a "neans for providing a
rel ati ve novenent between the focused |ight beam and
the gel for scanning”. It is noted that a specific use
of a prior art apparatus which was suitable for said
use cannot render the apparatus claimnovel. Wth
respect to the mcroscope known fromBML, this was
clearly suitable for use as a gel scanner as can be
concluded fromthe nunerical aperture (N.A ) of its
optics, which is the sane (N.A=1.3) as the N. A of the
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optics in the contested patent and fromthe focal spot
si zes of both apparatuses which are also very simlar.
Finally the patent explicitly states in colum 7,

lines 46 to 52, that the clained device is not
restricted to el ectrophoresis gel scanning, but nmay be
used for detecting and i nmagi ng nol ecul es, proteins,
viruses and bacteria which is a typical application of
a confocal mcroscope such as the one in BML. Therefore
proprietor's assertions that the expression "ge
scanner" inplies a typical mninmumsize of the carrier
and a positioning range of the neans for providing

rel ati ve novenent which could not be covered by a known
confocal scanning mcroscope are rebutted when reading
the claimin the |ight of the patent disclosure as a
whol e.

Wth respect to claim11 according to the first
auxiliary request, the support for the new feature
referring to the detection of "bands" is not clear from
the original disclosure. In particular in colum 6,
lines 22 to 26 and colum 7, lines 15 to 17 of the
patent specification, only the "direct imging" or
"detection” of "DNA and RNA in gels" are disclosed,

whi ch are nol ecul es and not "bands". Concerning

i nventive step, the only difference between the
subject-matter of this claimwth respect to BML is in
functional, not structural features. In this respect
docunment BMLO illustrates that el ectrophoresis is a
separation nethod for small anmpunts of sanples and has
been known since 1930. Therefore it is obvious for the
skill ed person to use the apparatus according to BML
al so for investigation of substances separated by

el ectrophoresi s, because BML recommends on page 749,
right colum, last but one sentence, the use of
confocal scanning | aser m croscopy in many areas of
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bi ol ogy. Furthernore, the contested patent itself
reveals in colum 7, that the clained apparatus can

al so be used for the detection of fluorescent |abelled
nol ecul es, because this is an "apparent”, i.e. obvious
alternative enbodinent to the clained detection of DNA
fragnents in a gel, which also inplies the detection of
such nol ecul es in bands. Therefore, it is vice versa
apparent or obvious for the skilled person to enpl oy

t he apparatus of BML for the detection of DNA fragnents
separated into bands, and nodify that apparatus
accordingly, if necessary.

The nethod of claimb5 does not involve an inventive
step, both when docunent BM2 or BMB are regarded as the
cl osest prior art.

Docunent BM2, Figure 4, discloses an apparatus and

nmet hod of detecting fluorescence fromDNA fragnents in
a gel including the steps of claim5 with the exception
of the follow ng features: in the nethod according to
claim5 the fluorescent light is collected with the
sane objective lens as used for focusing the excitation
beam and the fluorescent light is spatially filtered
with a confocal diaphragm positioned before the
detector. The technical problem solved by including
these features can be defined as further inproving the
sensitivity of the apparatus which, according to BM,
page 338, right columm, second paragraph, limts the
detecti on of DNA peaks because of the inherent noise of
the detection system |In particular on page 340, right
colum, lines 16 to 20, BM2 discloses that it is the
varyi ng background on which the signal is superposed
whi ch determ nes the inherent noise. In order to find a
solution for this problemthe skilled person wll
consult the prior art in the field of detection of
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fluorescent radiation from biol ogi cal sanples and w ||
find the solution in docunent BML, in particular the
caption of Figure 1, lines 6 to 7, which discloses that
the confocal optical arrangenent results in al nost

conpl ete suppression of the fluorescence contributions
fromoff-focus speci nen planes. Hence, by conbining the
teachings of BM and BML he will arrive at the subject-
matter of claim5 w thout an inventive step being

i nvol ved. The sane anal ysis shows that apparatus claim
1 of the auxiliary request is also obvious if starting
fromthe teaching of docunent BM2 and conbining it with
BML for increasing the apparatus' sensitivity.

The subject-matter of claim5 is al so obvi ous when
starting fromdocunent BMB as the cl osest prior art.
BM3 di scl oses a highly sensitive scanning m croscope
for detection of small fluorescent biol ogical objects
(antibodies). As illustrated in Figure 1 of BM3, the
sanple is excited using a | aser beam and the
fluorescence is detected with a confocal arrangenent
including a pinhole aperture as a spatial filter. The
only difference between the disclosure in BM3 and the
claimed nethod is that in BMB fluorescent antibodies
are detected, whereas claim5 defines the detection
step of fluorescence of DNA fragnents in a gel. This
di fference does not involve an inventive step, because
the skilled person would consider to apply the teaching
of BMB not only to fluorescent antibodies, but also to
ot her fluorescent biological sanples. In this respect
reference is made to the passage in colum 7, |lines 46
to 53 of the patent in suit which denonstrates that
detection of DNA fragnments in a gel is an equival ent
alternative to the detection of other biologica
sanpl es which are fluorescently | abell ed and separated
on a carrier. Therefore the detection of DNA fragnents
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as defined in claim5 is a nere technical alternative
to the detection of the sanples in BM3 and hence does
not involve an inventive step.

The argunents of appellant Il may be summari sed as
fol | ows.
Contrary to the argunentati on of appellant |, the

subject-matter of claim1 of the main request does not
define a confocal scanning m croscope as disclosed in
BML, BMB or BMb. As pointed out by Prof. WIlson, who is
a leading expert in the field of confocal scanning

m croscopes, these devices have a typical scanning
range of 1 mMmm x 1 mm Prof. Eperon, an expert in the
field of electrophoresis and DNA sequenci ng, has
expl ai ned that at the priority date of the patent slab
gels for electrophoresis were at least 40 cmlong, with
the aimto nake the slabs as |long as technically
feasible (up to 1 mlength) for increasing the nunber
of resol ved DNA-bands. Furthernore, according to Prof.
Eperon, the first couple of centinetres of a DNA
sequencing gel is often obscured by front effects and
does not carry useful information, hence it is not
expedi ent to reduce the size of a slab gel down to the
size of a mcroscope slide. Therefore the features in
claim1l "gel scanner"; "carrier for supporting a gel to
be scanned"; and "neans for providing relative novenent
bet ween the focused |ight beam and the gel for

scanni ng” which inplicitly define a m ni num appropriate
size of the positioning range of the cl ai ned appar at us
cannot be found in these docunents, as further
docunented by reference to docunent BM7 which had been
referred to in BVMb and discloses further details of a
nmechani cal scanning system for conventional confoca

m cr oscopy.
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As to claim1l of the auxiliary request, a clear support
for the additional features is to be found in colum 6,
lines 16 to 20 and Figure 6 of the patent

specification. Further support that the nolecules to be
detected are in "bands" is in colum 2, lines 10 to 12
and colum 7, line 6. The clainmed device is clearly

di stinguished fromthe cited prior art confoca

scanni ng m croscopes by the requirenents on the
carrier, which nust be suitable for supporting an

el ectrophoresis gel containing bands with DNA
fragnments. In this respect it is noted that in order to
get significant results plural bands are to be
detected, which puts a requirenent on the mnimum size
of the carrier stage range. Furthernore, the neans for
providing the required rel ative novenent define the
sort of novenent necessary for scanning the bands.

Prior art confocal mcroscopes cannot be scanned to

i mage and do not provide inages of gel bands of DNA
fragments. Wth respect to the references of

appellant | to the passages in the description which in
hi s opi ni on cast doubt on the clained subject-matter,

it should be understood that claim1l deals wth

el ectrophoresis of gels; and that any statenent in the
descri ption which woul d cast doubt on the clained

subj ect-matter should be corrected.

For the nmethod defined in claim5 docunent BM2 forns
the closest prior art. Starting fromthe enbodi nent in
Figure 4 of BM2 there is no reason why the skilled
person woul d nodi fy the fluorescence detection system
by including the teaching of BML for the follow ng
reasons. Firstly in the fluorescence detection system
shown in Figure 4 of BM2, the scanning is only one-

di mensi onal by applying a rotational notion of the
scanning mrror, whereas the DNA fragnents in the



- 12 - T 0149/ 00

stationary plate mgrate past the detection system as
di scl osed on page 337, right colum, second paragraph.
In contrast the scanning in the confocal mcroscope
systemin BML is a two-di nensi onal scanni ng, which
renders a straightforward conbination with the system
in BM2 inpossible. Secondly there is no obvious reason
why the skilled person would go fromthe optical system
in BM to a confocal mcroscope system because the
field of mcroscopy is different fromthe field of DNA
fragnent detection in a gel and docunent BM2 is not
concerned with mcroscopy. The passages in BM2 cited by
appel lant | discussing the noise limt of that
detection systemnerely set the sensitivity limt

wi thout giving any hints as howto inprove this, in
particul ar not by conbining a non-conpati bl e scanni ng
systemfromthe unrelated technical field of confoca

m cr oscopy.

Furthernore appellant |'s assertion that alternatively
BMB woul d be a suitable closest prior art docunent for
the nethod defined in claim5 is not well founded,
because that docunment is not concerned with detecting
fluorescence fromDNA fragnents in a gel, but the

i magi ng of fluorescent antibodies by confoca

m cr oscopy.

Reasons for the Decision

1

2.1

0544.D

The appeal is adm ssible.

Mai n request

Caiml



- 13 - T 0149/ 00

2.1.1 Novelty

Claim1lis directed to "an inproved gel scanner". The
cl ai med apparatus conprises technical features which,
except for the explicit reference to "gels", are
intrinsic to conventional confocal scanning

m croscopes. Docunment BML, Figure 1, for instance,

di scl oses such a m croscope which includes a carrier
(x,y,z-object stage); a neans for formng a |ight beam
of predeterm ned wavel ength (laser source); a dichroic
beam splitter for receiving and directing said |ight
beam toward an object to be scanned (dichroic mrror);
an objective |lens (high nunerical aperture objective

| ens) for receiving said |ight beam and focusing the

| ight beam on a sel ected volune of the object to cause
fluorescence em ssion of light at a different

wavel ength and collecting the emtted [ight from
sanples in the selected volunme and directing the
emtted light to said dichroic beamsplitter which
passes said emtted light at different wavel engths and
reflects |ight at said predeterm ned wavel ength; a
spatial filter for receiving and passing emtted |ight
fromsaid sel ected volune and the dichroic beam
splitter while rejecting background and scattered |ight
(pin hole); neans for detecting said passed, emtted

I i ght and providing an output signal (detector); neans
for providing relative novenent between the focused

| i ght beam and the object for scanning (nechanical scan
control of object stage); and a processor for receiving
t he out put signal and providing an i mage of the
fluorescence fromthe object (conputer with display).

According to appellant Il, the features in claim1 "ge
scanner™; "carrier for supporting a gel to be scanned”;

0544.D Y A
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and "neans for providing relative novenent between the
focused |ight beam and the gel for scanning" define
requi renents with respect to the dinensions of the

obj ect to be supported by the carrier and to the
dynam c range which the neans for providing relative
novenent needs to cover. In his opinion, none of the
prior art confocal scanning mcroscopes is suitable for
carrying and positioning gels with the sizes of

el ectrophoresis slab gels, whence the subject-nmatter of
claiml1l is novel. Disagreeing wwth this, appellant I
considers that the references in the claimto "gel s"
and "gel scanning" do not define a technica

di stinction between the cl ai ned apparatus and prior art
confocal scanning m croscopes.

For the assessnent of this controversial issue, the
board refers to Article 84 EPC which requires that the
cl ai m nust be supported by the description. Therefore
the claimis to be interpreted in the |light of the
description, in particular the references in the
description to "gels" and the objects to be scanned. It
iIs noted that the objects to be scanned by the
apparatus of claim1l are defined as "gels" in a globa
sense. Wth respect to the dinensions of "gels", the
patent specification refers in colum 7, lines 5to 7
to a DNA sequencing gel with a "250 umthick gel and a
3 M wi de sanple well". In colum 7, lines 42 to 43, it
Is stated: "Preferred enbodi nents of this invention can
detect DNA sanples that cannot be detected by
conventional fluorescence detection nethods". And in
lines 46 to 52 of this colum it is disclosed that
enbodi nents of the invention nmay be used to "detect and
i mge fluorescent |abel ed nol ecul es, proteins, virus
and bacteria, etc., which are el ectrophoretically or

ot herwi se separated on a variety of carriers such as
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menbranes, filter paper, petrie dishes, glass

substrates, etc.". Interpreting the controversial term
"gel
appear that the apparatus defined in claiml1l of the

in the light of the cited passages it would

mai n request should be suitable of scanning an object
in gel formof a typical size of the order of one or
some millinetres; that it should be able to detect DNA
sanples; and that it should render possible the inmaging
of m croscopi c-size objects. These uses are typical for
prior art confocal scanning m croscopes as shown in
docunent BML. Therefore in the opinion of the board,
the subject matter of claim1 of the main request | acks
novelty and the main request is not allowable

(Articles 52(1) and 54 EPC).

First auxiliary request

Caiml

Anmendnent s

The additional features of this claimare in substance
that the gel scanner is arranged for scanning an

el ectrophoresis gel in which the fragnents have been
separated in bands; and that there are neans "for
provi di ng such rel ati ve novenent between the focused

| i ght beam and the gel carrier as necessary for
scanni ng said bands in the gel". The board is satisfied
that in particular the passage in columm 6, lines 16 to
17 of the patent specification (corresponding to

page 7, lines 36 to 37 of the originally filed patent
application), which discloses that the i nage shown in
Figure 6 is "obtained by this enbodi nent of the

i nvention” provides fair support for this anmendnent.
Therefore the anended claimis not objectionable under
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Articles 84 or 123(2) EPC. Since the anmended cl aim
defines a narrower protection than the granted claimit
al so neets the requirenent of Article 123(3) EPC

Novel ty

Claim1l requires that the clained apparatus is arranged
for scanning an el ectrophoresis gel in which DNA
fragments have been separated into bands under the

i nfl uence of el ectrophoresis (applied electric field).
Wth respect to the dinensions of such a gel the
argunent of appellant Il that in order to get
significant results of scanning an el ectrophoretic gel
plural bands are to be detected, which puts a

requi renent on the mninum size of the gel, seens
credible to the board. Even assuming a typical mninmum
wi dth of one band or lane of 3 mm (as disclosed in
colum 7, line 7 of the patent specification), it
follows fromFigure 6 of the patent specification that
the length of a sanple to be scanned is nuch | arger.

Ref erence can al so be made to Figure 3 of docunent BM,
whi ch shows a simlar relationship between the w dth of
one |l ane or band and the |l ength of a sanple separated
by el ectrophoresis. Therefore, in contrast to the

typi cal object field of a confocal mcroscope, a ge
sanpl e conprising el ectrophoretically separated bands
is a macroscopic object. Mre particularly, the devices
according to BML, BM3, BMb, BM/ are not arranged for
"scanni ng an el ectrophoresis gel in which fluorescently
| abel  ed DNA fragnments have been el ectrophoretically
separated into bands" because these confocal scanning

m croscopes are designed for and typically produce
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subm | lineter-size images. Therefore in the opinion of
the board the subject-matter of claim1l of the first
auxi |l iary request is novel.

3.1.3 Inventive step

Caiml is directed to a gel scanner arranged for
scanni ng an el ectrophoresis gel in which DNA fragnments
have been separated into bands. Having regard to the
avai l able prior art on file, the closest prior art
appears to be docunent BM2, because this discloses a
system for rapid DNA sequencing (see: Title) where
fluorescently | abell ed DNA fragnents have been

el ectrophoretically separated i nto bands (see:

Figure 3) and are detected by a fluorescence detection
system (see: Figure 4).

The gel scanner systemdefined in claiml differs from
the one disclosed in BM2 in that the apparatus
according to claim1 conprises a dichroic beam
splitter; an objective | ens which both focuses the

| i ght beam onto the sel ected volune of the gel and
collects the fluorescent |light emtted by the excited
nol ecul es; and by the spatial filter which transmts
the fluorescently emtted |ight and rejects background
and scattered light. In the system of BM2, the
excitation light beamis focused onto a spot which is
scanned along a line, and the fluorescently enmtted
light is collected by two el ongated photomultiplier
tubes which span the width of the gel (see: Figure 4
and its caption).

The objective problemderiving fromthese differences

in the optical arrangenents nmay be seen in devel oping a
hi gh sensitivity detection system which mght lead to
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the possibility of detecting snmaller amounts of DNA and
the use of thinner gels (see: patent specification,
colum 2, lines 6 to 19). The problemof limting
sensitivity caused by noise and its origin (scattered

| aser radiation, Raman scattering, fluorescence of

ot her sources) is discussed in BM2, page 337, right

col um; and page 340, right colum, lines 8 to 20.
Docunent BM2 al so offers a solution (renoval of
scattering light by a filter stack consisting of an
interference filter, a fiber-optic face plate and a

col ored gl ass absorbing filter (page 337, right col um,
| ast paragraph)).

In view of the fact that the detection systemin BM
al ready includes explicit measures to optim se the
system sensitivity and suppress noi se sources, no

obvi ous reasons appear to exist why the skilled person,
starting fromthe concrete detection arrangenent shown
in Figure 4 of BM2, would nodify this system by

i ncl udi ng an arrangenent with an objective lens used in
autocol limation, a dichroic beamsplitter and a spatia
filter as known from confocal scanning m croscopes.
Firstly, the detection systemdisclosed in BM al ready
offers a solution for suppressing noise. Secondly the
i ncorporation of the optical arrangenent referred to
above into the systemof BM2 would not be a sinple
"addition" of the new elenents to the system of

Figure 4, rather it would require a conpl ete redesign
of that system for instance, the photonmultipliers

whi ch span the width of the gel and their associ ated
filter stacks would have to be discarded; also the
focusing lens integrated in the scanning optics would
have to be replaced by an autocollinmating objective, a
di chroic beamsplitter and a spatial filter. No hint
towards such a solution is found in BM2. Nor is the
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field of confocal scanning mcroscopes closely rel ated
to the field of DNA gel scanners, apart from possible
applications (detection of fluorescently |abelled

obj ects). Therefore a nodification of the detection
system di scl osed in BM2 by inclusion of a confoca
scanni ng system known from BML, BMB, BMb or BM/ does
not appear obvi ous.

The further argunment of appellant |, that docunent BML
coul d be seen as the closest prior art for the

di scussion of inventive step of claiml1 of the first
auxiliary request is not persuasive because the patent
specification as well as the independent nethod claim
clearly disclose that the technical field of the
invention is the field of detection of fluorescence
from DNA fragnments in a gel. Since docunment BML does
not make reference to detection of fluorescence of DNA
fragnments in a gel nor to the specific problens rel ated
to such detection it would not appear to forma
technically realistic starting point (see "Case Law of
t he Boards of Appeal of the European Patent O fice",

3d. Edition, EPO 1999, Chapter |, D 3.2: "Choice of the
cl osest starting point", in particular Decision

T 487/ 95, points 6.1 and 6.2, locally cited).

Therefore claim1l of the first auxiliary request is
nei t her anticipated nor nade obvious by the cited prior

art.
Claimb5
Novel ty

The novelty of the subject-matter of this claimwas not
di sputed anongst the parties.
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I nventive step

Caimb5 is directed to a nethod of detecting
fluorescence fromDNA fragnents in a gel. According to
appel lant |, either docunment BM2 or BMB nmay be seen as
the cl osest prior art.

Si nce docunment BMB is directed to the imaging of a
fluorescent dye stained anti body by a confocal scanning
m cr oscope system and, unli ke docunent BM2, does not
make reference to detection of fluorescence of DNA
fragments in a gel, it does not stemfromthe sane
technical field as the clainmed subject-matter and does
not formthe closest prior art (see also point 3.1.3
supra). Therefore for the discussion of inventive step
of claim5 the board consi ders docunent BM2 as the

cl osest art.

The nethod of detecting fluorescence from DNA fragnents
in a gel according to claim5 differs fromthe
detecti on nethod known from docunent BM2 by the
collection of the fluorescently emtted |light by the
sanme objective lens as used for focusing the excitation
light in the gel; by spectrally filtering the
fluorescent light transmtted through this lens; and by
spatially filtering this fluorescent |ight.

As di scussed before, in the detection schenme known from
docunent BM2 a filter stack conprising a spectra
(interference and absorbing colour filter) and a

spatial (fiber-optic face plate) filter is provided,

see in particular Figure 4 and the passage on page 337,
right colum, |ast paragraph. This filter stack,
however, is arranged in front of el ongated
photorul ti plier tubes, which, because of their extended
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fields of view, do not require any further optics for
collecting the fluorescently emtted light. In the
board's view, there is no obvious reason why a skilled
person woul d have nodified the systemin Figure 4 of
BM2, since this would have neant to discard a

consi derabl e part of the detection system and woul d
have required a new design of the system No hints in
this direction are obtainable from docunent BM2. In
particul ar does this docunent not nmake any reference to
confocal scanning m croscopes. A conbination with the
teachi ngs of one of the docunents BML, BM3, BMb and BMW/
can therefore be excluded for the sane reasons as given
in point 3.1.3 supra. Therefore the nethod defined in
claim5 is not obtainable fromthe prior art in an

obvi ous way.

Clains 2 to 4 and claim6 are dependent on clains 1 and
5 and, therefore, their subject-matters also involve an
i nventive step

The description

In view of the anended clains of the first auxiliary
request and in order to exclude that the description
contai ns passages which m ght cast doubt on the cl ai ned
subject-matter, the description should be anended. The
case is therefore remtted to the first instance to
bring the description into conformty wth the new set
of clains.

Since the first auxiliary request of appellant Il is
all owabl e, there is no need to address his further
requests.



- 22 - T 0149/ 00

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the departnent of the first
instance with the order to nmaintain the patent in
amended formon the basis of the follow ng docunents
according to the first auxiliary request:

d ai ns: claim1l of the first auxiliary request
as filed at the oral proceedi ngs before
t he board;
clains 2 to 6 of the patent
speci fication;

Descri ption: to be adapted; and

Dr awi ngs: of the patent specification.
The Regi strar: The Chai r man:
P. Martorana E. Turrini
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