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Summary of Facts and Submn ssions

0578.D

Eur opean patent application No. 97 106 749.1
(publication No. 0O 804 059) was refused by the decision
of the exam ning division, dispatched on 7 July 1999.

The reason for the refusal was that the subject-matter
of claim1l according to applicant's nmain request then
on file contravened Article 123(2) EPC, that claim1
according to the first auxiliary request was not

al | owabl e under Article 123(2) EPC and Article 84 EPC,
and that claim1 according to the second auxiliary
request was not all owabl e under Article 84 EPC

As to the issue of substantive matters (Article 52
EPC), in the decision under appeal only reference was
made to the first official conmunication of the
exam ni ng division, in which an objection under
Articles 52(1) and 56 EPC against claim1 as originally
filed had been raised in view of docunent:

D1: DE-A-38 01 610.

The applicant | odged an appeal against this decision.
The notice of appeal was received on 15 Septenber 1999,
the prescribed fee being paid on the sane day. The
statenment setting out the grounds of appeal was
received on 16 Novenber 1999.

Wth the statenent of grounds of appeal, the appellant
submtted sets of clains 1 to 6 according to a nain, a
first auxiliary and a second auxiliary request.

In a communi cation in annex to sunmobns to attend ora
proceedi ngs the board expressed its doubts with respect
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to the formal requirenments of the clains according to
these requests (Articles 84 and 123(2) EPC).
Furthernore the board pointed out provisionally, that
for a discussion of substantive matters in addition to
docunent D1 al so the foll ow ng docunents cited in the
Eur opean Search Report could be regarded as the cl osest
prior art:

D2: FR-A-2 608 328

D3: EP-A-0 287 274

V. Oral proceedings were held on 6 February 2002 during
whi ch the appellant submtted a new main request and a
new auxiliary request, both including clains 1 to 6. He
requested that the case be remtted to the first
i nstance for further prosecution on the basis of the
clains according to the main or the auxiliary request.
During the oral proceedings in addressing the
expression "liquid crystal polynmer” in claimb5 the
appel | ant made reference to following citation:

Rompp Chem e Lexi kon, 9. Edition, page 1395, Keyword
"Fl Ussi gkristalline Polynere".

VI . The i ndependent claim 1l of the main request reads as
fol | ows:

"A nodul e nounting structure conpri sing:

a) a daughter board (3) carrying electronic parts (4)
on both sides thereof, said daughter board (3)
bei ng provided with a plurality of input/output
pads (7) on at |east one side thereof;

b) an affixing nenber (6) for affixing a plurality of
substantially straight |lead franes (5), each of
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said | ead franmes (5) having one end thereof
sol dered to a corresponding one of said plurality
of i nput/output pads (7); and

C) a nother board (1) fornmed with a plurality of
t hrough holes (2) respectively corresponding to
said plurality of input/output pads (7), wherein
the other end of each of said |lead franmes (5) is
inserted in and sol dered to a correspondi ng one of
said plurality of through holes (2)."

I n support of the main request, the appellant argued
substantially as follows:

In order to overcone the objection under Article 123(2)
EPC i n the decision under appeal agai nst the expression
"straight lead frames"” in claiml1, the new claim1l now
defined that the |l ead franes were "substantially
straight". Support for this feature was found in the
original description on page 9, lines 9 to 14 and in
Figures 3 to 5 and 7. In particular Figure 4 showed the
straight configuration of the lead frames 5 in their
nount ed state connecting the daughter board 3 with the
not her board 1. Furthernore the claimnow clearly
defined that the lead franes were sol dered to the

i nput/out put pads of the daughter board and to the

hol es in the nother board, which should overcone the
further objections raised against the claimon which
the deci sion was based. Therefore the formal objections
agai nst the clains should be no | onger valid.

Wth respect to the issue of patentability of the
clains according to the main request, the opinion of

t he exam ning division against the patentability of
claiml as originally filed had been based on docunent
D1, and the division had not taken position against the
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amended claim Furthernore, the further documents from
t he European Search Report nentioned by the board had
never been discussed during the first instance
procedure. Therefore remttal of the case for further
prosecution in the first instance would be justified in
order not to deprive the applicant of his right to an
exam nation in two instances also with respect of
substantive matters.

At the end of the oral proceedings, the board gave its
deci si on.

Reasons for the Decision

1
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The appeal is adm ssible.

Article 123(2) EPC

Wth respect to claim1 as originally filed claim1 of
the main request has been anended to include the
feature that the |ead frames are substantially
straight. Fair disclosure for this feature may be found
in the Figures, in particular Figures 5A to 5D, which
show t he shape of the lead frames in detail, including
their dinensions (Figures 5A and 5B). These val ues are
al so disclosed on page 8, lines 10 to 15. O her m nor
amendnents in clains 1 and 2 equally find their support
in the application as originally filed.

Therefore the clains of the nain request neet the
requirenents of Article 123(2) EPC

Article 84 EPC
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In the board's opinion, the clainms of the main request
are not objectionable under Article 84 EPC. The
expression "liquid crystal polyner"” in claim5 has a
wel | established neaning, as shown by the appellant by
the reference to the chem cal encycl opaedi a "Ronpp".

Substantive matters (Article 52 EPC)

As argued by the appellant, apart from an objection

Wi th respect to Articles 52(1) and 56 EPC in the first
of ficial communication against the original claim1 in
view of the teaching in D1, the exam ning division has
not taken a position in this respect to the anended

cl ainms. The deci sion under appeal was entirely based on
the grounds of Articles 123(2) and 84 EPC. Furthernore,
claim1 of the main request now defines the further
feature "substantially straight"” for the | ead franes,
whi ch feature had not been defined in any previous
claim Fromthe exam ning procedure sofar no
concl usi ons are obtai nabl e concerning the position of
the exam ning division with respect to the substantive
requi renents. The patentability of the new clai mmy
have to be assessed in the light of the further
docunents cited in the European Search Report, or the
exam ni ng division nmay even consider it necessary to
consult further prior art docunents because of the new
feature. As stated in decision T 63/86 (QJ EPO 1988,
224), point 2 of the reasons, such further exam nation
shoul d be carried out by the exam ning division as the
first instance. The board therefore exercises its power
under Article 111(1) EPC to remt the case to the

exam ning division for further exam nation of the
application on the basis of clains 1 to 6 of the nmain
request filed during the oral proceedings of 6 February
2002.
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5. Since remttal of the case to the first instance
corresponds to the appellant's nmain request, there is
no necessity to address his auxiliary request.

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution on the basis of clains 1 to 6 of the main

request.
The Regi strar: The Chai r man:
P. Martorana E. Turrini
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