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Summary of facts and Subm ssions

1180.D

This is an appeal against the decision by the Exam ning
Division to refuse the present European patent
application because the i ndependent clains of the main
and first auxiliary requests |acked inventive step in
view of the follow ng docunents:

D1: EP-A-0 366 425
D2: US-A-4 987 447.

The Exam ning Division held that the subject-matter of
t he i ndependent clains of the main request |acked

i nventive step in view of either the teaching of D1l in
conbi nation with common general know edge or the

conmbi nation of the teachings of docunents D1 and D2.

In response to the statenent of the grounds of appeal,
in which the Appellant defended the i ndependent cl ains
of the main request as well as those of the auxiliary
request as refused by the Exam ning D vision, the Board
in an annex to the summons to oral proceedings
expressed the prelimnary opinion that the subject-
matter of the independent clains, at |east of the main
request, did not appear to involve an inventive step.

In the oral proceedings, held before the Board on
29 January 2002, the Appellant requested

that the decision under appeal be set aside and

that the patent be granted on the basis of clains 1 to

5 of the request filed in the oral proceedings.
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The i ndependent clains 1 and 4 according to this
request read as foll ows:

"1. A nethod of form ng an assenbled job froma first
job (156), represented by a first set electronic pages,
and a second job (156), represented by a second set of
el ectronic pages, in an electronic printing system (2)
having a printer (8) and a scanner (6) adapted to
convert the jobs (156) into sets of el ectronic pages
and to decode machi ne-readabl e code, conprising the
steps of:
scanning said first and second job to generate
said first and second set of electronic pages,
storing the first set of electronic pages at a
first location in a nenory section (61);
assigning a first unique job identifier to the
stored first job (156) for indicating the first
| ocation of the stored first job (156) in the
nmenory section (61);
on demand, automatically printing a first job
ref erence sheet (170) conprising the first unique
job identifier in machi ne-readabl e code;
storing the second set of electronic pages at a
second | ocation in the nmenory section (61);
assigning a second unique job identifier to the
stored second job (156) for indicating the second
| ocation of the stored second job (156) in the
menory section (61);
on demand, automatically printing a second job
reference sheet (170) conprising the second uni que
job identifier in machi ne-readabl e code;
upon scanning the first job reference sheet (170):
reading the first unique job identifier
conprised on the first job reference sheet
(170), and

1180.D Y A



1180.D

- 3 - T 0130/ 00

accessing the first set of electronic pages
stored at the first location in the nenory
section (61) identified by the read first unique
job identifier (170);
upon scanni ng the second job reference sheet
(170):
readi ng the second unique job identifier
conprised on the second job reference sheet
(170), and
accessing the second set of electronic pages
stored at the second location in the nenory
section (61) identified by the read second
uni que job identifier;
In response to the scanning the first job
reference sheet (170) and the second job reference
sheet (170):
conpiling the first set of electronic pages with
the second set of electronic pages, and storing
said conpiled set at a nenory location to form
t he assenbl ed j ob.

4. An electronic printing system (2) for formng an
assenbled job froma first job (156), represented by a
first set of electronic pages, and a second job (156),
represented by a second set of electronic pages,
conpri si ng:

a scanner (6) being adapted to convert the first
job (156) into the first set of electronic pages
and the second job (156) into the second set of

el ectroni ¢ pages;

means (61) for storing the first set of electronic
pages at first |ocation and the second set of

el ectroni c pages at second | ocati on;

nmeans bei ng adapted to assign a first unique job
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identifier to the stored first job (156) for
indicating the first |ocation of the stored first
job (156) and a second unique job identifier to
the stored second job (156) for indicating the
second | ocation of the stored second job (156);

a printer (8) being adapted to print on demand
automatically a first job reference sheet (170)
conprising the first unique job identifier in
machi ne-readabl e code and a second job reference
sheet (170) conprising the second uni que job
identifier in machi ne-readabl e code;

the scanner (6) further being adapted to scan the
first job reference sheet (170) and the second job
reference sheet (170), and to decode nachi ne-
readabl e code, for reading the first unique job
identifier conprised on the first job reference
sheet (170) and readi ng the second uni que job
identifier conprised on the second scanned job
reference sheet (170);

means for accessing the first set of electronic
pages stored at the first | ocation identified by
the read first unique job identifier and the
second set of electronic pages stored at the
second | ocation identified by the read second

uni que job identifier; and

nmeans adapted to conpile, in response to scanning
the first job reference sheet (170) and the second
job reference sheet (170), the first set of

el ectronic pages with the second set of electronic
pages and to store said conpiled set at a nenory
| ocation to formthe assenbled job."

| V. During the oral proceedings the Appellant expressed the

view that the prior art docunents D1 and D2 coul d not
destroy the inventive step of the subject-matter of the
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I ndependent clai ns, since the docunents did not hint at
the core of the invention at all, i. e. that the
"reference sheets" according to the present invention
were used as place holders and that they were used to
fetch data concerning the corresponding job from nmenory
by neans of the unique job identifier adhered to them
so that the operator did not need to | oad stacks of
docunent batches of those jobs onto the input tray of
the reproducti on apparatus. Mreover the assenbl ed jobs
stored in nmenory could, if necessary, be conbined ad
lib with other jobs later on.

Reasons for the decision

3.1

1180.D

The appeal conplies with the provisions nmentioned in
Rule 65(1) EPC and is therefore adm ssible.

The Board notes that the independent clains of the only
request concern conpiling a plurality of jobs into a
single, assenbled job in an efficient manner. These
clains correspond to the independent clains of the
former auxiliary request, also refused by the Exam ni ng
Division, albeit for sonme clarifying additions. Al
clainms neet the requirenents of Article 123(2) EPC

The Exam ning Division relied in its refusal on
docunents D1 and D2. In the opinion of the Board none
of these docunents point in the direction of the
present invention. Al so a conbination of the two
docunents does not appear to lead the skilled nman to
the invention.

The "job ticket" described in DL could at first sight
be conpared with that of the reference sheet of the
present invention. The "job ticket" can according to D1
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be produced at an input station 90. Wen a job program
is to be entered, a blank "job ticket" is called up and
di spl ayed on screen 95. Using keyboard 93 and nouse 94
the desired job options shown on the "job ticket”

di spl ayed on screen 95 are electronically filled in. A
job identification nunber 105 for a particular job is
entered and coded (bar code) at 104. Menory 14 stores
the conpleted job program and an el ectronic copy of the
"job ticket" 100. Moreover a hard copy of the "job
ticket" 100 is printed out for assenbly with a batch 73
of docunents 70 that conprise the job. The docunent

bat ches 73, together with the corresponding "job
tickets", are loaded on a tray 74 (cf. figures 2 and 5)
of the automatic docunent handler 10 of the printer.
During printing, the "job ticket" 100 acconpanyi ng the
batch of docunents 70 is scanned by the input scanner 7
along with the docunents 70 and the job identification
nunber 105 is obtained. Using the job identification
nunber, the job programstored in nenory 14 for that

j ob nunber is addressed (cf. D1, colum 8, lines 21 to
29) .

It appears to the Board that the "job ticket" descri bed
in D1 has a different function to the "reference sheet”
according to the invention. The "job tickets" are added
to every batch of docunents belonging to a certain job
in a stack of a plurality of jobs. The job
identification nunber of a ticket designates the nenory
| ocation at which the printing instructions concerned
are stored. Thus the "job tickets" are only used to
fetch programinstructions froma nenory for the
machi ne setup and are not place holders in the sense of
the reference sheets according to the present

i nvention. The data content of the real jobs to be
printed is not stored in a nenory at all, but is
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provi ded by scanning all the docunent sheets of the
respective jobs (docunent batches) concerned. According
to the invention however the pages to be printed are
retrieved by sinply reading the job reference sheet

whi ch physically replaces the job.

D2 di scl oses a reproducti on apparatus wherein a
"control sheet” is used like the "job ticket" in D1 to
control the setup of the of the apparatus during
reproduction. The "control sheet" avoids manua
operation of entering setup information at a contro
panel. As pointed out by the Appellant, this setup
information is related to a particular setup and is
therefore related to the reproducti on apparatus and not
to the job.

The reproduction apparatus according to D2 conprises a
printer (marking engine 12) conprising a nulti-page

i mge buffer 20. The data to be printed is fed to
buffer 20 either froma scanner 14 or froma raster

I mage processor 16 containing a job buffer 52 which
stores incomng jobs for use by a nmaster processing
unit 50 within the processor 16. If it is desirable to
save setup function instructions for subsequent jobs a
fornms generator 44, which reads the setup instruction
val ues from RAM 42, generates a rasterised bit nmap of
machi ne readabl e indicia corresponding to the setup
instructions. The bit map is transmtted to the printer
whi ch produces a "control sheet", bearing machine
readabl e setup instructions. Later on the "contro
sheet" can be inserted in a stack of originals to be
copi ed, or may be used in conjunction with a print job
to precondition the printer configuration (D2,

colum 3, lines 18 to 30). Wen the "control sheet" is
scanned the machi ne nust recognize that it is indeed
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the "control sheet”. One way of doing this would,
according to D2, be to press a special button, but
preferably the "control sheet" could bear an indicia
whi ch is recogni zed by the scanner | ogic.

Thus, as pointed out by the Appellant, the "control
sheet” nentioned in D2 serves the sane purpose as the
"job ticket" in D1, both define the printing
instructions. A difference may be seen in the fact that
the "control sheets"” of D2 contain the printing
instructions in machi ne readable form whereas the "job
tickets" of D1 nerely conprise an address indication of
where to find the respective printing instructions in
nmenory.

Hence the subject-matter of claim1 (and correspondi ng
device claim4) differs fromthe teachi ngs of docunents
D1 and D2, respectively, in substance by the features
relating to storage of the scanned jobs in a nenory
section and generation of machi ne readable "pl ace

hol ders" whi ch, when scanned, allow conpilation of the
stored jobs.

The subject-matter of the independent clains is thus
novel with respect to the prior art identified
(Article 54 EPC).

Having regard to the teaching of either DL or D2, it
appears to the Board that the subject-matter of the
I ndependent cl ai ns sol ves the problem of providing a
technique for conpiling a plurality of jobs into a
single, assenbled job in an efficient and flexible
manner, as set out in the original application
docunents (see columm 3, lines 26 to 30 of the
publ i shed application). By using "reference sheets”
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havi ng uni que job identifiers indicating the
correspondi ng |l ocations of the corresponding jobs in a
menory the invention achieves a very efficient and
flexible conmposition of differently assenbl ed jobs. By
physically assenbling the "reference sheets"” in a
desired order, scanning them and conpiling the
correspondi ng sets of electronic pages an assenbl ed | ob
is created which is stored at a specific nmenory section
and which can be arbitrarily used |later on for printing
(as to the point in tinme, nunber of copies, conbination
Wi th other jobs etc.). Conparing the invention with the
prior art it therefore appears that the efficiency and
flexibility of a reproduction system has been greatly

i ncreased, which is also manifestly denonstrated in the
exanple in the present patent application (colum 11,
line 13 onwards). There is no doubt that the physica
wor kl oad of the operator has been significantly reduced
and that the planning and organi sation of future jobs
at his reproduction system has been sinplified.

The Exam ni ng Division expressed the opinion that a
person skilled in the art, who at the priority date of
the present patent application (04-01-1993) was aware
that the store capacity of electronic nenories had
increased in relation to that of the nenories used in
D1 (priority date 24-10-1988), would not nerely store
the printing instructions for a particular job to be
printed, but also the content of the pages of the job.

The Board, however, agrees with the opinion of the
Appel l ant that even at the priority date of D1 the
capacity of nenories was such that the whole content of
even a plurality of jobs could have been stored in
menory. It is true that the capacity of RAMs is
constantly being increased. However, nenories with
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| arge capacities have existed for a very long tinme (as
mai n menories and external nenories). Mreover docunent
D2 (filed 18-09-1989 and published 22-01-1991)

di scl oses a nulti-page i mage buffer 20 (which in itself
IS not the object of the clainmed invention of D2 and at
that tinme apparently was of a quite normal capacity) in
the printing section 12 which is sufficient to store
all the pages of a particular job so that plural sets
of collated pages nmay be produced. The Board is
therefore of the opinion that it cannot be concl uded
that the devel opnent of nenories between the priority
dates of D1 and the present invention could have led a
skilled person in the direction of the invention.

It is true that according to D2 the data stored for a
particular job in the job buffer 52 has to be retrieved
using a "control sheet". However, there is no hint in
D2 that the "control sheet" is provided with an address
for accessing data stored in the buffer (cf. point 3.2
above). As pointed out above, the "control sheets" only
bear the nmachi ne readable setup instructions for the
job and possibly further jobs to be printed. Although
the teaching of Dl indicates that the setup
instructions for a specific job can be stored and | ater
on fetched froma nenory with the aid of a job

i dentification nunber on the "job ticket", the Board,
contrary to the Examning Division, finds that a

conmbi nation of the teachings of DI and D2 woul d not

| ead a skilled person to the invention, since such
conbi nati on does not neither disclose, nor hint at, the
cl ai med "place hol der" concept.

The Board therefore concludes that the subject-nmatter
of i ndependent clains 1 and 4 as filed in the ora
proceedi ngs involves an inventive step (Articles 52(1)
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and 56 EPC) and is therefore allowabl e. Dependent
clains 2, 3 and 5 also neet the requirenents of the
EPC.

5. The Board notes that the description of the patent
application has not yet been adapted to the new cl ai ns.
Moreover, it seens that there are parts of the
description apparently requiring anendnent (see the
publ i shed application, for exanple colum 9, l|ines 22
and 53 and colum 10, line 3 - "incorporated by
reference") to neet the requirenents of the EPC. The
Board therefore considers it appropriate to remt the
case to the first instance for adaption of the
description and grant of a patent with the clainms now
under consi derati on.

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:

M Ki ehl S. V. Steinbrener
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