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Summary of Facts and Submn ssions

1187.D

Fi ve oppositions were filed against the European patent
No. 713 669, based on European patent application
No. 95 117 508.2, which was filed on 7 Novenber 1995.

By the decision of the opposition division dispatched
on 26 Novenber 1999 the patent was revoked. In this
deci sion, the opposition division held that the patent
contravened the provisions of Article 100(c) EPC

The deci sion was based on the independent Claim1l filed
by the patent proprietor during the oral proceedi ngs on
9 Novenber 1999. This claimreads as foll ows:

"1. Method for maki ng cappuccino with frothed milk
conprising the steps of inserting the mlk in a
contai ner body (2), heating the mlk and
emul sifying the mlk so heated characterized in
that the heated mlk is enulsified by causing it
to pass through a froth formng el enent (10)
constituted by a plunger elenent (11), whereby the
pl unger el enent is subjected to a reciprocating
notion (11) in the heated m |k, said plunger
el ement (11) being supported and gui ded by a
lid (4) which can close the contai ner body (2) and
bei ng associated with a rod (12) that protrudes
fromsaid lid (4)."

On 25 January 2000 the appellant (proprietor) |odged an
appeal against this decision and simultaneously paid
the appeal fee. A statenent setting out the grounds of
appeal was received on 28 March 2000.

Wth the statenent setting out the grounds of appea
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the appellant filed sone publications relating to the
beverage cal | ed "cappucci no" (enclosures Ato Q.

Some further publications relating to "cappucci no”
(enclosures 1 to 6) were filed by respondent | with the
| etter dated 22 February 2002.

V. Oral proceedings were held on 25 March 2002. Opponents
(respondents) Il and Il1l, who had been duly sunmoned to
oral proceedings, were not present. In accordance with
Rule 71(2) EPC, the proceedi ngs were continued w t hout
t hem

VI . The appel | ant requested that "the appeal ed deci si on be
set aside for the part concerning Art.100(c)/Art. 123(2)
and the patent be remtted to the OCpposition Division
for prosecuting the opposition proceedi ngs" (see
statenent of grounds of appeal) on the basis of Caim1l

filed on 9 Novenber 1999.

Respondents (opponents) I, Ill, 1V and V requested that
t he appeal be di sm ssed.

Respondent |1 did not present either argunments in reply

to the statenent of appeal grounds or requests.

Reasons for the Deci sion

1. The appeal is adm ssible.

2. The cl ai ned subject-nmatter

2.1 The present Claiml is directed to

1187.D Y A
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a nmethod for making cappuccino with frothed mlk

conprising the steps of

B)

®)

D)

wher ei n

E)

E11)

E111)

E112)

E1121)

E113)

inserting the mlk in a container body (2),

heating the mlk, and

emul sifying the so heated m Kk,

the heated mlk is enulsified by causing it to
pass through a froth-form ng el enent (10),

the froth formng elenent (10) is constituted by
a plunger elenent (11),

the plunger elenent is subjected to a
reci procating notion in the heated m Kk,

the plunger elenent is supported and gui ded by a

lid (4),

the lid can close the container body (2), and

t he plunger elenent is associated with a rod
that protrudes fromthe |id.

It can be understood fromfeature A in conjunction with

features B, E and E112 that the nethod according to

Claim1 inplies the use of a mlk container (jug)

conpri si ng
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al) a contai ner body
az2) alid, and
a3) a froth-formng el ement.

The expression "enulsifying the so heated m | k"

(step D) defines a step consisting in including air
inside the heated m |k and thus producing a froth. Due
to the presence of the words "so heated", it is clear
that step Dis carried out after step C

Havi ng regard to the features specified in the
characterising portion of Caiml (ie features Eto
E113), it is also clear that step Dis carried out
after step B.

However, neither Claim1l nor the description refers to
a tinme relationship between steps B and C. In other
words, Claim 1l cannot be interpreted as defining a
method in which the mlk is heated only after having
been inserted into the container.

Claim1l of the patent as granted was directed to a

met hod for making "cappuccino or the |like" (enphasis
added), whereas the present anended Claiml only refers
to "cappuccino”. The anendnent consists only in the
suppressi on of the expression "or the |ike".

Thi s anendnent, being self supported by daim1l as
granted and limting the scope of the claim does not

contravene either Article 123(2) or Article 123(3) EPC

Procedural matter
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The docunents (enclosures Ato G submitted by the
appel lant with the statenent stating the grounds of
appeal as well as those (enclosures 1 to 6) submtted
by respondent | with the letter dated 22 February 2002
either were published after the filing date of the
patent in suit or are not provided with a publication
dat e.

Therefore, these docunents are not taken into
consi der ati on.

Article 100(c) EPC
Caiml of the application as filed can be construed as

being directed to a mlk jug with froth-form ng device
for maki ng cappuccino and the Iike, conprising

al) a cont ai ner body

az2) alid, and

al) a froth-formng el enent,
wher ei n

E1121) the lid can close the container body (2),

E11) the froth formng elenent (10) is constituted by
a plunger elenent (11),

E112) the plunger elenent is supported and gui ded by
the lid (4), and

E113) a rod is associated with the plunger el enent,
and protrudes fromthe |id.
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Claim1l of the patent as granted differs fromdCaim1
of the application as filed in that

(i) it is directed to a nethod, ie to the use of a
mlk jug (feature A), instead of being directed to
a mlk jug conprising a container body, alid, and
a froth-formng elenent (features al, a2 and a3),

(ii) features B, C, D, E, and E111 have been added.

Having regard to the comments in section 2.1.2 above,
feature C, read in conjunction with feature D, neans
that the mlk has to be heated before being enulsified.
Thus, feature Chas a limting effect with respect to
the present Cdaiml (as well as with respect to Caiml
of the patent as granted), in so far as the scope of
the claimis Iimted to nethods in which the

emul sifying step is carried out only after the heating
of the mlk. In other words, due to features C and D
the scope of the present aiml (as well as of Cdaiml
as granted), does not extend to nethods in which the
mlk is enulsified before or during heating or w thout
any heating.

It has however to be noted that the application as
filed does not explicitly disclose the step of heating
of the mlk (feature C) but only refers to the step of
emul sifying the mlk contained in a contai ner by nmeans
of a froth-form ng el enent.

The application as filed therefore did not explicitly
di scl ose the m |k heating as such, let alone the
specific steps sequence between heating and
enmul si fying.
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Wth respect to feature C, the appellant essentially

argued that the step of heating the mlk before

emul sifying is inplicitly disclosed in the application

as filed. The argunents of the appellant can be

summari zed as fol |l ows:

(i)

(i)

The application as filed clearly refers to "a mlKk
jug with a froth-form ng device for making

' cappucci no (page 1, lines 1 and 2). The

i ntroductory part of the description of the
application as filed also refers to the use of a
steamjet as a techni que used to nmake cappuccino
(page 1, lines 3 to 5). Thus, the expression
"cappucci no" has to be construed as defining a hot
beverage, ie a warmm xture of coffee (espresso)
and mlk with froth. Thus, the skilled person wll
i mredi ately realize that the mlk used for making

cappucci no has to be heated.

The introductory part of the description of the
application as filed refers to the mlk jug used
to emulsify the mlk, firstly, as being provided
with a handgrip (5) made of heat insulating
material (page 3, lines 1 to 5), secondly, as
being provided with a froth-formng el enent (10)
having at its free end a grip knob (13),
preferably nade of a heat insulating nmateri al
(page 3, lines 10 to 15), and thirdly, as having a
lid (4) which is provided "in order to facilitate
the actuation” with a finger-bearing el enent (6)
made of heat insulating material (page 3, lines 16
and 17). The skilled person reading the
description of the application as filed wll
derive fromit the information that all the

el ements of the mlk jug which have to be touched,
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and particularly the elenments to be touched when
the froth-formng elenent is actuated (ie grip
knob 13 and finger-bearing elenent 6), are nmade of
heat insulating material. Therefore, the skilled
person will inmediately realize that the

emul sifying step takes place after the heating of
the mlKk.

Wth respect to the appellant's comments referred to in
section 4.4 (i) above, the board has no doubts that the
expressi on "cappucci no" defines a hot beverage,

consi sting of a warm m xture of coffee (espresso) and
mlk with froth. The introductory part (page 1, line 1
to page 2, line 12) of the description of the
application as filed nmakes it clear that the aimof the
invention is to emulsify mlk wi thout having to resort
to the use of a jet of steam (see particularly page 1,
lines 13 to 17). However, this part of the description
of the application as filed does not even inplicitly

di sclose that the mlk to be used for maki ng cappucci no
is heated, nor does it inplicitly disclose that the
mlk has to be heated before emulsifying it. In other
words, the fact the aimof the invention is to produce
a hot beverage called cappucci no does not inply that
the m |k used for making cappuccino is heated before
being enulsified. It has to be noted that a (hot)
"cappucci no" could be nade for exanple by m xing
coffee, heated mlk and frothed m |k obtained by

emul sifying cold mlKk.

Li kewi se, the board cannot accept the argunents
referred to in section 4.4 (ii) for the foll ow ng

reasons:

The fact that all the elenents of the m Ik jug which
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are touched when the mlk-frothing el enent is actuated
are made of heat insulating nmaterial inplies that the
ml k could be hot before the begi nning of the

ermul sifying step but does not inply in a clear and
unequi vocal manner that the mlk contained in the mlk
jug has to be previously heated before the begi nning of
the emul sifying step. In other words, the presence of
the el enments nmade of heat insulating materi al
represents only the possibility of using the mlk jug
for emul sifying heated m |k but does not clearly and
unanbi guously di scl oses the step of heating the mlk
before enmulsifying it.

It has also to be noted that the step of enul sifying
the mlk could be carried out for exanple
simul taneously with the step of heating the m K.

The appell ant al so argued that the additional step of
heating the m |k before enmulsifying it is only a
limtation which does not provide any technica
contribution to the clained subject-matter and does not
gi ve any unwarranted advantage to the appellant and
that, therefore, this step has to be considered not as
contravening Article 100(c) EPC, having regard to the
decision G 1/93 (QJ EPO 1994, 541).

The board cannot accept this argunent for the foll ow ng
reasons:

The technical problemto be solved, as it can be
understood fromthe application as filed, is to

emul sify the mlk for nmaking cappuccino "w thout having
to resort to the use of a jet of steanmf. It is clear
that the steps of inserting the mlk in the container
and emul sifying the mlk by causing it to pass through
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the froth-form ng el ement defined by features E1, E11,
E111, E112, E1121 and E113 contribute to the solution
of this problem It is also clear that the additiona
step of heating the m |k before enmulsifying is not

I ndependent fromthe above nentioned steps but
interacts with themand particularly with the way these
steps solve the technical problem Therefore, this

addi tional step provides a technical contribution to
the invention as defined by the present Caim1l (as
well as by CQaiml of the patent as granted).

It has also to be noted that the appellant, on the one
side, asserted that the additional step is not
essential but, on the other side (especially in his
witten subm ssions, see letter dated 28 March 2000),
presented this additional heating step as being very

i mportant in order to obtain mlk froth for making a
cappucci no.

4.6 The step of heating the mlk before emulsifying it
cannot be derived in a clear and unequi vocal way from
the application as filed (see comments in sections 4.3
to 4.4.2 above). Since this step limts the scope of
protection conferred to the patent (see conments in
section 4.2 above) and is considered as providing a
technical contribution to the clainmed subject-matter
(see coments in sections 4.5 and 4.5.1 above), the
present Claim1 contravenes the requirenents of
Article 100(c) EPC

Or der

For these reasons it is decided that:

1187.D
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The appeal is dism ssed.

The Regi strar: The Chai r man:

G Magouliotis C. Andries

1187.D



