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Summary of Facts and Subm ssi ons

3035.D

The appeal contests the decision of the opposition
di vi si on revoki ng European patent No. 0 420 279.

The foll ow ng docunments, which were anong the docunents
considered in the decision under appeal, are relevant
for this decision:

D9: EP-A-0 379 130

D10: EP-A-0 380 002

D11: EP-A-0 417 775 and

D17: English translation of JP-A-1 146 926 filed by
opponent | with letter dated 4 May 1998.

Concerning D17, the decision under appeal held that
followi ng the teaching of D17, a pol ycarbonate
substrate as specified in claiml (directed to an
optical information recording medi um whi ch conprises
such a substrate) of the opposed patent as granted was
i nevitably obtainable and thus | acked novelty.

The appellant proprietors filed anended sets of clains
and descriptions according to a main and auxiliary
request wth the statenment of grounds of appeal. A
second auxiliary request was filed with letter dated
16 March 2001. In preparation for the oral proceedings
hel d before the Board on 18 COctober 2002, the
proprietors submtted a conmparative test report with

| etter dated 18 Septenber 2002.
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Claim1 of the main request is worded as foll ows:

"An optical information recording nediumof the type
whi ch conprises a substrate and a recording |ayer
formed on the substrate and capabl e of recording,
reproducing or erasing information by optical
irradiation, the substrate conprising an injection

nol ded pi ece of a polycarbonate resin with the
exception of those pol ycarbonates havi ng been obtai ned
by pol ycondensati on of a bi sphenol and phosgene with
treatnment of the obtained resin with an aqueous caustic
soda solution and of those pol ycarbonates having been
obt ai ned by pol ycondensati on of a bi sphenol and

di phenyl carbonate, the polycarbonate resin having

rat her been prepared froman aromatic bi sphenol and
phosgene with treatment of the reaction solution
obtained in the polynerization step with an aqueous
ammoni a sol uti on or an aqueous sol ution of amoni a and
an alkali and injection nolding of the resin at a
tenperature of not higher than 326°C, the anount of

chl orine present as a chloroformate group at termna
ends of the pol ycarbonate being not greater than

2.0 ppm and the substrate including a content of free
chlorine of less than or equal to 0.2 ppmand a content
of hal ogenat ed hydrocarbons of |ess than or equal to
10 ppm "

Claim1l of the first auxiliary request relates to a
process of preparing an optical information recording
mediumwhile claim2 of the first auxiliary request
relates to the "use of a substrate conprising an

i njection nolded piece of a polycarbonate resin ... in
an optical information recording nmedi um where the sane
pol ycarbonates are disclainmed as in claim1l of the main
request (see the above paragraph V where these features
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have been set in italics).

The single claim(in the followng "claim1") of the
second auxiliary request is worded as foll ows:

"A process of preparing an optical information
recordi ng nmedi um of the type which conprises a
substrate and a recording |layer formed on the substrate
and capabl e of recording, reproducing or erasing
information by optical irradiation, wherein

an aromati c bi sphenol and phosgene are pol ynerized, the
reaction solution obtained in the polynerization step
is treated with an aqueous ammoni a sol ution or an
aqueous solution of amonia and an al kali whereupon a
non-sol vent or poor solvent for the polycarbonate resin
is added to the pol ycarbonate resin solution in an
anount that will not cause precipitation, the resultant
uniformsolution is nmaintained at a tenperature of 45
to 100°C and dropped into or sprayed in water under
agitation for gelation, the solvent is distilled off to
provi de a porous particul ate product, followed by
separation of water, drying, and drying through
extrusion to obtain a polycarbonate resin in which the
amount of chlorine present as a chloroformate group at
term nal ends of the polycarbonate is not greater than
2.0 ppm the content of free chlorine is |less than or
equal to 0.2 ppmand the content of hal ogenated
hydrocarbons is |l ess than or equal to 10 ppm

t he pol ycarbonate resin so obtained is injection nol ded
at a tenperature of from about 280°C to not higher

than 326°C to forma substrate, and

a recording layer is fornmed on the substrate.”



VI,

3035.D

- 4 - T 0118/ 00

The appel |l ant proprietors requested that the decision
under appeal be set aside, and that the patent be
mai ntai ned in anmended formon the basis of:

- claiml as filed wwth the grounds of appeal (main
request), or

- clains 1 and 2 of the auxiliary request as filed with
t he grounds of appeal, or

- claim1l of the second auxiliary request as filed with
the letter of 16 March 2001.

The respondent opponents | and Il requested that the
appeal be di sm ssed.

The appel |l ant proprietors essentially argued as
foll ows:

Two di scl ai mers had been introduced in claim11 of the
mai n request and, identically worded, in claim2 of the
first auxiliary request, to clarify and limt these
claims with respect to two different types of prior art
di scl osure. On the one hand, substrates (conprised, or
used, in an optical information recording nmedi um
shoul d be excl uded whi ch conprised an injection noul ded
pi ece of a polycarbonate resin with no term nal

chl orof ormat e groups because the substrates were
obt ai ned by pol ycondensati on of a bi sphenol and

di phenyl carbonate as disclosed in D9 to D11 (prior art
under Article 54(3) EPC). On the other hand, also those
substrates shoul d be excl uded which were obtai ned by
pol ycondensati on of a bi sphenol and phosgene with
treatment of the obtained resin with an aqueous caustic
soda solution alone (a treatnment known from D17 to
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di sintegrate chl orof ormate groups which were

unavoi dably present in substrates obtained by this type
of process). Although these disclainmers mght be

consi dered as superfluous characterisations of what was
inplicit fromthe remaining features of the clains,
they were helpful as clarifying limtations and did not
di sadvantage any third party. Mreover, the disclaimng
of the treatnent with an aqueous caustic soda sol ution
al one al so found support in the application as filed
because both (caustic soda al one and anmoni a) sol utions
were disclosed as alternative treatnents. It should
therefore be allowed to restrict the clains by
positively specifying one of the disclosed enbodi nents
and excluding the known one. Disclainmers were accepted
in the practice of the EPO as an instrunent for

di sclaimng specific prior art and should be allowed in
t he present case where it made sense to clearly exclude
the prior art disclosed in D9 to D11 on the one hand,
and D17 on the other hand.

The process of preparing an optical information
recording mediumin accordance with claim1l of the
second auxiliary request was uncontestedly new. None of
t he docunents disclosed a treatnent of the reaction
solution obtained in the polynerization step with an
aqueous ammoni a solution. The only relevant prior art
was di sclosed in D17 where a 1 to 10% by wei ght caustic
soda solution was used to disintegrate reaction

i ntermedi ates such as term nal chl orof ormate groups.
However, these polycarbonate resins still contained
2000 ppm (0.2% by weight or |ess of the | ow nol ecul ar
wei ght matter. The fact that both caustic soda and
ammoni a were di sclosed in the opposed patent as
alternative treatnments to renove chl orof ormate groups
at the termnal ends did not nean that they could be
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consi dered as known alternative process steps which | ed
to simlar results. The description of the opposed
patent (equation (1) on page 4) made clear that the
treatment with ammoni a proceeded according to a totally
different chem cal reaction which led to better results
(see Table 1 on page 7 of the patent specification)
probably because deconposition of the chloroformate
group via an am noformate group was nore effective.
This i nprovenent was al so confirned by the conparative
test reports which showed that the inventive treatnent
wi th anmonia was nore efficient than that with the
caustic soda used in the process of D17 (noticeable
reduction in the anount of chloroformte groups and of
hal ogenat ed hydrocarbons). There was no hint in any
prior art docunent at using ammoni a which was a weak
base i nstead of caustic soda which was a strong base.
The use of an ammoni a sol ution was not a nere

repl acenent of known alternative aqueous sol utions
because the effects achieved were not the sane. The
person skilled in the art thus had no incentive to try
amoni a i nstead of caustic soda.

I nj ection noul ding tenperatures within the range as
specified in claim1l of the second auxiliary request
were not unusual as such, but served to further

di stinguish claiml fromthe prior art disclosed

in D17. The upper |limt of this range hel ped to keep

t he nunber of failures | ow and was chosen to prevent

t hermal deconposition of the residual chloroformte
groups or chlorinated hydrocarbons which were still
contained in the resin. It thus provided a conbination
effect. Since the lower limt of the range was
specified as "from about 280°C', the tenperature val ue
of 270°C mentioned on page 7, line 3, of the patent
specification was not inconsistent with the clained
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range. Even if one of the distinguishing features (use
of ammoni a, injection noulding tenperature) m ght have
been near at hand, this was certainly not the case for
t he conbi nation which led to beneficial results.

Concerning the differences in the conditions of the
conparative tests to which the opponents referred, they
could partly be explained by the fact that the
impurities were neasured before the extrusion (D17);
partly the effects conpensated each other (eg a higher
tenperature for a shorter tine) so that they had no
maj or i nfluence. The further differences could not be
di scussed in the oral proceedings since the opponents
had not raised these points before.

The respondent opponents | and Il essentially argued as
fol |l ows:

The disclainmers introduced into claim1l of the main
request and claimz2 of the first auxiliary request
shoul d not be allowed. In accordance with established
jurisprudence of the EPO, an undi scl osed disclainmer for
excising a prior art disclosure was only allowable if
sai d di sclosure had no rel evance for any further

exam nation of the clained invention and di sappeared
fromthe prior art field to be taken into

consi deration. An undi scl osed disclainmer could not be
used to renmove the objection of |lack of inventive step
(see eg T 170/87, QJ EPO 1989, 441, and T 863/96). In a
nore recent decision, the deciding board, after a
detai |l ed di scussion of the jurisprudence on the

adm ssibility of disclainmers, held that any amendnent
of a claimwhich had no support in the application as
filed and ained at distancing the clained
subject-matter further fromthe state of the art, in
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particul ar by way of a disclainmer, contravened

Article 123(2) EPC and was consequently inadm ssible
(T 323/97, EPO QJ 2002, 476, point 2.5). In the present
case, none of the disclainers had support in the
application as filed. The disclosure of an enbodi nent
did not provide support for excluding this particular
enbodi ment froma nore general claimbecause the
proprietors had the possibility to restrict the claim
to other disclosed enbodi ments.

The process of claim1 of the second auxiliary request
essentially differed fromthe prior art disclosed

in D17 in that the reaction solution in the

pol ynmeri zation step was treated with (an al kal
cont ai ni ng) an aqueous sol ution of anmmonia. The
tenperature range at which the polycarbonate resin was
i njection nmoul ded nerely constituted an arbitrary
selection of a range within which the person skilled in
the art woul d work.

Claim1l of the second auxiliary request did not specify
a concentration | evel of the amoni a solution. The
apparent objective, in view of D17, was to further
reduce the amount of chloroformate groups at term na
ends of the polycarbonate resin fromwhich the
substrate is forned. It was, however, doubtful whether
such an effect was achieved in any of the enbodinents
of the opposed patent. There was only one enbodi nent
(Exanmpl e 4, Substrate A, pages 6 and 7 of the patent
specification) where ammoni a of a specified anbunt was
added to a caustic soda solution and specifications
were achieved as set out in claim1l of the second
auxiliary request. It was unlikely that |ower
concentrations of amonia (which were al so covered by
the clain) would be effective to achieve the
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specifications set out in claiml.

The conparative test report submtted by the appellants
was not sufficiently close to the exanples of D17 and

t he opposed patent to allow a conclusion to be drawn
that any effect could be attributed to the teaching of
t he opposed patent. There were at |east eight
differences with respect to Exanple 4 of the opposed
patent and Exanple 1 of D17. These differences were
apparent froma sinple conparison applying basic

chem stry so that there was no need for raising these
poi nts before the oral proceedings (if there had been
sufficient tine). It was the appellants' duty to
justify why the test conditions diverged in several
points fromthose of the opposed patent and D17. For
exanple, in the experinment said to be according to the
opposed patent, butyl phenol was added after the bl ow ng
of phosgene while in the experinment according to D17 it
was added before, which is the sequence specified in
Exanpl e 4 of the opposed patent (page 6, lines 36

to 39). A large anount of nethylene chloride was added
in the experinment (diverging fromthe description of

t he opposed patent), but not in the experinent
according to D17. The anmpbunt of the active agent

(5% ammoni a sol ution) was much higher than in Exanple 4
of the opposed patent and al so hi gher than the
concentration (4% caustic soda solution) chosen for the
experiment according to D17 (by contrast with a 10%
caustic soda solution disclosed in Exanple 1 of D17,
pages 10 and 11, bridgi ng paragraph). These and further
differences (eg drying tenperature and tine) nade it

i npossible to fairly conpare the claimed process with
Exanple 1 of D17. Contrasting with these experinents,
opponent | had carried out a conparative test (filed
with letter dated 4 May 1998) in the course of the
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opposition procedure |leading to this appeal which had

shown that the treatnment with an aqueous caustic soda

solution (as in the Exanple of D17) was nore effective
than the cl ai mred ammoni a treat nent.

The use of an aqueous anmpnia solution to treat the
reaction solution obtained in the polynerization step
of D17 merely constituted an obvious alternative step
if an inprovenent in renoving term nal chloroformte
groups were accepted or not. Amonia was generally
known as a pseudo-al kaline and as a nucl eophil e.

Al though it was a weaker base than aqueous caustic
soda, the person skilled in the art woul d have expected
a simlar reaction in application of a known chem cal
reaction of ammoni a (see equation (1) of the opposed
pat ent) which possibly could bring about an additi onal
effect by nucleophilic reaction. The process of claiml
of the second auxiliary request thus nerely specified
an obvious alternative treatnment of the reaction
solution obtained in the polynerization step w thout
any denonstrabl e effect which could be attributed to
the fact that ammoni a was added to the known al kal i .

Reasons for the Decision

1

3035.D

The appeal is adm ssible.

Mai n request and first auxiliary request

Claim1 of the main request and claim2 of the

auxi liary request were anmended in the appeal
proceedi ngs by introducing negative features with the
proprietors' declared intention to disclaimtwo
different pieces of prior art (D9 to D11, prior art
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under Article 54(3) EPC, D17, prior art under
Article 54(2) EPC).

Claiml1l of the main request and claim?2 of the first
auxi liary request both specify an injection noul ded
pi ece of a pol ycarbonate resin having been prepared
froman aromati c bi sphenol and phosgene with the
treatnment as specified in the clains, but with the
exception of the foll ow ng pol ycarbonat es:

(a) polycarbonates having been obtained by
pol ycondensati on of a bi sphenol and phosgene with
treatnment of the obtained resin with an aqueous
caustic soda sol ution, and

(b) pol ycarbonates havi ng been obtai ned by
pol ycondensati on of a bi sphenol and di phenyl
car bonat e

The specification of exceptions (a) and (b) to the

pol ycarbonate resins from which the injection noul ded
pi ece of the substrate is prepared constitutes a

sel ection anong the previously specified injection

noul ded pi eces of the substrate. It is generally
accepted that there is no positive disclosure of
disclaimers (a) and (b) in the application as filed, eg
in the formof a teaching about a technical effect

achi eved when the injection noul ded piece of the
substrate is not made of the specific polycarbonate
resins which are now excluded. The application as filed
(page 8, |ast paragraph to page 9, line 27; cf page 4,
lines 20 to 38 of the patent specification) discloses
two alternative treatnents of the reaction solution to
reduce the amount of chloroformate groups in the

pol ycarbonate resin, nanely a treatnment with a sodi um
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hydr oxi de solution to renove the | ow nol ecul ar wei ght
conponents fromthe resin and, alternatively, a
treatment with an aqueous ammoni a sol ution or an
aqueous sol ution of ammnia and an alkali. In

Exanpl e 4, a sodi um hydroxi de solution is used in

conmbi nation with anmonia (cf page 6, lines 42 and 43 of
t he patent specification).

The proprietors' argunent that at |east exception (a)
found support in the application as filed because both
t he caustic soda and the ammoni a sol utions were

di scl osed as alternative treatnents, is not convincing
because the alternative treatnents are not nutually
exclusive and are, in fact, conbined in Exanple 4.

The appel |l ant proprietors have argued that these
exceptions were nerely limting and should be all owed
as disclainmers because they did not disadvantage any
third party. However, since exceptions (a) and (b)
constitute undiscl osed features which have been

i ntroduced by amendnents to the application as filed,

t hey would only be allowable under Article 123(2) EPC
if they nerely excluded protection for part of the

cl ai med invention and did not provide a technical
contribution thereto (see G 1/93, EPO QJ 1994, 541,
point 16). The features in question are technical
because they specify a new sel ection of an aqueous
solution of ammonia and an al kali other than aqueous
caustic soda to treat the reaction solution obtained in
t he polynerization step. This selection, according to
t he appel lant proprietors, is nore effective in
removi ng term nal chl orof ormate groups of

pol ycar bonat es obt ai ned by a phosgenati on process than
that of D17. Even if the same or a |less effective
treatment were obtainable by this new selection, it
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coul d neverthel ess provide a technical contribution
concerning the reaction solutions, the reaction
conditions, etc, which are involved. Since nothing else
in the wording of the clains or the description would
justify a construction of these terns of the clains as
nmerely excluding protection for part of the subject-
matter of the clained invention wi thout providing a
techni cal contribution, the exceptions (a) and (b) do
not constitute all owabl e amendnents.

The standard practice of allow ng disclainers in order
tolimt the protection conferred does not apply to
cases where the limting feature could create an

i nventive selection. While disclainmers had been all owed
in sone cases to establish novelty agai nst acci dental
anticipations, they had not been allowed to establish

i nventive step. This can be seen frompoints 7 and 16
of the above cited decision G 1/93 of the Enl arged
Board of Appeal (supra), but also fromthe decisions
cited by the parties (see eg T 323/97, supra,

point 2.2). According to the appellant proprietors
intention, disclainer (a) delimts claim1l of the main
request and claimz2 of the first auxiliary request

agai nst the closest prior art (see below). This is not
al l owabl e according to the established jurisprudence of
t he boards of appeal. The main request and first

auxi liary request thus cannot be accept ed.

Second auxiliary request

It is conmon ground that D17 represents the cl osest
prior art and discloses a process of preparing an
optical information recording nmediumof the type which
conprises a substrate and a recording |ayer forned on
t he substrate and capabl e of recording, reproducing or
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erasing information by optical irradiation wherein an
aromati ¢ bi sphenol and phosgene are pol ynerized (D17,
page 1; page 2, lines 1 to 8; page 12, lines 5 to 12).
The parties also agree that the reaction solution
obtained in the polynerization step of D17 is treated
with an al kali (aqueous caustic soda). Following this
treatnment, a non-solvent or poor solvent for the

pol ycarbonate resin is added to the pol ycarbonate resin
solution in an anmount that will not cause
precipitation. The resultant uniformsolution is

mai ntai ned at a tenperature of 45 to 100°C and dropped
into or sprayed in water under agitation for gelation,
the solvent is distilled off to provide a porous
particul ate product, followed by separation of water
drying, and drying through extrusion to obtain a

(i njection noul ded) pol ycarbonate resin having a
content of hal ogenated hydrocarbons | ess than or equal
to 10 ppm (D17, pages 3 to 6 and pages 9 to 12). The
treatment of the reaction solution with an aqueous
caustic soda solution in D17 (see pages 5 and 6,

bri dgi ng paragraph) is said "to disintegrate the
reaction internedi ates such as chlorof ormate and ot hers
and the term nal groups as the byproduct with

si mul t aneous extraction of a part of the unreacted

bi sphenol and the | ow nol ecul ar wei ght matters”.
Quantitatively, D17 specifies "10 ppmor |ess of
unreact ed bi sphenol” (D17, page 6, paragraph 2) and

di scl oses a reduction of |ow nol ecular weight matters
froma usual range of "0.5 - 5% (D17, page 3, lines 15
to 24) to "0.2%by weight or less". In Exanple 1, a
value of 0.05%is indicated (D17, page 11, lines 3

and 4 from bel ow).

The subject-matter of claim1 of the second auxiliary
request thus differs fromthe prior art disclosed
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in D17 in that, in accordance with claim1, the
reaction solution obtained in the polynerization step
is treated with an aqueous ammoni a sol ution or an
aqueous sol ution of ammonia and an al kali. Mbreover,
claim1 specifies that the polycarbonate resin has an
anount of chlorine present as a chloroformate group at
term nal ends of the polycarbonate which is not greater
than 2.0 ppm and the content of free chlorine is |ess
than or equal to 0.2 ppm Furthernore, the

pol ycarbonate resin so obtained is injection noul ded at
a tenperature of from about 280°C to not higher than
326°C.

The conditions in the conparative tests submtted by

t he appellants differ in several points fromthose of
Exanpl e 4 of the opposed patent and from those of
Exanple 1 of D17 to which it is conpared. As pointed
out by the opponents, differences in the anmount of the
active agent (ammonia in the opposed patent and caustic
soda in D17) and of methylene chloride, differences in
the time sequence of adding butyl phenol and the bl ow ng
of phosgene and differences in other respects are such
that an effect is not convincingly showmn to have its
origin in the distinguishing process feature of the

si ngl e enbodi nent of the clainmed invention (Exanple 4,
Substrate A) which has led to a product having the
specifications set out in claiml of the second
auxiliary request. Even |ess has an effect been
denonstrated for addi ng an unspecified anmount of
ammoni a in the known process step of treating the
reaction solution with an aqueous caustic soda sol ution
(D17, pages 10 and 11, bridgi ng paragraph; cf patent
specification, page 6, lines 42 and 43). The process of
claim1 of the second auxiliary request, however,
covers an unspecified anbunt of an aqueous ammoni a and
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an unspecified alkali. The tenperature range at which
t he pol ycarbonate resin is injection noul ded includes
usual tenperature ranges as acknow edged by the
appel l ant proprietors. The effect of limting

hydrol ysis of the pol ycarbonate resin by selecting a
tenperature bel ow 326°C (see patent specification
page 5, lines 29 to 34) would thus be achi eved by
noul ding the resin at a usual tenperature.

The probl em sol ved by the above distinguishing features
thus has to be seen in providing an alternative process
of preparing an optical information recordi ng nedi um of
t he known type which has a high long-termstability in
a high tenmperature and humdity environnent and a | ow
error rate, by reducing the anmpbunt of chlorofornmate
groups existing at termnal ends in the polycarbonate
resin (cf D17, pages 2 and 3, bridging paragraph and
pages 5 and 6, bridging paragraph; patent

specification, page 2, lines 25 to 29 and page 2,

line 49 to page 3, line 1; page 4, lines 20 to 35).

To solve this problem the person skilled in the art
woul d try known alternative aqueous sol utions for which
he coul d expect a simlar reaction in the treatnent of
t he reaction solution. Since ammonia was general ly
known as a pseudo-al kaline and as a nucl eophile, an
aqueous solution of ammonia was anong the alternative
sol utions which provided a reasonabl e expectati on of
success. Its use in the treatnment step of claim1 of
the second auxiliary request is thus to be considered
as an obvious alternative process step. The nmechani snms
involved in both alternative treatnment steps (caustic
soda and ammoni a sol utions) were described in the
opposed patent as deconposing the term nal

chl orof ormat e groups and sinultaneously extracting the
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| ow nol ecul ar wei ght products, as was al so discl osed

in D17 for the treatnent with a caustic soda sol ution
(D17, pages 5 and 6, bridging paragraph; cf patent
specification, page 4, lines 22 to 26). Therefore, the
appel l ant proprietors' argunent that the treatnment with
ammoni a proceeded according to a totally different

chem cal reaction (formula (1) on page 4 of the patent
specification) which led to better results cannot be
accepted as supporting the presence of an inventive

st ep.

3.6 The further process step which is not disclosed in D17
concerns the tenperature range of from about 280°C to
not hi gher than 326°C at which the pol ycarbonate resin
is injection moulded to forma substrate. As set out
above, it was not contested that this range includes
usual tenperature values for injection noulding. The
person skilled in the art may thus be expected to work
within this normal range. The specification of the
tenperature range in claiml1l of the second auxiliary
request thus does not render the clained process
i nventive.

3.7 This is also true for the paraneters which are
specified in claim1l for the product obtained by the
clainmed process. It is not contested that D17 does not
di scl ose the anpbunt of chlorine present as a
chl oroformate group at term nal ends of the
pol ycarbonate. But D17 (page 3, paragraph 2 from bel ow,
page 6, paragraph 2; page 11, lines 3 and 4 from bel ow)
does di sclose that the content of |ow nol ecul ar wei ght
matters including chloroformate term nal groups is
reduced froma range of 0.5 to 5% (in "traditional
aromati c pol ycarbonate resins”) to 0.2% by wei ght or
| ess (0.05% - corresponding to 500 ppm- in Exanple 1).

3035.D Y A
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A simlar relative reduction is disclosed in the
opposed patent (page 4, lines 5 to 14 and Table 1 on
page 7 of the patent specification) for the anount of
term nal chloroformate groups (less than 2 ppm when
conpared with that of conventional polycarbonate resins
(3 to 10 ppm. This reduction is obtainable both by
treating the reaction solution with a 1 to 10% caustic
soda solution (as in D17) or, alternatively, with an
aqueous solution of ammmonia (0.2 kg) and an al kal

(80 litres of a 10% caustic soda solution; cf patent
specification, page 4, lines 20 to 38; page 6, lines 42
and 43). Simlarly, the content of free chlorine (less
than or equal to 0.2 ppm) which constitutes an
undesired inpurity of the product obtainable by the
process of the opposed patent cannot be taken as an
indication that claim1l of the second auxiliary request
specifies a process which involves a new or inproved
effect. The chl orof ormate groups which may deconpose to
produce free chlorine as the substrate ages (patent
specification, page 4, lines 15 to 19) are |ikew se

di sintegrated by the known treatnent step (see

point 3.1 above). Thermal deconposition (patent
specification, page 5, lines 19 to 24) would be avoi ded
by working within a normal injection noulding
tenperature range. Therefore, the same result may be
expected to be achieved by the obvious process steps
set out in claiml1. No further steps for obtaining a

| ower content of free chlorine are specified in
claiml. The Board notes that a conbination of
centrifugal separation and filtration to reduce the
content of free chlorine in the substrate (patent
specification, page 3, line 50 to page 4, line 4) is

i kewi se nentioned in D17 (page 10, line 5 from bel ow
to page 11, line 13).



- 19 - T 0118/ 00

3.8 Summarising, the process clainmed in claim1l of the
second auxiliary request cannot be considered as
involving an inventive step in the neani ng of
Article 56 EPC in that it constitutes on obvious
alternative process to that disclosed in D17.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man

D. Sauter W J. L. \Weeler
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