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Summary of Facts and Subm ssi ons
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This is an appeal against the decision of the
OQpposition Division dated 3 Novenber 1999 to reject an
opposi ti on agai nst European patent No. 0 534 478.

The opposition was on the grounds of |ack of novelty
and lack of inventive step, and was based inter alia on
the follow ng docunents, the Board adopting the
opponent’s nonencl at ure:

El: EP-A-0 472 361
E2: US- A-4 481 382
ES8: Pat ent abstracts of Japan, vol. 15, no. 434

(E-1129) 6 Novenber 1991 relating to
JP-A-3 181 252,

E8": Certified English translation of JP-A-3 181 252,
filed during the opposition proceedi ngs.

E13: US- A-4 517 660.

An appeal was filed on 3 January 2000; subsequently the
statenent of grounds of appeal was filed by fax on

13 March 2000, the three-page fax bearing the tine
stanp "23.58" on page 1 and "23.59" on pages 2 and 3.
The appel | ant (oppponent) focused on the argunent that



VI .

VII.

0817.D

-2 - T 0116/00

granted claim 1l | acked novelty with respect to docunent
El. Furthernore, the presence of inventive step was
summarily contested with respect to a conbination of E8
with E13, particularly when al so considering E2.

Further prior art was referred to, w thout however,
giving any reasons for referring to it.

The patent clains the priority of Japanese filing

JP 247282/ 91 (hereinafter referred to as the priority
docunent) filed in Japan on 26 Septenber 1991. In the
course of the appeal proceedings the appellant disputed
the right to priority of clains 1 and 7 of the patent.

The respondent (patentee) challenged the adm ssibility
of the appeal, arguing that the statenent of grounds
was not filed in due time and that the appeal was not
sufficiently substantiated, in particul ar because it
relied on docunents which were not filed within the
time limt prescribed by Article 108 EPC and which were
either not prior art or had no indication of a

publi cati on date.

Both parties having nmade auxiliary requests for oral
proceedi ngs, the Board, together with a conmuni cation
setting out the salient issues, issued a sunmons to
oral proceedings.

Prior to the oral proceedings the appellant drew
attention to a further docunent which was said to
assist in the interpretation of EI:

Ella: Recomendati on GSM 02.17, version 3.2.0,
rel eased by ETSI, release date: March 1990,
title: "Subscriber Identity Mdul es, functional
characteristics", front page and pages 1 to 11
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The oral proceedings were held on 20 Decenber 2001. The
appel  ant requested that the decision under appeal be
set aside and the patent revoked. The respondent in the
course of the oral proceedings nodified his requests
and filed a revised claim1. He requested that the

deci sion be set aside and the patent be nmaintai ned as
granted for the contracting state IT and on the basis
of the revised claim1l and clains 2 to 11 as granted,
and a description to be adapted for the contracting
states DE, FR and GB.

Claim1l as granted reads as foll ows:

"A portabl e tel ephone apparatus equi pped with an
el ectroni ¢ notebook function, characterized in that:

a plurality of tel ephone keys (3) are provided on an
outer surface of an openabl e/ cl osabl e nenber (2)
nmount ed on a case body (1) in openabl e/cl osabl e states,
and a plurality of electronic notebook keys (4:5) are
provi ded on a rear surface of the openabl e/cl osabl e
menber (2) and also a region of a front surface of the
case body (1), which is covered by the
openabl e/ cl osabl e nenber (2)."

Claim1l1 as filed in the oral proceedings for the
contracting states DE, FR and GB, reads as foll ows:

"A portabl e tel ephone apparatus equi pped with an

el ectroni ¢ notebook function wherein a plurality of
tel ephone directory data is entered and regi stered,
characterized in that:

a plurality of tel ephone keys (3) are provided on an
outer surface of an openabl e/ cl osabl e nenber (2)
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nmount ed on a case body (1) in openabl e/cl osabl e states,
and a plurality of electronic notebook keys (4:5) to
enter data and to control the function of the

el ectroni ¢ notebook are provided on a rear surface of

t he openabl e/ cl osabl e nenber (2) and also a region of a
front surface of the case body (1), which is covered by
t he openabl e/ cl osabl e nenber (2)."

At the end of the oral proceedings the Board announced
its deci sion.

Reasons for the Deci sion

1.2

0817.D

Adm ssibility

The respondent chall enged the adm ssibility of the
appeal, arguing both that the statenent of grounds was
|ate-filed and was insufficient to substantiate the
appeal . The statenent of grounds was three pages |ong
and had been faxed to the EPO, but page 1 referred to a
fax which was four pages |ong and a page thus appeared
to be mssing. Mdireover, two of the three pages bore
the tine stanp "23.59" on the |ast day of the tine
[imt under Article 108 EPC. Since fax tinme stanps were
notoriously inaccurate it had not been proven that the
statenment had been filed in time. The burden of proof
was on the appellant.

The appellant’s representative accepted that fax clocks
were not always accurate but expressed certainty that
the fax had been sent at the tine recorded; as the
representative sent the docunents he was watching a
radi o-controll ed clock and could confirmthat the
entire docunent was sent before midnight. The reference
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to four pages was a clerical error

The Board notes froma conparison of the faxes in the
appeal file that the tine stanp on the fax is that of

t he receiving, not the sending, machine, so that it was
generated by the EPO The respondent has given no
convincing reason for doubting that the EPO tinme stanp
is correct; the appellant’s explicit statenent that he
could verify the sending tine is noreover noted. On the
facts of the case the Board therefore finds that the
statenent of grounds was received in due tine.

The Board al so finds that the contents of the statenent
of grounds are sufficient to substantiate the appeal.
The statenment of grounds contains in total alnost two
full pages of argument directed to the objection based
on E1. Even though other issues are handled extrenely
briefly - the inventive step objection based on E8 and
E13 rates a single sentence - the appellant’s reasons
for setting aside the opposition division s decision
can be under st ood.

The appeal consequently fulfils the requirenents set
out in Rule 65(1) EPC and is adm ssi bl e.

Amrendnent s

The amendnents to claim1 for the contracting states
DE, FR and GB additionally limt the claimby providing
functional definitions of the "el ectronic notebook
function” and the "el ectroni c notebook keys". They are
supported by the application as filed, see the
publ i shed application at colum 1, lines 4 to 6,

colum 1, line 56 to colum 2, line 1 and colum 3,
lines 43 to 48. Articles 123(2) and (3) EPC are
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accordingly satisfied.

Priority

In the oral proceedings the appellant argued that
claiml1 for the contracting states DE, FR and GB was
not entitled to the clainmed priority date since the
priority docunment did not disclose either a plurality
of tel ephone directory data being entered and

regi stered or the el ectronic notebook keys controlling
the function of the el ectronic notebook.

Page 8, lines 11 and 12 of the translation of the
priority docunment on file nmentions data such as

t el ephone nunbers "used as the el ectronic notebook”
being stored in nenory; in the Board' s view tel ephone
nunbers constitute "tel ephone directory data"” in the
cl ai mred sense. Moreover Figure 5 shows at step "S2"
that when the case is open, ie the switch (8) is OFF
the "data process"” step (S5) is executed, thus
controlling the function of the electronic notebook
(see also page 9, lines 18 and 19 and page 11, lines 1
to 5 of the translation). Figure 3 of the priority
docunment shows a | arge nunber of keys 2, 3b
respectively situated on the front surface of the case
body which is covered by the openabl e/ cl osabl e nenber
and on the inner surface of the nenber itself. These
keys are referred to at page 5, lines 8 to 18 as "data
i nput keys" and "data entry keys"; the latter are
explicitly said to be "used for an el ectronic notebook
function".

Claim1 for the contracting states DE, FR and GB is
consequently entitled to the clainmed priority date.
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Novel ty

El is an earlier European application which inter alia
designates three contracting states designated in the
patent, nanely DE, FR and GB, and whi ch was publi shed
between the priority date and the filing date of the
patent. It is therefore conprised in the state of the
art as regards novelty but not inventive step,
Articles 54(3), 54(4) and 56 EPC.

El (see Figures la to 3) discloses a portable tel ephone
apparatus (colum 1, lines 1 to 3) having a plurality
of tel ephone keys (6) provided on an outer surface 2b
of an openabl e/ cl osabl e nenber (2) nmounted on a case
body (1) in openable/closable states, and a plurality
of keys (4,5) provided on an inner or rear surface (2a)
of the openabl e/ cl osabl e nenber (2) and al so a region
of a front surface of the case body (3) which is
covered by the openabl e/ cl osabl e nmenber (2). El1 al so
mentions (colum 3, lines 24 to 28) that the nobile

t el ephone part of the apparatus can use the GSM
standard. Al though disputed by the respondent, the
Board considers that the prior art as represented by
docunent Ella shows that an intrinsic part of any GSM

t el ephone is a subscriber identity nodule (SIM. Ella
noreover shows in section 3.4.2 that a basic function
of a GSM SIMis to store short nessages and abbrevi at ed
di alling codes such as al phanuneric codes, ie to
provi de a not ebook function. The Board therefore takes
the view that the inplenentation of the GSM standard in
t he apparatus of E1 would require a SIM and woul d
consequently provide the portabl e tel ephone apparatus
known fromEl with a notebook function.

Claim1l for the contracting states DE, FR and GB
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requires that the keys provided both on the rear
surface of the openabl e/cl osabl e nmenber and the region
of the front surface of the case body which is covered
by the openabl e/ cl osabl e nenber be a plurality of

el ectroni ¢ notebook keys to enter data and to control
the function of the electronic notebook. In El1 the

t el ephone keys 6, which al so serve as notebook keys for
information stored in the SIM are provided on a rear
or outer surface 2b of the openabl e/ cl osabl e nenber 2.
However, the keys 5 provided on the front or inner
surface of the case body covered by the
openabl e/ cl osabl e nmenber 2 are computer function keys
rather than tel ephone keys. There is no suggestion in
El that the conputer and tel ephone functions are in any
way interlinked; El1 does not therefore provide

el ectroni ¢ notebook keys on the front surface of the
case body in the sane sense as the claim The subject
matter of claiml for the contracting states DE, FR and
GB is accordingly novel, Articles 52(1) and 54(3)

and (4) EPC, having regard to E1 interpreted in the
[ight of Ella.

El does not designate IT and is therefore not prior art
for claiml as granted for that contracting state,
Article 54(4) EPC

| nventive Step

The nost relevant prior art as regards inventive step
isin the Board' s view that represented by docunents E8
and E8"; this is true for both versions of claiml.

Turning first to claim1l1 for the contracting state IT,
t he appel lant has argued that it |acks an inventive
step since E8/E8" discloses a nobile tel ephone with an



-9 - T 0116/ 00

openabl e/ cl osabl e nenber and a not ebook functi on.

E8/ E8" gives rise to the problemthat the unit has to
be opened and cl osed when initiating and ending a call,
since the exterior of the case | acks any keys. It was
wel | known to place keyboards on the exterior of
instrunment cases, E13 exenplifying the prior art. The
skilled person faced with the problem of continually
openi ng and cl osing the case of the E8/ E8" device would
wi t hout the exercise of inventive skill find the
solution in E13.

5.3 Referring to the certified translation of
JP-A-3 181 252, E8" (see Figures 1 and 2), this
di scl oses a portabl e tel ephone apparatus (see title)
havi ng an openabl e/ cl osabl e menber (20) nmounted on a
case body (10) in openable/closable states and a
plurality of keys (21) provided on a rear surface of
t he openabl e/ cl osabl e nenber (20) and al so on a
region (12) of a front surface of the case body (10),
whi ch is covered by the openabl e/ cl osabl e nenber (20).
The sentence bridging pages 9 and 10 states that when
open the apparatus forns a "pocket-sized not ebook"
Al though it was argued that this phrase is a
m stransl ation, other conparabl e passages in E8"
referring to "like a pocket-sized notebook”, the Board
takes the view that the |arge nunber of keys on the
rear surface of the openabl e/ cl osabl e nenber and al so
on the region of the front surface of the case body
covered by the openabl e/ cl osabl e menber woul d not be
required unl ess a notebook function in the usual sense
wer e provi ded.

5.4 The subject-matter of claim1l consequently differs from

t he disclosure of E8/E8" in that a plurality of
t el ephone keys is provided on an outer surface of the

0817.D Y A
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openabl e/ cl osabl e nenber, thus allow ng a | arge nunber
of keys and sinple dialing by separating the notebook
and tel ephone functions (see colum 10, line 37 to
colum 11, line 3 of the patent in suit).

The Board is not convinced by the argunent that the
skilled person, starting fromthe E8/E8" device, would
see the lack of keys on the exterior of the case as a
problemrequiring a solution. E8" teaches (page 10,
lines 5 to 6 and 21 to 22) that the absence of external
keys avoi ds inadvertent operation of the apparatus and
enhances its appearance. No reason can be seen as to
why, as asserted by the appellant, the need to open the
case woul d annoy the user and | ead to the provision of
external keys.

The appellant drew attention to E13, which discloses a
fol dabl e el ectroni c cal cul ator having keys on its
exterior as well as keys reveal ed by opening the
device. It was argued by the appellant that the skilled
person would be led to conbine the E8/ E8" device with
that of E13 and in doing so would provide exterior

t el ephone keys. Since however the E13 device is an

el ectronic cal cul ator the Board does not consider that
the skilled person would have any reason to adapt an
arrangenment known froma cal culator to a nobile phone
and notebook. But even if the skilled person were for
t he sake of argunment |ed by E13 to provide external
keys on E8, the obvious keys to provide are cal cul ator
keys.

The appel | ant al so nade reference to docunent E2, which
concerns a fol dable cordl ess tel ephone (see Figure 1)
havi ng external keys (4, 18) as well as keys (3)
reveal ed by opening the device. E2 does not appear to
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the Board to add anything to E8; it nerely provides an
openabl e/ cl osabl e menber (7) with a different hinge
axis to E8. There are no tel ephone keys on the outer
surface of the openabl e/cl osable nenber. Nor is there a
pl ausi bl e conbi nati on of E2, E8 and E13 whi ch would

| ead the skilled person w thout the exercise of
inventive skill to the clained subject-matter

The remaining prior art referred to by the appellant in
t he appeal proceedings being |l ess relevant, the Board
finds that claiml for the contracting state IT

i nvol ves an inventive step (Article 56 EPC)

Since claim1l for the contracting states DE, FR and GB
is nore limted that that di scussed above, it follows
that the above concl usions on inventive step apply to
this claimal so.

The description

The description needs to be adapted to the anended
clainms for the contracting states DE, FR and GB in
order to satisfy Rules 27(1)(b) and (c) EPC. Attention
is directed in particular to the recitation of the

i ndependent claimat colum 2, lines 13 to 22 of the
publ i shed patent.

Under Rule 87 EPC the European Patent O fice may decide
that it is necessary for a patent to have different
descriptions for different designated contracting
states if, as in the present case, the content of an
earlier European patent application fornms part of the
state of the art pursuant to Article 54(3) EPC in sone
of the designated contracting states.
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6.3 In the present case the Board finds that retaining the
description as granted for the contracting state IT and
produci ng an adapted description for the contracting
states DE, FR and GB would allow a cl earer presentation
of which subject matter is to be protected in the
different contracting states (see also CGuidelines for
Exami nation in the European Patent Ofice, DVII, 4.2
and CI1I, 8.1).

6.4 The Board consequently remts the case to the first

instance to permt an adapted description to be
prepared for the contracting states DE, FR and GB.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent as granted for the
contracting state IT and on the basis of claim1l as
filed in the oral proceedings and clains 2 to 11 as
granted and a description to be adapted for the
contracting states DE, FR and GB.

The Regi strar: The Chai r man:

M Ki ehl S. V. Steinbrener
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