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Summary of Facts and Subm ssi ons

1546.D

The Appellant (Proprietor of the patent) | odged an
appeal against the decision of the Qpposition Division
to revoke the European patent No. 0 522 167 (European
pat ent application No. 92 901 898.4) on the ground that
its subject-matter did not involve an inventive step
(Article 56 EPC)

The sole claim(Caim1 as granted) read as foll ows:

"1l. A nmethod for manufacturing a refrigerating system
for use in refrigerators conprising a conpressor, an
evaporat or and a condenser disposed in a refrigerant
circulating loop using as refrigerant 1,1,1,2-tetra-

fl uoroet hane, and a |ubricant having a viscosity of 2
to 8 cst (at 100°C) and conprising a major conponent of
an ester produced by reacting one or nore of di- or

hi gher pol yhydric al cohols having 8 or |ess carbon
atons with one or nore of nonoval ent normal chain
(l'inear) or branched fatty acids having 5 to 8 carbon
atons is used for lubricating said conpressor and
wherein the water content inside the refrigerating
systemis forced to be de-aired under vacuumto a | eve
of 560 ppmor |less and the lubricant is dry-deaired to
have a di ssol ved water content of 80 ppmor less to

t hereby reduce the water content to a | evel not higher
than the saturation concentration of water of the

[ ubricant™.

The Opposition sought revocation of the patent in suit
on the grounds that the clainmed subject-matter |acked
novelty or did not involve an inventive step

(Article 100(a) EPC). The opposition was supported by
several docunent i ncl uding:
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(4) US-A-4 177 145

(6) Y. Onta "Recent Trends in Refrigerator G I|"
Lubrication, Vol. 24, No. 8, 1979, pages 535
to 539; English translation of parts of pages 535
to 537

(7) GK Filonenko, P.D. Lebedew "Ei nfuhrung in die
Tr ockent echni k", VEB Fachbuchverl| ag Lei pzig 1960,
Seiten 110 to 111,

(8) WO A-90 12849

The Opposition Division held that starting from
docunent (8) as the closest state of the art, which

di sclosed a refrigeration conposition within the scope
of aiml of the patent in suit, it would have been
obvi ous to acconplish the double de-airing step in view
of the common technical know edge of the person skilled
in the art which could be derived from docunents (4),
(6) and (7).

In a witten communi cation, the Board informed the
parties that docunent:

(9) Ul manns Encycl opadi e der techni schen Chem e,
Band 20, Verlag Chem e, 1981, pages 602 to 605, in
particul ar, page 602, |eft-hand col um

m ght reflect a relevant technical background as
common general know edge.
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At the Oral proceedi ngs which took place on 18 March
2003, the matter relating to Claim1 as granted was
di scussed. After this discussion, the Appellant filed
amended clainms in formof two auxiliary requests:

Claim1l1l of the first auxiliary request differed from
Claim1l as granted in that the expression "to a |evel
of 560 ppmor |ess" was replaced by "to a | evel of
about 560 ppni.

Claim1l1l of the second auxiliary request differed from
Claim1l as granted in that the expression "to a |evel
of 560 ppmor |ess" was replaced by "to a | evel of
560 ppni'.

The Board, of its own nobtion, introduced into the
pr oceedi ngs docunent

(10) Refrigeration and Air Conditioning,
Bill C Langley, 1986, Prentice-Hall, Englewood
Giffs, N J. 07632, pages 16 to 21

and, after the handing over of that document, the oral
proceedi ngs were adjourned from11.20 a.muntil
1.00 p.mas recorded in the m nutes.

The Appellant's submi ssions in the witten proceedi ngs
and during the oral proceedings regarding Claim1l as
granted (mai n request) may be summari sed as foll ows:

The use of the conpositions of document (8) in
refrigeration systens generally resulted in an inferior
freezing efficiency, i.e. enhanced power consunption of
the system Further, insufficient durability of the
conposition was general ly observed. Relying upon the
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conparative experinments set out in the patent in suit
on page 5, lines 24 to 32, the Appellant set forth that
the problemto be solved was to provide a refrigerating
system which was reliable, i.e. provided a satisfying
durability of the system ecological and economcally
acceptable. In order to obtain satisfying durability of
the system the person skilled in the art would have
considered the use of a drier packed with an
appropriate agent such as disclosed in docunents (4)
and (6). Al though these drying agents were capabl e of
effecting a reduction of the water content within the
systemto an anount of 50 ppmor |ess, they m ght react
with the lubricant during storage of the system such

t hat side-reactions m ght occur which affected
performance of the refrigerating systens as a whol e.

On the other hand, the skilled person was perfectly
aware of the fact that the drying of a closed system
like a refrigerant circulating | oop of the type
specified in the opposed patent could be effected by
de-airing the systemunder vacuum as for exanple
proposed in docunent (7). However, the skilled person
was perfectly aware of the fact that drying a seal ed
systemto a water content |evel of 50 ppmor |ess which
could be obtained by the previously used drying agents
or dryers would need a considerable drying tinme as well
as application of an extrenely | ow pressure to the
system whi ch both nade this drying process

i nappropriate for mass production purposes in the
production of refrigeration systens.

Accordingly, it could not have been expected that a
reduction of the water content inside the refrigerating
systemto a | evel of 560 ppmonly would be sufficient
to obtain reliable performance of the system This
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rat her noderate reduction of the water content was
sufficient to significantly reduce the nmetal corrosion,
degradation of the notor insulator, decrease of

el ectrical characteristics and degradation of the

| ubri cant.

Regarding Claim1 of the first auxiliary request, the
Appel I ant argued at the oral proceedings that the
amendnment did not offend the requirenents of

Article 123(3) EPC since Article 69 EPC stated that the
description should be used to interpret the clains. In
that context, it could be derived fromthe description
t hat the value 560 was not a discrete val ue but
enconpassed a range as reflected by the term "about".

Regarding Claim1 of the second auxiliary request, the
Appel I ant argued at the oral proceedings that it could
not have been expected in view of docunent (10) that a
reduction of the water content inside the refrigeration
systemto a | evel of 560 ppm woul d be sufficient to
obtain reliable performance of the system

The Respondent (Qpponent) disputed in the witten
proceedi ngs and at the oral proceedings that the

subj ect-matter of the patent involved an inventive step
and argued as foll ows:

In view of docunent (8) as the closest state of the
art, the sole distinguishing feature was the two-step
de-airing process of the refrigerating system However,
de-airing or evaporation, as nmeans for reduction of
water in refrigerant systens and |ubricants, was common
general know edge from docunents (6) and (7),

rendering, therefore, the clained subject-matter

obvi ous.
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X. The Appel |l ant requested that the decision under appeal
be set aside and that the patent be nmaintained as
granted (main request) or on the basis of Caim1l of
the first auxiliary request or of Claim1l of the second
auxiliary request, both submtted at the oral
proceedi ngs, or that the case be remtted to the first
i nstance for further prosecution (third auxiliary
request) or, as the fourth auxiliary request, that the
foll owi ng question be referred to the Enlarged Board of

Appeal :

"Under which conditions may a technical board of appeal
confirmrevocation of a European Patent on the basis of
a docunent which was introduced into the proceedi ngs by
the board itself during oral proceedings before the
boar d?".

The Respondent requested that the appeal be dism ssed.

Xl . At the end of the oral proceedings the decision of the

Board was announced orally.

Reasons for the Decision

1. The appeal conplies with Articles 106 to 108 and
Rul e 64 EPC and is adm ssi bl e.

Mai n Request

2. Article 56 EPC - Inventive step

1546.D Y A



2.1

1546.D

-7 - T 0098/ 00

The patent in suit relates to a nethod for
manufacturing a refrigerating systemfor use in
refrigerators having a conpressor, an evaporator and a
condenser disposed in a refrigerant circulating | oop
whi ch enploys 1,1,1,2-tetrafl uoroethane (HFC- 134a) as a
refrigerant and a | ubricant having a viscosity of 2

to 8 cst (at 100°C) conprising a major conponent of an
ester, which is the feature group 3 according to the
statenent of grounds of appeal.

However, the Board, |like the Opposition Division is
confronted with the situation where a proper
interpretation of the wording of the claimturns out to
be necessary (cf. point Il above). Indeed, the
expression "the water content inside the refrigerating
systemis forced to be de-aired under vacuumto a | eve
of 560 ppmor |ess" is unclear since de-airing under
vacuum woul d | eave the systemessentially enpty of gas
or vapour. The Appellant submtted that the nethod
basically proceeded as foll ows:

"In a first step the individual conponents of the
system (conpressor, evaporator, condenser) are
connected, wel ded and seal ed.

In a second step the assenbl ed systemis vacuumdri ed
to thereby effect a reduction of the water content of
the system as assenbl ed.

In a third step the lubricant according to the feature
group 3 after having reduced the water content thereof
to a level of 80 ppmor less and the refrigerant are
sealed into the system
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After having conpleted this third step the water
content inside the systemis at a | evel of 560 ppm or
| ess.™ (cf. page 6 of the statenment of grounds of

appeal ).

Al though, this interpretation is not stated in the
description, the Board holds that this explanation is
the nost likely one for the skilled person reading the
pat ent docunment since any other interpretation does not
make technical sense (cf. T 190/99, point 2.4 of the
reasons).

Docunent (8) discloses liquid conmpositions useful as
refrigeration |iquids conprising a major anmount of at
| east one fluorine-containing hydrocarbons such as

HFC- 134a (cf. page 9, Table 1) and a mi nor anount of at
| east one sol uble organic |ubricant conprising at |east
one carboxylic ester of a pol yhydroxy conpound
containing at |east 2 hydroxy groups and characterized
by the general fornula

RIOC(O R , (1)

(cf. page 5, lines 1 to 12 fromthe bottom. The liquid
conpositions are particularly useful as refrigerants in
various refrigeration systenms which are conpression-
type systens such as refrigerators, freezers, and air-
conditioners (cf. page 27, lines 14 to 17).

The Board considers, as held by the Opposition Division
and in agreenent with both parties, that docunent (8)
represents the closest state of the art and, thus, the
starting point in the assessnent of inventive step for
t he subject matter of Caim1 according to the patent.

| ndeed, this docunent ains at the same objective as the



2.4

2.5

1546.D

-9 - T 0098/ 00

clainmed invention, nanmely to provide refrigeration
systens which are conpression-type systens using the
sanme conbi nation of refrigerant and | ubricant as the
patent in suit.

The Appellant submtted that the use of the
conpositions of docunment (8) in refrigeration systens
generally resulted in an inferior freezing efficiency,
i .e. enhanced power consunption of the system
Furthernore, insufficient durability of the conposition
was generally observed. Relying upon the conparative
experinments set out in the patent in suit on page 5,
lines 24 to 32, the Appellant set forth that the
problemto be solved was to provide a refrigerating
system which was reliable, i.e. provided a satisfying
durability of the system ecological and economcally
accept abl e.

However, if the Patentee chooses to give evidence of a
technical effect by conparative tests, these nust be
carried out in respect of the relevant closest state of
the art (cf. Case Law of the Board of Appeal of the

Eur opean Patent Ofice, 4'" edition 2001, 1.D.7.7.2). In
t hat respect, the advantages relied upon by the

Appel lant to sustain an inventive step are not based on
a fair conparison between the teaching of docunent (8)
and the clained invention. Indeed, as a conparison
test, the patent discloses an experinment wherein the

[ ubricant (B-3), before introduction in the system is
pl aced in a beaker at a tenperature of 25°C and in an
at nosphere of relative humdity of 70% and then placed
in open air for 72 hours, the lubricant reaching

t hereby the saturation concentration of water of

1460 ppm (cf. page 5, lines 7 to 9 and 24). However,
such a nmethod of use is in conplete contradiction with
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t he conmon general know edge of the person skilled in
the art such as reflected by docunent (9) which states
that: "Water highly deteriorates the refrigerating
properties of the oil and can trigger reaction with the
refrigerant. Refrigerating oils nust, therefore, be
carefully dried before use or investigation" (cf.

page 602, left-hand colum). The person skilled in the
art woul d not have used, therefore, within the

di scl osure of docunment (8), a lubricant whose water
content reached the saturation concentration. Wuat is
described in the conparison test is just the contrary.
This was admtted by the Appellant in the oral

pr oceedi ngs.

In the absence of a fair conparison between the clained
invention and the closest state of the art, the
techni cal problemcan only be seen in view of

docunent (8) in the provision of a further nmethod for
manufacturing a refrigerating systemhaving sim|lar

per f or mances.

It is not contested that this technical problemis
sol ved by the clainmed invention.

It remains to be decided whether or not the clai ned
solution is obvious over the cited prior art.

The rel evant question is whether the person skilled in
the art aware of docunent (8) and having in mnd the
techni cal problem as defined in point 2.6 above woul d
have been directed to achieve a nethod for
manufacturing a refrigerating systemwthin the clained
i nvention.
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Docunent (9) reflecting conmon general know edge in the
field of refrigeration, as part of the Ul mann's

Encycl opedi a of Technical Chem stry, discloses that
"Water highly deteriorates the refrigerating properties
of the oil and can trigger reaction with the
refrigerant. Refrigerating oils nust, therefore, be
carefully dried before use or investigation" (cf.

page 602, left-hand colum). This was adm tted by the
Appel l ant at the oral proceedings.

The Appel |l ant, however, argued that in order to obtain
satisfying durability of the system the person skilled
in the art would have considered the use of drier
packed with an appropriate agent such as disclosed in
docunents (4) and (6). Although these drying agents
were capabl e of effecting a reduction of the water
content within the systemto an amount of 50 ppm or

| ess, they mght react with the lubricant during
storage of the system such as side-reactions m ght
occur which affected performance of the refrigerating
systens as a whol e.

On the other hand, the skilled person was perfectly
aware of the fact that the drying of a closed system
like a refrigerant circulating | oop of the type
specified in the patent in suit could be effected by
de-airing the systemunder vacuum as for exanple
proposed in docunent (7). However, the skilled person
was equally aware of the fact that drying a seal ed
systemto a water content |evel of 50 ppmor |ess,

whi ch coul d be obtained by the previously used drying
agents or dryers, would need considerable drying tine
as well as application of extrenely |ow pressure to the
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system both of which nmade this drying process
i nappropriate for mass production purposes, which were
required for the production of refrigeration systens.

Accordingly, it could not have been expected that a
reduction of the water content inside the refrigerating
systemof a | evel of 560 ppmor |ess would be
sufficient to obtain reliable performance of the
system This rather noderate reduction of the water
content was sufficient to significantly reduce the
nmetal corrosion, degradation of the notor insulator,
decrease of electrical characteristics and degradation
of the lubricant.

However, this argunentation m sses the point in three
aspects.

First, the clained subject-matter does not refer to
mass production and, furthernore, there is no hint at
all of such a notion in the patent in suit. Therefore,
this argunent to set aside the rel evancy of

docunent (7) cannot be accepted.

Secondly, opposing the noderate reduction of the
content of water which would be one of nerit of the
clainmed invention to the drastic reduction of the
content of water achi eved possibly by the drying
process of docunment (7) is not in line with the wording
of Claim1l which nerely provides for a range of 560 ppm
or | ess, enconpassing, therefore, also a very m nor
content of water.

Thirdly, the term"conprising” used in Claim1 renders
t hat cl ai m open-ended and, therefore, in addition to
t he conpressor, the evaporator and the condenser, it
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cannot be excluded that a dryer such as disclosed in
docunent (4) be present (cf. Caim1; col. 2,
line 61 ff and figure 2).

In the Board's judgnent, in view of docunent (8) which
teaches the production of refrigerating systens
involving refrigerants and ester oils within the
definition of the claimed subject-matter, it would have
been prima facie obvious to the person skilled in the
art, faced with the technical problemdefined in

point 2.6 above, to use an oil which has been

bef orehand dried as taught by docunment (9)(cf.

point 2.5 above) and, to de-air the system under vacuum
since such a practical step fornms part of the common
general know edge as admitted by the Appellant (cf.
point 2.8.3 above). The upper limt of 560 ppmis
certainly not nmentioned in the prior art. But since a
commonl y used de-airing under vacuum can reduce the
content of water under 50 ppm this feature cannot help
in rebutting the Board' s finding.

The Appellant further argued at the oral proceedings
that the teaching of documents (4) and (6) established
a prejudice against the clainmed nethod since the person
skilled in the art would have used water renoving
agents and not a de-airing under vacuum step. However,
as set out above (cf. point 2.8.4), the term
"conprising” used in Caim1l renders that clai mopen-
ended and, therefore, in addition to the conpressor,

t he evaporator and the condenser, it cannot be excl uded
that a dryer such as disclosed in docunent (4) be
present. Therefore, any argunent related to the absence
of a dryer is irrelevant in the present case.
Furthernore, according to the case | aw of the Boards of
Appeal , the existence of a prejudice, i.e. a widely



2.9

3.2

1546.D

- 14 - T 0098/ 00

hel d but incorrect opinion of a technical fact, is
normal ly to be denonstrated by reference to the
literature or to encycl opaedias (cf. Case Law of the
Board of Appeal of the European Patent O fice, 4"
edition 2001, 1.D.7.2). No evidence was submtted in
that respect. For this reason, the Appellant, upon

whi ch the onus of proof rested, has not denonstrated
that a prejudice existed in the art. The Board
concludes, in agreenment with the OQpposition Division's
decision, that the subject-matter of claim21l is obvious
in view of docunment (8) and the comon general

know edge of the person skilled in the art.

Since the subject-matter of Caim1l does not involve an
inventive step, the main request nust be rejected.

Late filed requests - Rule 57a EPC - admissibility

As is apparent from point VI above, the two sets of
claimformng the present first and second auxiliary
request were brought to the Board's and the
Respondent's attention as well for the first tine only
at the oral proceedings before the Board. They were
thus filed at the | ast possible nmonent. The Respondent
did not object to these late-filed subm ssions.

The fresh anmendnent nmade by the Appellant to Claim1 as
granted concerns, in the first auxiliary request, the
repl acenent of the expression "to a |level of 560 ppm or
| ess” by "to a |l evel of about 560 ppmi' and, in the
second auxiliary request, the replacenent of the
expression "to a level of 560 ppmor less" by "to a

| evel of 560 ppni.
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Those anmendments are designed to overconme objections
rai sed by the Respondent/ Opponent in the course of the
appeal proceedings.

Therefore, those anmendnents are consi dered appropriate
and necessary and the Board, in exercising due

di scretion, admts the clains according to the first
auxiliary request and second auxiliary request into the
appeal proceedings (cf. decisions T 295/87, Q EPO
1990, 470, point 3 of the reasons; T 406/86, QJ EPO
1989, 302, point 3.1 of the reasons).

First auxiliary request

5.2

1546.D

Article 114 EPC - Extent of scrutiny

The Appel l ant has anended the claimas granted in the
course of the proceedi ngs before the Board (cf.

poi nt VI above). In case of such anmendments, they nust
be fully exam ned by the Board as to their
conpatibility with the requirenments of the EPC, in
particular with the provisions of Article 123 EPC

(cf. G9/91, Q) EPO 1993, 408, point 19 of the
reasons).

Article 123(3) EPC - Amendnents

The fresh anmendnent nmade by the Appellant to Claim1l as
granted concerns the replacenent of the expression "to
a level of 560 ppmor less" by "to a | evel of about

560 ppni'.

The Appel |l ant argued that this amendnent did not offend
the requirenents of Article 123(3) EPC since
Article 69(1) EPC stated that the description should be
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used to interpret the clains. In that context, it could
be derived fromthe description that the val ue of

560 ppm was not a discrete val ue but enconpassed a
range as reflected by the term "about".

5.3 However, Article 123(3) EPC precludes anmendi ng the
claims during opposition proceedings in such a way as
to extend the protection conferred. Claim1l inits
granted form excludes the val ues hi gher than 560 ppm
In contrast thereto, the term"about" now used
associ ates a range of values close to the val ue of
560 ppm whi ch enconpasses not only val ues | ower than
560 ppm but al so val ues hi gher than 560 ppm Therefore,
such an amendnent extends the protection conferred to a
wat er content above the upper Iimt of 560 ppm set out
in Cdaiml as granted contrary to the requirenents of
Article 123(3) EPC

5.4 As to the reference to Article 69(1) EPC, the Board
observes that this article does not deal with the issue
rel ated to amendnents which is controlled by the
provi sions of Article 123 EPC. The provisions of
Article 69(1) EPC are primarily intended to be applied
by the Courts responsible for deciding on infringenment
cases (cf. G 1/98, QJ EPO 2000, 111, point 4 of the
reasons or Singer, the European Patent Conventi on,
English Version, 1995, page 253). These provisions are,
therefore, not designed to be a substitute for the
requirenments of Article 123(3) EPC.

5.5 In conclusion, the subject-matter of Claim1l of the
first auxiliary request offends agai nst the provisions
of Article 123(3) EPC and this request nust be
rej ect ed.

1546.D Y A
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Second auxiliary request

6.2

7.2

1546.D

Article 123 (2)(3) EPC - Anendnents

The fresh anmendnent nmade by the Appellant to Claim1l as
granted concerns the replacenent of the expression "to
a level of 560 ppmor less" by "to a |level of 560 ppni.

The Board, |ike the Respondent, sees no objection with
respect to Article 123(2) EPC in the restriction to a
single value which is actually supported by the
application as filed on page 9, line 5 of the
application as filed. Furthernore, that anendnent al so
restricts the scope of the protection conferred and
thus satisfies the requirenents of Article 123(3) EPC.

Article 56 EPC - Inventive step

The situation differs fromthat of the main request
only in that the solution to the technical problem set
out in point 2.6 above requires that "the water content
inside the refrigeration systemis forced to be de-

ai red under vacuumto a |level of 560 ppni.

The Appel | ant argued that the invoked commobn gener al
know edge directed the person skilled in the art to
reduce the water content inside the refrigeration
system under 50 ppm It was, therefore, unexpected that
a reduction of the water content inside the
refrigerating systemto a | evel of 560 ppmonly would
be sufficient to obtain reliable performance of the
system
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However, none of the cited docunents nentions any
guantitative value reflecting the necessity for such a
drastic reduction of the water content (under 50 ppm.
The Appellant who carries the burden of proof has

provi ded no evidence in that respect. Furthernore,
docunent (10), confirmng in that respect the previous
decl arations of the Appellant (cf. point 2.8.3 above)

i ndicates at the Chapter "Dehydration"” that "with the
use of a high-vacuum punp and a proper vacuum gauge, a
service technician can be certain that the
refrigeration system has been properly evacuated to
prevent the possible early breakdown of the |ubricating
oil and the refrigerant (cf. page 18, right-hand
colum). It is concluded that the person skilled in the
art seeking to inplenent in view of docunent (8) a
further nethod for manufacturing a refrigeration system
woul d have been particularly concerned to reduce the
wat er content in the systemto an acceptable practical

| evel . Under these circunstances, the choice of a
suitable water content, i.e. 560 ppm represents a
routi ne task of the notional skilled person which does
not involve an inventive step.

Thi s request nust, therefore, be rejected for |ack of
i nventive step.

Procedural nmatters

1546.D

Article 114(1) EPC

The concl usion of the Board regarding the main request
(cf. point 2 above) was essentially based on the
uncontested fact that de-airing the system under vacuum
was part of the common general know edge. The content

of water which could be obtained in this way (under
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50 ppm according to the Appellant) was not critical
since the content of water defined in Claim1l as
granted was 560 ppm or | ess.

By contrast, the fresh auxiliary requests raised new

i ssues since the Appellant submtted that while it was
common techni cal knowl edge in the field of
refrigeration to de-air the systemsuch as to obtain a
wat er content of 50 ppmor less, it had been
surprisingly found that a val ue of 560 ppm or so was
sufficient. Under those circunstances it becane
critical to establish in this respect the common
general know edge in that particular field.

The Board, therefore, in the exercise of its discretion
under Article 114(1) EPC found it appropriate to refer
to docunent (10) as literature reflecting the common
general know edge in the refrigeration field.

The Appel l ant neither objected to the subm ssion of
this docunment nor to the tinme given for considering it.

Remittal - Article 111(1) EPC

As a consequence of the subm ssion of docunent (10),
t he Appel |l ant however requested that the case be
remtted to the first instance for further exam nation.

Under Article 111(1) EPC a Board of Appeal has a

di scretion during appeal proceedings before it, either
to "exercise any power within the conpetence of the
department which was responsible for the decision
appeal ed" (here: the Qpposition Division) or to "remt
the case to that department for further prosecution”
The provision of a discretionary power woul d nake no
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sense if the Boards were ipso facto obliged to rem t

t he case whenever new matter was raised in appeal
proceedi ngs, irrespective of the nature of such matter
(cf. T 111/98 of 10 July 2001, point 1.2 of the
reasons). Thus, Article 111 EPC al so confers the power
upon a Board of Appeal to act inter alia as the first
and only instance in deciding upon a case taking into
account a fresh request which was only filed at oral
proceedi ngs, without the possibility of further
appel l ate review. Furthernore, remttal of a case
results in a substantial delay of the procedure which
keeps the public in uncertainty about the fate of the
patent for several nore years. It also involves
additional costs for all the parties and the EPO In
the Board's view, when a Patentee waits until oral
proceedings to file a new request, after the patent was
revoked by the Opposition Division, he nust expect the
fresh case to be discussed during oral proceedi ngs and
the possibility of being confronted to general
literature directly related to his own decl arati ons.
The decision can therefore be announced by the Board at
t he concl usion of the oral proceedings.

Therefore, the Board considers it appropriate to
exercise its discretion not to remt the case to the
Qpposi tion Division.

Request for referral of a question to the Enl arged
Board of Appea

Article 112(1)(a) EPC provides that the Board of Appeal
during proceedings on a case, either of its own notion
or following a request froma party to the appeal,
shall refer any question to the Enlarged Board of
Appeal , if it considers that a decision is required for
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ensuring uniformapplication of the law or if an
i nportant point of |law arises.

10. 2 In view of what has been said under point 9.2 above and
the fact that the main request (patent as granted) was
rejected on the basis of the sane docunents as
consi dered by the Qpposition Division (cf. point 2
above), in the Board's judgnent, the response to the
| egal question raised by the Appellant is not necessary
for deciding on the present issue. There is, therefore,
no need for referral of the said question to the
Enl ar ged Board of Appeal

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

N. Maslin A. Nuss

1546.D



