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Summary of Facts and Subm ssi ons

2553.D

The appeal lies fromthe OQpposition D vision's
interlocutory decision that the set of 16 clains
underlying the contested decision nmet the requirenents
of the EPC

Claim1l of the set of clains underlying the contested
deci si on read:

"1. A process for the activation of a Fischer Tropsch
catal yst, which process conprises contacting the
catalyst with substantially pure hydrogen gas or a

m xture of hydrogen with one or nore inert gasses in a
first stage at a pressure of up to 5 bar, rapidly
increasing the pressure to at |east 10 bar and
contacting the catalyst with substantially pure
hydrogen gas or a m xture of hydrogen with one or nore
inert gasses in a second stage at this pressure.”

Claims 2 to 14 were dependent on Claim1 and Cains 15
and 16 concerned a Fischer Tropsch catal yst activated
by a process according to any of the preceding clains
respectively a process for the preparation of

hydr ocar bons conprising contacting a m xture of carbon
nonoxi de and hydrogen with a catal yst according to

Cl ai m 15.

In particular, the Opposition Division found that the
cl aimed process was not obvious, since it could not be
deduced fromthe cited prior art docunents that the
claimed process would lead to an increase of the
activity, the selectivity and the stability of the
catal ysts.
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Wth tel efax of 25 August 2003 t he Respondent
(Proprietor of the patent) filed three sets of clains
according to a first, a second and a third auxiliary
request.

Claim 1 according to the first auxiliary request read:

"1. A process for the activation of a Fischer Tropsch
catal yst, which process conprises contacting the
catalyst with substantially pure hydrogen gas or a

m xture of hydrogen with one or nore inert gasses in a
first stage at a pressure of up to 5 bar, rapidly
increasing the pressure to at |east 10 bar and
contacting the catalyst with substantially pure
hydrogen gas or a m xture of hydrogen with one or nore
inert gasses in a second stage at this pressure, the
catal yst conprising a porous carrier selected from any
suitable refractory nmetal oxide or silicates or a
conbi nati on thereof."

Claim 1 according to the second auxiliary request read:

"1. A process for the activation of a Fischer Tropsch
catal yst, which process conprises contacting the
catalyst with substantially pure hydrogen gas or a

m xture of hydrogen with one or nore inert gasses in a
first stage at a pressure of up to 5 bar, rapidly
increasing the pressure to at |east 10 bar and
contacting the catalyst with substantially pure
hydrogen gas or a m xture of hydrogen with one or nore
inert gasses in a second stage at this pressure, the
catal yst conprising silica, alumna, titania or

m xtures thereof as carrier."
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Claim 1 according to the third auxiliary request read:

"1. A process for the activation of a Fischer Tropsch
catal yst, which process conprises contacting the
catalyst with substantially pure hydrogen gas or a

m xture of hydrogen with one or nore inert gasses in a
first stage at a pressure of up to 5 bar, rapidly
increasing the pressure to at |east 10 bar and
contacting the catalyst with substantially pure
hydrogen gas or a m xture of hydrogen with one or nore
inert gasses in a second stage at this pressure, the
catal yst conprising cobalt as a catalytically active
netal and silica, alumna, titania or m xtures thereof

as carrier."

The Appel l ant (Opponent) contested that the patent in
suit nmet the requirenent of sufficiency of disclosure
and he contested the novelty of the clainmed process.

Mor eover, the Appellant contested that the alleged
techni cal effect was achi eved over the conplete clained
area, since processes wherein the hydrogen parti al
pressure in the second stage is equal or inferior to

t he hydrogen partial pressure in the first stage are

al so enbraced within the clainmed scope and it had not
been shown that catal ysts activated in that way have an
i ncreased reactivity, an inproved stability and a

hi gher selectivity to G hydrocarbons. Furthernore, the
Appel I ant argued that the clainmed process was obviously
derivabl e from docunent

(4) EP-A-0 168 894,
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since the activation of Fischer Tropsch catalysts in
two stages wherein the conditions of the first stage
are softer than those in the second stage was known

fromthis docunent.

The Respondent refuted the objection concerning
insufficiency of disclosure and | ack of novelty.

Mor eover, the Respondent subm tted that by conparing
the activity of the catalysts activated or reactivated
as described in exanples 2, 3, 4 and 6 with the
activity of the catalyst activated as described in
exanple 5 an increase of the activity, the stability
and the selectivity of Fischer Tropsch catal ysts had
been shown. Since the prior art did not suggest to use
a two-stage activation process for increasing the
activity, stability and selectivity of such catal ysts,
the clai ned process was inventive.

The Appel l ant requested that the decision under appeal
be set aside and that the European patent No. 0 533 228
be revoked.

The Respondent requested that the appeal be dism ssed
(rmain request) or that the patent be maintained on the
basis of either the first, the second or the third
auxiliary request all filed on 25 August 2003.
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Reasons for the Decision

1
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The appeal is adm ssible.

Since the Board cane to the conclusion that neither the
mai n request nor any of the first, the second and the
third auxiliary requests neets the requirenent of
inventive step, it is superfluous to give any reasoning
as to whether the requirenents of Articles 123(2)

and (3) and 83 EPC and the requirenent of novelty are
met .

| nventive step

Mai n request

I n accordance with the "probl em sol uti on approach”
applied by the Boards of Appeal to assess inventive
step on an objective basis, it is in particular
necessary to establish the closest state of the art
formng the starting point, to determne in the |ight
t hereof the technical problemwhich the invention
addresses and successfully solves, and to exam ne the
obvi ousness of the clainmed solution to this problemin
view of the state of the art.

It was not contested that docunent (4) represents the
cl osest state of the art.

Docunent (4) discloses a process for the activation of
a supported cobalt containing catal yst suitable for use
in the preparation of hydrocarbons froma m xture of
car bon nonoxi de and hydrogen by contacting such

catal yst with hydrogen or a hydrogen-contai ning gas at
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a hydrogen partial pressure between 0.001 and 75 bar in
whi ch during the activation the hydrogen parti al
pressure is increased gradually or step-w se froman
initial hydrogen partial pressure (Pwy); to an ultinmate
hydrogen partial pressure (Pw)y such that

(Pe)u > 5 X (Pw)i. Thereby, (Pw), is preferably between
0.01 and 10 bar and (Pw)y lies preferably between 0.1
and 20 bar (page 3, line 20 to page 4, |ine 15).

The Respondent submtted that, starting from

docunent (4), the problemto be solved consisted in
providing a process for activating a catal yst having an
i ncreased activity, an inproved stability and a higher
selectivity to G, hydrocarbons, as described in the
patent in suit, colum 2, lines 23 to 31.

The patent in suit clainms to solve this problem by the
process defined in Caiml.

The next point to be considered in assessing inventive
step is then whether it has been convincingly shown
that by the process according to Claim1l the problem
underlying the patent in suit has effectively been

sol ved.

The Appellant did not contest that the activation
processes described in exanmples 2, 3, 4 and the |ast
step in exanple 6 correspond with the clainmed process
and that, by conparison of these activation processes
with the activation process described in exanple 5, an
i ncreased activity, an inproved stability and a higher
selectivity had been shown. However, the Appell ant
contested that with those exenplified processes it had
been made pl ausible that with the conpl ete range of
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cl aimed processes an increased activity, an inproved
stability and a higher selectivity to G hydrocarbons
was obt ai ned.

In the activation process described in exanple 2 and in
the reactivation processes described in exanples 3, 4
and 6 the catalyst was first treated with a m xture of
hydrogen (1% v) in nitrogen; whilst naintaining the

wat er content of the exhaust below a certain value the
hydr ogen content of the feed gas was increased
gradually to 100% v; and once the water content in the
exhaust gas was about 1000 ppnv, the gas pressure was

i ncreased sharply over a period of 15 mnutes to 25 bar
and mai ntai ned during 24 hours.

However, Claim1l is not restricted to the activation
conditions as described in those exanples 2, 3, 4 and 6,
but enbraces any process wherein the catalyst is
contacted at a pressure up to 5 bar in a first stage;
the pressure is rapidly increased to at |east 10 bar;
and the catalyst is contacted in a second stage at this
pressure. Consequently, processes wherein the hydrogen
partial pressure in the second stage is equal or
inferior to the hydrogen partial pressure in the first
stage are also enbraced within the wording of Claima1,
as long as the total pressure in the first stage is up
to 5 bar and the total pressure in the second stage is
at |least 10 bar.

In the patent in suit it has only been shown that by
activating a specific cobalt- and zirconi um cont ai ni ng
catalyst in the specific conditions of exanples 2, 3, 4
and 6 an increased activity, an inproved stability and
a higher selectivity to G. hydrocarbons was obt ai ned
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and the Respondent did not provide thereby any proof

t hat such effect was obtained when activating a Fischer
Tropsch catal yst under other activation conditions
enbraced within the wording of Caim1, for exanple, by
contacting the catalyst in the second stage at a
hydrogen partial pressure equal or inferior to the
hydrogen partial pressure in the first stage.

As the only evidence, the Respondent referred to
exanpl es 1A, 1B and 1C of docunent

(5) EP-A-0 152 652.

In particular, the Respondent argued that froma
conpari son of those exanples it follows that by
activating a Fischer Tropsch catalyst at a reduced
partial hydrogen pressure a simlar or even inproved
activity could be obtained as when activating the
catal yst with pure hydrogen, since with the catalyst in
exanple 1C, activated at a pressure of 1 bar and a
partial hydrogen pressure of 0.1 bar, a CO conversion
of 85% v was obtai ned, whereas such CO conversion with
t he catal yst 1A and 1B, which were activated with pure
hydrogen at a pressure of 1.1 respectively 2, was only
72% v respectively 69%v.

However, since in those exanples the catalysts were
activated in a single stage at a constant pressure, the
catal ysts were not activated according to Caiml.
Therefore, those exanples cannot provide any rel evant
evi dence that the catal ysts activated according to
present Claim1l provide a superior effect. Mreover, a
conpari son of exanple 1C with exanples 1A and 1B m ght
only possibly be suitable for show ng an i nproved CO
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conversion and not, however, an increased activity, an
i nproved stability and a hi gher selectivity to Gs.
hydr ocar bons.

Addi tionally, the Respondent alleged that it was up to
the Appellant to denobnstrate that an increased activity,
an inproved stability and a higher selectivity to G
hydr ocar bons was not obtained over the conplete clained
scope.

However, according to the jurisprudence of the Boards
of Appeal, each of the Parties to the proceedi ngs
carries the separate burden of proof for any fact they
all ege (see T 355/97 of 5 July 2000, not published in
Q) EPO, point 2.5.1 of the reasons). Therefore, in the
present case, the burden of proof for show ng that the
claimed nethod |l eads to the alleged and not supported
advant ageous effects nmentioned in the patent in suit,
rests upon the Respondent-Patentee. In the absence of
any corroborating evidence that said advant ageous
effects are obtained, the allegation in the patent in
suit of increased activity, inproved stability and

hi gher selectivity are unsubstantiated and,
consequently, such alleged effects are not to be taken

into account in assessing inventive step.

Therefore the objective, starting from docunent (4),
can only be seen in providing a further nethod of
activating Fischer Tropsch catal ysts.

The patent in suit clainms to solve this problem by the
nmet hod defined in Caiml.



3.1.9

3.1.10

2553.D

- 10 - T 0097/ 00

That this problem (see point 3.1.7 above) is
successfully solved by the nethod according to Claim1l
was never chall enged, neither by the Appellant nor by
t he Board.

Therefore, it remains to be decided, whether in the
light of the teachings of the cited docunments a skilled
person seeking to solve the above-nenti oned probl em
woul d have arrived at the process of Claim1l in an

obvi ous way or not.

From docunent (4) it may be deduced (see point 3.1.1
above) that Fischer Tropsch catal ysts nay be activated
by contacting themw th hydrogen in nore than one stage
wherein the catalyst is contacted in a subsequent stage
at a higher partial hydrogen pressure than in the

previ ous stage (see point 3.1.1 above). It also follows
from docunent (4) that in the subsequent stage the
partial hydrogen pressure may be selected fromO0.1 to
20 bar, that in the previous stage the partial hydrogen
pressure nmay be selected fromO0.01 to 10 bar and t hat
the catal ysts may be contacted with pure hydrogen gas
or hydrogen-contai ni ng gas.

Thus, in order to solve the above stated problem a
skilled person only had to choose a pressure for the
first step and for the second step wthin the limts of
t he pressure ranges disclosed in document (4). As it
was known from docunent (4) that by working within the
pressure |imts disclosed therein a Fischer Tropsch
catal yst may be activated, a skilled person would have
had a reasonabl e expectati on of success by working

Wi thin those pressure limts.
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It is true that docunent (4) nentions a step-w se
increase of the initial to the ultimate parti al
hydrogen pressure and that there is no explicit nention
of a particular period of time for achieving the

i ncrease of the pressure.

However, according to the case | aw of the Boards of
Appeal , features which do not contribute to the
solution of the problemare not to be considered in
assessing inventive step of a conbination of features
(see Case Law of the Boards of Appeal of the EPQ 4'"
edition 2001, point I1.D.6.5).

As the Appellant never provided any kind of proof that
a rapid increase of the pressure fromthe first stage
to the second stage instead of a step-w se increase of
the pressure would be significantly different in the
sense of having any influence on the activity, the
stability or the selectivity of the catalyst, this
feature is not to be taken into consideration in
assessing inventive step. In any case, the Board has no
reason to believe that this is to be regarded as being
of any inportance for solving the underlying technical
problem all the nore so since according to the patent
insuit the term"rapidly” is nerely intended to
express a period of time that is short in conparison to
the overall duration of the process (see colum 4,
lines 21 to 24).

Since fromthe disclosure of docunent (4) a skilled
person woul d have carried out the process of Claiml
with a reasonabl e expectati on of success to activate a
Fi scher Tropsch catalyst, the nethod of Claim1l is an
obvi ous solution to the probl emunderlying the patent
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in suit. Therefore, Caim1l and, thus, the main request
cannot be considered to neet the requirenent of

i nventive step.

3.2 First, second and third auxiliary request

The nmethod of Claim1 according to the first, second
and third auxiliary request differs fromthe nethod of
Claim 1 according to the main request by the further
specification of the netal and/or the carrier of the
cat al yst.

Since, however, the process features of the clained
nmet hod are obviously derivable fromthe disclosure of
docunent (4) and for the further specification of the
netal and/or the carrier of the catalyst an effect has
not been shown, these features al so cannot formthe

basis for an inventive step.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
N. Maslin A. Nuss

2553.D



