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Summary of Facts and Subm ssi ons

The nention of the grant of European patent 0 503 507
in respect of European patent application

No. 92103901.2, filed on 6 March 1992 and claimng the
priority date of 8 March 1991 from JP 43782/91, was
publ i shed on 23 July 1997. The patent was granted on
the basis of a single claimwhich reads as foll ows:

"1. A dye conposition for keratinous fibers conprising:
(a) a direct dye selected fromthe group consisting of
nitro dye, basic dye, disperse dye, and m xtures

t her eof ,

(b) a polynmer or copolyner of diallyl quaternary
amoni um sal t

(c) a betaine-type surfactant selected from

(1) a carbobetai ne-type surfactant represented by
formula (1)

CHjy
Rl—N+—CH2CDO_ (1)

(3H3

wherein Rl denotes a Cl0-24 straight or branched al kyl,
or

RZ-g—NH~(CH2)m-
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(wherein R2 is a C9-23 straight or branched al kyl, m
denotes an integer of 1-5) or;

(2) a sulfobetaine-type surfactant represented by
formula (11):

CH3
s oy _ - :
33 IIT CHo CH-CH»-S504 (T1)
CH3 X

wherein R3 denotes a Cl0-24 straight or branched al kyl,

or,

-C- o =
R4 : NH-(CH,)

(wherein R4 denotes a C9-23 straight or branched al kyl,
m denotes an integer of 1-5), X denotes hydrogen atom
or hydroxyl, and,

(d) an organic solvent."

A notice of opposition was filed on 21 April 1998 in
whi ch revocation of the patent in its entirety was
requested on the grounds of |lack of novelty and

inventive step (Article 100(a) EPC)

O the docunents cited during the opposition proceedi ngs
the followng remain relevant to the present deci sion:

D1: EP-A-0 470 381

D2: EP-A-0 089 749
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EP-A-0 137 178

US- A-3 986 825

In a decision issued in witing on 20 Decenber 1999,

t he opposition division rejected the opposition.

In its decision the opposition division held that:

(a)

(b)

D1, which was prior art according to Article 54(3)
EPC, and D3, disclosed specific exanples which
were close to the clained invention but did not
fall within the scope of contested claim1l. There
was al so no teaching in these docunments, in which
direction certain conponents of the exenplified
conpositions should be changed. The clai nmed

subj ect-matter was therefore novel

D3 was not the closest prior art, as it did not
address the problemof inparting a conditioning
effect to dye conpositions. D2 did not disclose

t he betaines and the polynmers of diallyl

guat ernary ammoni um salts according to the opposed
patent. D4 disclosed polyners of diallyl

guat ernary ammonium salts in order to inprove the
surface characteristics of the hair, but w thout
usi ng betaine surfactants. There was no incentive
for the skilled person to conbine D2 with D4 or D2
with D3. Therefore, neither D2 nor D4, alone or in
conmbination with D3, could |lead the skilled person
to the clainmed subject-matter which consequently

i nvol ved an inventive step.
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On 19 January 2000 the Opponent (Appellant) filed a
noti ce of appeal against the above decision and paid
t he corresponding fee on the sane day. The statenent
setting out the grounds of appeal was filed on 28 Apri
2000.

In a letter dated 27 Septenber 2000, the Respondent
(Proprietor) referred to the docunent:

D5: Ul mann's Encycl opedia of Industrial Chem stry",
5'" Edition, Volune A 12, page 571.

Oral proceedi ngs took place on 6 May 2004.

During the oral proceedings the Respondent filed as an
auxi liary request and as a second auxiliary request,
two sets of clainms, in which claim1 as granted had
been anended.

Claim1 of the auxiliary request was suppl enmented at
the end of granted claim1l as foll ows:

"wherein the anount of conponents (c) in the
conposition is 0.1-0.5%"

Claim 1 of the second auxiliary request was
suppl emented at the end of granted claim1l as foll ows:

"optionally used as a mxture with water, and (e)
optionally thickeners, oil conmponents, perfunes,
preservatives, UV absorbers, or antiseptics, wherein

t he amount of conponents (c) in the conmposition is 0.1-
0.5%".
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VI, The Appellant's argunents can be summari sed as fol | ows:

(a) According to the case |aw the exam nation of
novelty should not be confined nerely to a
conpari son of the claimed subject-matter with the
exanples of a citation, but had to extend to all
the information contained in a prior art docunent.

(b) Exanple 6 of D1 differed fromthe clainmed dye
conposition only by the type of betaine
(Softazoline CL). Betaines corresponding to those
of the claimed conpositions (Softazoline LPB) were
not only disclosed in other exanples of D1 but
were al so described as preferred surfactants in
t he description. Thus, the disclosure of D1
unanbi guously di scl osed Softazoline LPB as an
alternative to Softazoline CL in the conposition
of Exanple 6. In addition, the exanples in the
original patent application showed that the nature
of the polynmer had no inportance for achieving the
conditioning effects. FromDl it was al so apparent
that the nature of the surfactant did not
i nfluence the conditioning effects. Consequently,
the skilled person was aware that an exchange of
t hese conponents in the exenplified conpositions
was possi bl e.

(c) Exanples 1 and 3 of D3 differed fromthe clained
conpositions only by the absence of a polyner or
copolynmer of a diallyl quaternary amoni um salt.
However, claim 3 of D3 unanbi guously discl osed
that the preferred enbodi ments conprised a m xture
of cationic and betaine surfactants. Furthernore,

1435.D
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t he description disclosed as surfactants hono
pol ymers of dinethyl diallyl amoni um chl ori de.

Therefore, the clained subject-matter was not

novel .

Consi dering inventive step, D3 was the cl osest
prior art. Exanples 1 and 3 related to
conpositions for colouring hair which only | acked
conponent b) of the clainmed conpositions. The

pur pose of this conponent was an inprovenent of
the conditioning effect. The problemto be sol ved
was consequently to inprove the conditioning
effect of the conpositions disclosed in D3. It was
however known from D4 that the addition of

pol yners of diallyl dinmethyl anmoniumchloride to
hai r col ouring conpositions inproved the surface
characteristics of the hair.

Therefore, the subject-matter according to claim1l
of the main request did not involve an inventive

st ep.

The Iimtation of the anmount of betaine in the
clainms of the auxiliary requests did not change

t he assessnent of the inventive activity, as D3

al ready di scl osed anmounts as | ow as 0.1% by wei ght
of betaine surfactants. In addition, none of the
exanples in the patent in suit fell under the
anmended cl ai s, as the anmounts of betaine
exenplified were less than 0.1% by wei ght. Since
there was no restriction in the clains of the
auxiliary requests as to the presence of higher

anounts of anionic surfactants, the anionic
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shanpoos di sclosed in D3 were al so rel evant for
the subject-matter of the auxiliary requests.

Therefore, the subject-matter according to claiml
of the auxiliary requests did not involve an

i nventive step.

It was common practice when assessing inventive
step to define the technical problem objectively
with regard to the closest prior art, and not to
stick to the subjective problemnentioned in the
patent in suit. In this respect the appeal ed
decision was in contradiction to the principles of
the EPO. Hence, the possibility of reinbursenent
of the appeal fee should be exam ned.

The Respondent's argunents can be summari sed as foll ows:

(a)

Exanple 6 of D1 disclosed a specific conposition
conprising nine conponents defined by type and
anount. This represented a conbi nati on of 18
paraneters. To specifically select Softazoline CL
fromthat exanple and to replace it by Softazoline
LPB taken froma different exanple did not form
part of the content of Exanple 6 or of the whole
content of Dl1. A conbination of Exanple 6 with the
description was not novelty destroying, as the
description of Dl provided a generic disclosure of
t he bet ai nes, which according to well established
practice could not be prejudicial to the novelty
of a nore specific disclosure. If the conbination
of the exanples of D1 nmade by the appellant woul d
be novelty destroying, then it should be possible
to claimor "disclain in the patent in suit such



1435.D

(b)

(c)

- 8 - T 0063/ 00

a conbi nation, w thout adding subject-nmatter

ext endi ng beyond the original content of the
application as filed. However, in view of the
practice at the EPO, this would not be adm ssible.

The exanples of D3 were limted to the use of a
single auxiliary surfactant. The skilled person

was not given any specific instruction on how to
choose the m xtures envisaged in claim3 of D3. A
selection fromnmultiple lists was necessary to
arrive at the conbination of conmponents (b) and (c)
of the opposed patent.

The cl ai ned subject matter was thus novel.

As to inventive step, the invention related to dye
conpositions providing conditioning effects to the
hair. Therefore, the clained conpositions conbi ned
the properties of two general types of hair
preparations identified in D5, nanmely hair care
preparations and hair col ouring preparations. The
exanpl es and conparative exanples in the patent in
suit demonstrated that a surprising effect could
be achi eved by conbi ning, even at a | ow
concentration, specific polymers with specific
surfactants. D3 could be chosen as a possible
starting point for the analysis of inventive step,
as in any case the clainmed subject-matter had to
be inventive also when starting fromthat prior
art docunent. Although formulation 1 of D3 only

| acked the presence of a cationic polymer, there
was no suggestion in D3 to nodify fornmulation 1 by
addi ng such a polymer. Fromthe teaching of D3
only the nodification of the betaine could be



1435.D

(d)

-9 - T 0063/ 00

envi saged. In addition, the effects achieved by
such a nodification were not derivable fromthe
teaching of D3. Al though D4 disclosed the

conbi nation of cationic polynmers with betaines,
the polyners were said to be equally effective
what ever the nature of surfactant was. Thus, the
cl ai med conbi nation of specific cationic polyners
with surfactants, and the surprising effect |inked
to it could not be derived from D4.

Therefore, the subject-matter according to claim1l
of the main request involved an inventive step.

The amendnments in claim1 of the auxiliary
requests were only clarifications of the subject-
matter already cl aimed according to the main
request. The exanples in patent in suit were
carried out wth betai ne amounts of 0.1% by wei ght
and were thus in conformty with the requirenents
of claim1l1l of the auxiliary requests. As to
inventive step, there was no teaching in the prior
art for lowering the anbunt of betaine surfactant.
Furthernore, it could not be expected that outside
the | ow amounts specified in the clains no
surprising effect could be achieved. In addition,
D3 di scl osed conpositions with a major part of

ani onic surfactants. This was not envisaged by the
cl ai med conpositions.

The Appel |l ant requested that the decision under appeal

be set aside and that the patent be revoked.

The Respondent requested that the appeal be dism ssed

and the patent be nmmintained as granted, alternatively
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on the basis of the auxiliary request or the second
auxiliary request, both as submitted at the oral

pr oceedi ngs.

Reasons for the Deci sion

1

The appeal is adm ssible.

Mai n request

2.2

1435.D

Novel ty

Exanple 6 of D1 has been cited by the appellant agai nst
the novelty of the clainmed subject-matter. This exanple
di scl oses a hair dye fornulation conprising the
fol |l owi ng conponents:

Mer quat 100
Sof t azol i ne CL
Et hanol

2- benzyl oxyet hanol

Hydr oxyet hyl cel | ul ose
Ammoni um chl ori de
Monoet hanol am ne

2, 5-di am noni tr obenzene
Wt er

It is undisputed that the conposition of that exanple
contains all ingredients required by the clained
conpositions, in particular the polynmer of diallyl

guat ernary anmoni um salt Merquat 100, with the

exception of the specific betaine of the opposed patent.
In fact, the structure of Softazoline CL of that
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conposition contains an imdazoliniumring, which is
not a possible group in fornmulae (1) and (11) of the
bet ai nes according to claim1l of the patent in suit
(for the formula of Softazoline CL, see D1, note 4) on
page 17).

Exanpl e 8 of D1 discloses a hair dye fornul ation
conprising the foll ow ng conponents:

Pol ymer JR-400

Sof tazol i ne LPB

Et hanol

2- benzyl oxyet hanol

Hydr oxyet hyl cel | ul ose

Ammoni um chl ori de

Di et hanol am ne

Aqueous ammoni a

2- am no- 5- b- hydr oxyet hyl - am noni t r obenzene
Wt er

Al t hough the conposition according to Exanple 8 of D1
contains a betaine also envisaged in the conpositions

of the opposed patent, nanely Softazoline LPB, it does
not conprise a polynmer or copolynmer of diallyl

guat ernary anmmoni um salt, but uses a cationized
cellulose wth the denom nati on Pol ymer JR-400 (for the
formula of Softazoline LPB, see D1, note 5) on page 17);
for Polynmer JR-400, see D1, note 1) on page 17).

The Appel |l ant objected to novelty of the clained
conposition arguing that the nature of the betaines had
no influence on the effects achieved by the
conpositions, so that the betaines were interchangeable.
Thus, it was within the disclosure of Dl that
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Sof tazoline LPB of Exanple 8 could be incorporated in
t he conposition of Exanple 6 replacing Softazoline CL.

A prior art docunment is not confined to its exanples
and the whol e di scl osure nust be considered. However,
in the present case, in order to prejudice the novelty
of the claimed conpositions, the exanples would have to
be nodified in a specific way. As a first step one
woul d have to sel ect between the nine conponents of the
conposition of exanple 6, specifically the betaine
surfactant and none of the other conponents and to
replace it. In a second step, a specific betaine nust
be selected fromthe different surfactants envisaged in
D1. There is however no disclosure in DL which would
directly and unanbi guously | ead to these precise

sel ecti ons.

According to the description of D1, different types of
surfactants can be incorporated in the conpositions so
t hat Softazoline CL could be replaced by another
surfactant. However, with regard to the nature of these
surfactants the description only refers to generic
famlies of conmponents, such as cationic surfactants,
anphoteric surfactants, betaine surfactants or anionic
surfactants, which in addition can be used al one or
conbi nation (page 10, lines 20 to 23). Although D1
mentions that betaine-type surfactants, carbobetaine-
type surfactants, sulfobetaine-type surfactants and

am dobet ai ne-type surfactants are preferable, this
preference still covers betaines which are not

envi saged by the formulae (1) and (11) of the clained
conposi tions.
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Therefore, the replacenent of Softazoline CL of
Exanpl e 6, by the specific betaine Softazoline LPB
only disclosed in another exenplified conposition, is
not directly and unanbi guously disclosed in DI1.

For theses reasons, D1 is not prejudicial to the
novelty of the clainmed conpositions.

In the witten proceedi ngs the appell ant had objected
also to the novelty of the clainmed conmpositions with
regard to D3.

It is undisputed that the exanple and the formul ations
1 and 3 of D3 contain the ingredients of the clained
conpositions, in particular a coco am do propyl betaine
surfactant, with the exception of a polyner or
copolymer of diallyl quaternary amoni um salt (page 6,
lines 6 to 15,; pages 7 and 8). The Appel |l ant argued
that, according to claim3 of D3, the auxiliary
surfactant could be a m xture of a cationic and betai ne
surfactant and that honopol ymers of dinethyl diallyl
ammoni um chl ori de were mentioned as suitable cationic
surfactants in the description of D3, so that the
conpositions according to the opposed patent were
anticipated by that prior art docunent.

According to claim3 of D3 the auxiliary surfactant is
a cationic or betaine surfactant, or is a mxture of
such surfactants, which definition thus represents
three alternatives. In order to arrive at a novelty
destroyi ng conposition, the exanple and fornulations 1
and 3 have to be nodified by nmaking sel ections and
conmbi nations within the disclosure of D3. A first

sel ection concerns the choice of a mxture of betaine
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and cationic surfactants, as surfactant. In this
respect D3, |eaves open the possibility of using a
bet ai ne al one, a cationic surfactant alone or a m xture
t hereof (page 2, lines 15 and 16; clains 3 and 4).
Furthernore, as D3 discloses a |longer list of cationic
surfactants, a second selection has to be made within
the different cationic surfactants envisaged in D3
(page 3, lines 18 to 25). Thus, in order to arrive at

t he conbi nati on of betaine and diallyl polyner
according to the patent in suit, a selection within two
lists of alternatives disclosed in D3 has to be made.

Therefore, the clained conpositions are not directly
and unanbi guously di scl osed in D3.

Consequently, the subject-matter of claim1l of the main

request is novel.

| nventive step

In their argunents on inventive step, both parties
considered D3 as an appropriate starting point.

D3 relates to a dye conposition for treating hair,
conprising an anioni c shanpoo base, auxiliary
surfactant, and a direct dye (claim1l).

The auxiliary surfactant is a cationic or betaine
surfactant or is a mxture of such surfactants (page 2,
third paragraph). Preferably, the betaine surfactant is
a cocam do al kyl betaine such as cocam do propyl
bet ai ne (page 3, lines 27 to 28).

The ani oni ¢ shanpoo bases conprise a major proportion
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of an anionic surfactant (primary surfactant) and may
optionally include additional surfactants (secondary
surfactants) which may be anionic, non-ionic, or
cationic to nodify the cleaning, foam ng and

condi tioning properties of the shanpoo base (page 2,
second par agr aph).

Sui tabl e cationic secondary or auxiliary surfactants

i ncl ude pol yet hoxyl at ed quat ernary anmmoni um conpounds,
qguat er ni sed guar gum derivatives, quaternised cellul ose
derivatives, synthetic polyners fornmed by the
condensati on of polyglycols with polyam nes, also

pol yners formed by conbining vinyl pyrrolidone units

wi th di met hyl am ne ethyl nethacrylate units and hono
pol ymers of dinethyl diallyl ammonium chloride (page 3,
lines 18 to 25).

As al ready nentioned above (point 2.4), the exanple and
the formulations 1 and 3 according to D3 contain a
direct nitro dye (2-nitro-p-phenyl ene di am ne al one or
in a mxture with 4-nitro-o-phenyl ene di am ne), the
preferred carbobetai ne type surfactant (cocam do propyl
bet ai ne) and, an organic solvent, i.e. glycerin. The
conpositions according to claiml1 of the patent in suit
differ fromthe exenplified conpositions of D3 only in
that they conprise a polynmer or copolyner of diallyl

guat ernary anmmoni um sal t.

According to D3, the colour intensity of direct dyes
deposi ted from shanpoo- based conpositions can be

i ncreased by the use of auxiliary surfactants, the
auxiliary surfactant facilitating higher deposition of
the dye onto the substrate (page 1, third paragraph).
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Pr obl em and sol uti on

It has been undi sputed that the problemunderlying the
opposed patent with regard to the formul ati ons
disclosed in D3, is to provide a dye conposition which
inmparts to keratinous fibers inproved |ong-Ilasting
conditioning effects, in particular in terns of

snoot hness, feel of conmbing and touch, said effects
bei ng not | ost by shanpooi ng (opposed patent, page 2,
lines 39 to 41).

The exanples in the opposed patent show that this
problemis effectively solved by the dye conpositions
according to claiml (Exanples 1 and 2 in table 1-1 on
page 7; table 1-2 on page 8; Exanples 3 and 4, pages 8
and 9). This has not been contested by the Appellant.

Obvi ousness

It remains to be deci ded whet her the clained subject-
matter is obvious with regard to the docunents on file.

According to the patent in suit the |ong-1lasting
conditioning effects are achieved by the presence in

t he cl ai med conpositions of a conbination of a specific
bet ai ne-type surfactant and a pol yner or copol yner of
di al Iyl quaternary ammoni um salt, both conponents

form ng a conplex which is dissolved in the organic

sol vent and deposits on the hair when the hair is
rinsed (page 2, lines 42 to 44; page 5, lines 46 and
47) .

According to D3 cationic surfactants can be added to
the forrmulations in order to nodify the conditioning
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properties (page 2, second paragraph). Anong the
cationic surfactants envisaged in D3, hono pol ynmers of
di met hyl diallyl anmmonium chloride are specifically
cited (page 3, lines 18 to 25). Thus, the skilled
person is already taught by D3, that conditioning
properties of the dye fornul ati ons can be inproved by
the addition of cationic polymers including those as
specified in the opposed patent.

According to D4, which relates, as does the opposed
patent, to hair dying conmpositions, and nentions that
the surface characteristics of the hair can be nodified
and its conditioning inproved by applying a conposition
cont ai ni ng water sol ubl e pol yners containing secondary,
tertiary or quaternary amoni um groups (colum 2,

lines 30 to 35). Anobng the polyners envisaged in D4 for
t hat purpose, a polyner of diallyl dinethyl anmoni um
salt is particularly preferred, and present in a
majority of the exenplified conpositions (colum 7,
lines 14 to 18, Exanples 1, 2, 5 to 18)). In addition,
D4 explicitly indicates that the conditioning effects
produced by incorporating these polyners in hair
treating conpositions is remarkably durable, persisting
in many cases through successive washings, even in the
case of hair colouring conpositions which contain soap
or a detergent (colum 3, lines 3 to 17). According to
Exanpl e 1, the inprovenent of the conditioning effects
was still apparent after four weeks and several

i nterveni ng shanpoos (colum 7, lines 48 to 53).
Therefore, the skilled person can derive fromthe
teaching of D4, that polymers of diallyl quaternary
ammoni um salts not only inprove the conditioning
effects but in addition inpart a long-lasting effect.



3.3.2

3.3.3

1435.D

- 18 - T 0063/ 00

The Respondent argued that, as shown by the exanpl es
and conparative exanples in the opposed patent, only

t he specific conbination of a betaine and a pol yner of
diallyl quaternary amonium salt could inpart the |ong-
| asting conditioning effects and this specific

conbi nation could not be deduced from D3.

Whereas D3 gives in relation to the surfactants

nodi fying the conditioning properties several
alternatives, the fornmulations 1 and 3 already contain
the required betaine surfactant. Therefore, one of the
two el ements of the clained conbination necessary to
provide the long lasting conditioning effect is already
present in the closest prior art conmposition. Since D4
gives a clear incentive to the skilled person to use
particularly polyners of diallyl quaternary amoni um
salts for inparting |long-lasting conditioning effects,
the use of the specific polynmers of diallyl quaternary
amoni um salts nmentioned in D3 in relation with

conditioning effects, is an obvi ous choice.

The Respondent's argunent that D3 concerned primarily
the problemof facilitating a higher deposition of dye
onto the hair (page 1, second paragraph), but did not
refer explicitly to long-lasting conditioning effects

i S not convincing.

D3, as the opposed patent, relates to dying

conpositions and al so addresses conditioning effects,
even if the achievenment of such effects is not the main
pur pose addressed in that docunent (page 2, second

par agr aph). However, when the skilled person is
confronted with the inprovenment of conditioning effects,
he gets an incentive fromthe teaching of D3, which is
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strongly confirmed by D4, to add a polyner of a diallyl
guat ernary ammonium salt to the fornulation, even if
that fornul ation additionally enhances the dye
deposition. Thus, the skilled person necessarily
arrives at the conbination according to the opposed

pat ent, which conbination inherently provides the |ong-
| asting conditioning effects.

It can therefore be concluded that the solution
proposed by the opposed patent for inparting |ong-

| asting conditioning effects to dying conmpositions is
obvious to the skilled person fromthe teaching of D3
in conmbination wth D4.

Thus, the subject-matter of claim1l of the main request

does not involve an inventive step.

First auxiliary request

4.2

1435.D

Claim1l1l of the first auxiliary request differs from
claiml1l of the main request only by the fact that the
anount of the betaine-type surfactant in the
conpositionis 0.1 to 0.5%

The Respondent argued that this additional
characteristic introduced a further distinction in the
cl ai med conpositions fromthe formulations 1 and 3 of
D3 where the amount of betaine was 4.0% In addition,

t he opposed patent nentioned that outside the range
introduced in the claimthe surprising effects could
not be obt ai ned.

Wer eas the conclusion of the Respondent with respect
to the fornulations exenplified in D3 can be foll owed,



Second

5.2

Furt her
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t he general disclosure of D3 neverthel ess al so

envi sages anmounts of betaines as |ow as 0.1% ( page 4,
line 27; claim4). Thus, the anount of betaine
introduced in claiml of the first auxiliary request
does not introduce a further distinction over the

di scl osure of D3 and D4, so that the subject-matter of
this claimlacks inventive step for the sane reasons as
the main request (point 3).

auxi liary request

When conpared to claim 1 of the first auxiliary request,
claim1 of the second auxiliary request only recites
optional features of the dye conmpositions, nanely
optional further conponents and the optional

possibility of using the organic solvent as a m xture
with water.

This addition of optional features does not introduce
any further distinction fromthe disclosure of D3 and
D4. In particular, it does not exclude fromthe clai ned
subj ect-matter, shanpoo based conpositions with a mjor
part of anionic surfactants as di sclosed in D3.

Consequently, the subject-matter of that request | acks
inventive step for the sane reasons as the main request
(point 3).

auxi liary request

During the oral proceedings, at the end of the
di scussi on on the second auxiliary request, the
Respondent offered to introduce a further auxiliary
request in which, in claiml of the second auxiliary



1435.D

- 21 - T 0063/ 00

request, the word "conprising"” was replaced by
"consisting essentially of".

The nodification proposed woul d have nodified
substantially the nature of the debate on inventive
step, in conparison with the subm ssions of the parties
during the first instance proceedi ngs and before the
Board. Furthernore, this new request was proposed at a
very late stage of the proceedings, in fact just before
t he Chairman of the Board intended to close the debate
al t hough the parties had been invited in the

communi cati on acconpanyi ng the summons to the oral
proceedi ngs that any further subm ssions should be
filed no later than one nonth before the oral

proceedi ngs. In addition, the request was not presented
in response to new facts or to a new |ine of
argunent ati on agai nst the patentability of the clained
subject-matter. For these reasons the presentation of
this further request amounts to an abuse of the
procedure and therefore, the further request was not
admtted (Case Law of the Boards of Appeal of the EPQ
4" Edition 2001, VII, D.14.1).

Wth respect to the reinbursement of the appeal fee,
the Appellant's argunents refer to an all eged error of
j udgenent by the departnent of first instance, nanely
when defining the technical problemto be sol ved.

According to the well established case lawin this
respect, an error of judgnent on a substantive issue
does not constitute a substantial procedural violation
(Case Law, supra, VII.D.15.4.5). Therefore, the
precondition for the reinbursenent of the appeal fee,
as set out in Rule 67 EPC, is not fulfilled.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
C. Ei ckhoff R Teschenmacher
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