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Summary of Facts and Subm ssi ons

2896.D

Thi s appeal is against the decision of the Exam ning
Division dated 11 Cctober 1999 to refuse the request of
t he appellant for correction of errors under Rule 89
EPC in the decision of 22 Cctober 1998.

The appellant filed on 15 July 1992 an International
application for a "Menory Managenent Method". The
Exam ning Division decided to grant a patent on the
basis of the follow ng:

"description, pages 1 to 40, as originally filed;
claims no. 5to 9 as received on 25. 04. 94 with letter
of 19. 04. 94; drawi ngs, sheets 1/17 to 17/17 as
originally filed", the decision being witten down and
signed in the respective internal EPO fornms, nanely in
Form 2053. 3. This nmeans that the Exam ning D vision
decided to grant the patent w thout pages 41 to 44 of
the description as filed; the pages were omtted due to
lack of unity of invention.

According to the granting procedure, the EPO sent a
"Conmuni cati on under Rule 51(4) EPC' dated 4 February
1998 (EPO Form 2004 01.96) to the representative of the
appellant in order to informhimthat it was intended
to grant the patent on the basis of "the above
application with the text and the draw ngs as indicated
below. ....... Description, page(s) 1 to 44 as
published ........ ". Thus, the text of the

comuni cation did not take into account the intention
of the Exam ning Division to omt pages 41 to 44 of the
description. Contrary to that, the encl osed docunents
contained only pages 1 to 40 of the description.
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Wth letter dated 28 May 1998, the appellant referred
to the comunication under Rule 51(4) and stated his
approval to "the text notified".

EPO Form 2006 01.95 entitled "Decision to grant a

Eur opean Patent pursuant to Article 97(2) EPO' was

i ssued on 22 October 1998. According to the decision of
t he Exam ning Division, the patent specification did
not contain pages 41 to 44.

When transl ating the patent specification into Gernan,
the representative of the appellant noticed that

pages 41 to 44 were mssing in the description. Being
convinced that this was due to an error commtted by
the EPO, he requested the issuance of a corrected

pat ent specification which was refused by the contested
deci si on.

The Exam ning Division held that there was no obvi ous
error that can be corrected under Rule 89 EPC as the
text given for grant corresponds to the real intention
of the Exam ning Division. The request to the applicant
to give his approval for the docunents listed in the
sai d comuni cation under Rule 51(4) did not free the
applicant fromthe obligation to check the
correspondence between the |ist of docunents and the
encl osed copies. Whereas the list of copies in the
conmuni cation was not correct, the copies were correct.
Thus, the request for a reprint of the patent
specification including the subject - matter of

pages 41 to 44 could not be all owed.

The argunents of the appellant can be summari zed as
fol | ows:
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The Exam ning Division was wong in deciding to refuse
a correction of the patent specification under Rule 89
EPC as it was not the appellants intention to apply for
correction of obvious m stakes. Al he requested was a
re - print of the patent specification to bring the
specification in line with that what was granted, ie

t he patent including pages 41 to 44.

According to the appellant, the patent was granted

i ncluding these pages. Although it had been the
internal intention of the Examining Division to omt

t he pages, the decision to grant, docunented by EPO
Form 2006, did not exclude it. The decision to grant
cannot be seen fromthe internal form 2053.3, because
this formand its contents are not made public. The
actual decision can only be seen from docunents which
are intended for the use of the applicant or for the
public. Thus, the relevant documents were the docunents
i ssued by the O fice, ie the conmmunication under

Rul e 51(4) EPC and the "Decision to grant a Patent”
dated 22 COctober 1998, whereas the internal intention
of the Exam ning Division was w t hout any relevance. As
none of the relevant docunents announced the om ssion
of the pages, they were not excluded by the decision to
grant.

As far as the comuni cation under Rule 51(4) EPCis
concerned, the relevant content of this conmmunication
is only the text witten on form 2004, but not the
encl osed docunents.

These docunents are only for information w thout
formng a part of the comrunication itself. The
appel lant could therefore rely on the text of the
conmuni cation even though there was a discrepancy



2896.D

- 4 - T 0055/ 00

between this text and the docunents encl osed.

Acts and decisions of the EPOin a granting procedure
can only affect the applicant if he knows of them which
he cannot if they are only recorded in internal
docunents of the office. Thus, the objective contents
of a communi cation can only be determ ned by what is
made known to the applicant.

That point, as well as the question of the rel evant
contents of a conmunication being inportant points of
| aw, they should be referred to the Enl arged Board of

Appeal .

The case as a whol e should be referred to the Legal
Board, because the contested decision does not concern
the refusal of a European patent Application or the
grant of a European patent.

As the Exam ning Division nmade the contested decision
on the basis of the contents of an internal form they
commtted a substantial procedural violation. Thus, the
appeal fee should be reinbursed.

The appeal procedure should be continued in German as
the appeal is not about the drafting of a patent but
about a | egal question.

The representative of the appellant requested in
witing that the decision under appeal be set aside and
to establish that the European Patent Ofice has to
reprint the patent specification including the subject-
matter of pages 41 to 44 and, as a further request,

rei nbursenent of the appel fee, and, as an auxiliary
request, reference of this case to the Enl arged Board.
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Reasons for the Decision

1

2896.D

The appeal is adm ssible.

The Board is conpetent to decide the present case.
According to Article 21(3)(a) EPC, the Board of Appeal
shal | consist for appeals froma decision of the

Exam ning Division of technically and legally qualified
menbers, when the decision concerns the refusal of a
Eur opean patent application or the grant of a European
patent (Technical Board of Appeal).

In all other cases, the Board of Appeal shall consi st
of three legally qualified nenbers (Article 21(3)(c),
Legal Board of Appeal). The matter in dispute in this
case is whether the specification has to contain

pages 41 to 44 or not. If the pages have to be omtted
because of lack of unity of invention as it was held by
the Exam ning Division, it cannot be allowable to
publish them The main issue of this case is the scope
of the granted patent. This question has to be decided
by the Exam ning Division which is also conpetent for
the correction of obvious errors in the patent
specification. (See G 8/95, QJ 1996, 481, reasons 3.4
and 4). As a consequence, an appeal against these

deci sions of the Exam ning Division has to be dealt
with by a Technical Board of Appeal which is in this
case, according to the business distribution schene,

t he Techni cal Board 3.5.1.

The Exam ning Division shall grant a European patent,
if the application and the invention neet the

requi renents of the EPC (Article 97(2)). This was,
according to the view of the Exam ning Division, for
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this application only the case if pages 41 to 44 were
omtted. This decision is clearly docunented in the
file as it is recorded on the (internal) form 2035.3
and duly signed by the nenbers of the division. The
deci sion of the Exam ning Division to grant the patent
wi t hout these pages remai ned unchanged until the fornma
act of granting and was therefore the basis of the
grant. The fact that this decision was - in part -
erroneously conmuni cated to the applicant did not
change the initial decision, nor was it changed before
or by the issue of form 2006 entitled "Decision to
grant". If a decision or an act is wongly conmuni cated
or conmuni cated in a wong context, the decision or act
itself is not affected by the error which caused the
wrong conmuni cation. OQtherwi se, to nention an extrene
case, the refusal of an application could be overturned
into a grant of a patent because of the nmere reason
that a wong comruni cati on was sent out.

Al t hough a wong conmuni cati on or publication cannot
change or anend a decision, the fact that a decision
appears in a comunication to be different fromthe
decision as it actually stands could be rel evant at

| east in certain cases. Applicants as well as the
public can normally rely on the correctness of what is
i ssued or published by the office, unless the contents
or the circunstances indicate that a conmunication is
not correct.

The applicant received with the conmuni cation dated

4 February 1998 a witten text on EPO Form 2004 and a
conpl ete set of the relevant docunents. He was thus

gi ven the opportunity to check the docunents as a
conpl ete set. Because the EPC does not provide for any
possibility to anend or revoke a patent once granted -
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except as a result of an opposition procedure - and
because the patent proprietor is not allowed to file a
noti ce of opposition against his own patent, this check
is very inportant.

This is why the EPO conplies with the requirenents of
Rul e 51(4) EPC not only in comunicating the text on
form 2004 but also in enclosing a conplete set of the
rel evant docunments. The text on form 2004 i ndicates
explicitly that "a copy of the relevant docunments is
encl osed". Having regard to the inportance of the check
of the docunents, it cannot be said that the only

rel evant part of the conmunication under Rule 51(4) EPC
is the text witten on form 2004. The encl osed
docunents also forma relevant part of the

comuni cation. Only when checking these docunents the
applicant is able to discover m stakes within the text
of the docunents. It is therefore not sufficient to
check only whether the docunents encl osed are the
docunents follow ng references in the conmuni cation

but to check also the contents of the rel evant
docunents. If the applicant had checked the encl osed
rel evant docunents intended for grant thoroughly, he
woul d have remarked that the four pages of the
description were mssing. In his response to the
communi cation, he could then have proposed to anend the
description accordingly (Rule 51(5) EPC

As the applicant indicated his approval of the text
notified, the grant procedure continued and the patent
was granted. As the fact that the decision was wongly
comuni cat ed did not change the decision and as the
applicant could not rely on the correctness of the part
of the conmmunication indicating that the description
woul d contain "pages 1 to 44 as filed", there is no
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| egal basis for the requested re - printing of the
pat ent .

A correction under Rule 89 EPC is not possible either,
because the om ssion of the pages was due to the

di scretion of the Exam ning Division and not to any
error.

Under Article 112(1) EPC, the Boards of Appeal shal
refer a case to the Enlarged Board of Appeal if it
appears necessary for ensuring uniform application of
the law or if an inportant point of |law arises. It is
not necessary to refer questions to the Enl arged Board
if they can be resolved by the Board of Appeal itself

wi t hout any doubt (see J 5/81 (QJ 1982, 155) or if they
are not relevant for the decision in the specific case
(see eg J 7/90 (QJ 1993, 133). The question, whether
the contents of a communication of the EPO can al so be
seen frominternal docunents of the office, is not

rel evant for the solution of this case because the

deci sion was comuni cated, even if the comrunication
was partly wong. The sane applies to the question

whet her a deci sion under Article 97(2) EPC can be based
on internal docunments which are unknown to the
applicant. Thus, the case can be sol ved w thout
answering these questions. The question whether in the
case of a comunication under Article 51(4) EPC the
docunents encl osed forma part of the conmuni cation
(yes) is a sinple question of |aw which can be answered
by the Board itself. Apart fromthese points nentioned
by the applicant, the Board does not see any ot her
poi nt which m ght have required referral to the
Enl ar ged Boar d.

Wth a viewto the request of the applicant to continue
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with the proceedings in German, it has to be noticed
that the | anguage of the proceedings is the |anguage of
the application or that of the translation if the
application was not filed in an official |anguage of

t he EPO The | anguage of the proceedi ngs remains
unchanged regardl ess whether the case is about the
drafting of an application or a |egal point

(Article 14(1) and (3) EPC). The applicant and/or his
representative are, within the limts set by the
Convention or the Regulations, free to use a | anguage
different fromthe |anguage of the proceedi ngs, as the
representative of the applicant did in the present
case.

9. In view of Rule 67 EPC, the reinbursenent of the appeal
fee as requested by the applicant is not justified.
Rei mbur senent under Rule 67 EPC is only possible if, as
the first requirenent of this rule states, the appeal
is successful.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Ki ehl P. K J. van den Berg

2896.D



