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Summary of facts and subm ssi ons

0160. D

This is an appeal by the proprietor fromthe
interlocutory decision of the opposition division
proposi ng to mai ntai n European patent No. 467 667 in
anmended form apparently in accordance with the
proprietor's main request then on file.

In a response dated 3 August 2000 to the statenment of
grounds of appeal the respondent opponent contested the
adm ssibility of the appeal on the grounds that the
appel  ant was not adversely affected within the neaning
of Article 107 EPC since the decision under appeal was
not inconsistent with what the proprietor had
specifically requested in his main request as recorded
in the decision under appeal and the mnutes of the
oral proceedi ngs before the opposition division.

By fax dated 29 August 2000 the board signalled its
intention to hold oral proceedings to decide on the
issue of adm ssibility of the appeal as a prelimnary
poi nt and subsequently by letter dated 15 Septenber
2000 summoned the parties to oral proceedings on

19 Decenber 2000. The sunmpns was acconpani ed by a
communi cation pointing out that, having regard to
points 7 and 23 of the m nutes of the oral proceedings
before the opposition division on 23 Septenber 1999 and
the text of the decision announced at the close of

t hose oral proceedings as recorded in the mnutes on
EPO Form 2309. 2, it appeared fromthe file that the
deci si on under appeal granted the proprietor's main
request. This would nean that the proprietor was not
adversely affected by the decision within the nmeani ng
of Article 107 EPC, as interpreted by the EPO Boards of
Appeal , eg in decision J 12/85 (QJ EPO 1986, 155), it
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being considered - as in T 506/91 - that the reasoning
under point 3 of the reasons for the decision in

J 12/ 85 applied also to the case in which an
interlocutory decision in opposition proceedings to the
effect that, account being taken of the anmendnents nade
by the proprietor during the opposition proceedings,
the patent and the invention to which it relates are
found to neet the requirenments of the EPC, is
consistent wth what the proprietor has requested in
its main request.

By letter dated 15 Septenber 2000, the appell ant
submtted a request under Rule 89 EPC that point 23 of
the m nutes of the oral proceedings held on

23 Septenber 1999 be anmended (as part of the decision
under appeal) to read as foll ows:

"I'n accordance with a request fromthe opposition

di vision the proprietor agreed to drop the main request
and the auxiliary requests 1 to 3 on the condition that
the right to Appeal in respect of the subject matter

t hereof was not jeopardised and it was therefore agreed
to proceed with a request for maintenance of the patent
in amended formwith clains 1 to 6 and description
page 2 as just filed. He furthernore retained three
auxiliary requests for maintenance of the patent as
anmended by the clainms previously referred to as
auxiliary requests 5, 6, and 7 (auxiliary requests 111,
V, and VIl of 23.08.1999)."

This request was addressed to EPO Directorate Ceneral 2
but was routed internally to Board of Appeal 3.5.2 as

t he departnent then seized of the case.

In a further conmmuni cati on the board i nfornmed the
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parties that, despite the board not having direct
jurisdiction in relation to the request for correction
under Rule 89 EPC, the oral proceedi ngs woul d proceed
as arranged, since it would be possible to proceed
maki ng the assunption in favour of the appellant that
par agraph 23 of the mnutes had been anmended as
requested by the appellant in his letter dated

15 Sept enber 2000.

The appellant proprietor's argunents can be summari sed
as foll ows:

(i) Mnutes

The m nutes of the oral proceedings before the

opposi tion division on 23 Septenber 1999 were
incomplete. In fact the opposition division had stated
towards the end of the oral proceedings that auxiliary
request 4 would be allowabl e provided that higher
ranki ng requests were wthdrawmn. In this situation the
proprietor had accepted the opposition division's
offer, while reserving the right of appeal, in order to
avoi d revocation of the patent.

The fact that the file showed a request signed and

dat ed 23 Septenber 1999 by the proprietor's
representative (the previous designation of the request
as "Auxiliary request 4" having been crossed out)
nerely reflected the latter's acceptance of the
opposition division's offer. It was not intended to
constitute an unconditional w thdrawal of the higher
ranki ng requests and should not be so interpreted.

(ii) Substantial procedural violation
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Maki ng the grant of a request conditional on the

wi t hdrawal of all higher ranking requests constituted a
first substantial procedural violation on the part of

t he opposition division and assuring the proprietor
that such withdrawal would not prejudice the right to
appeal constituted a second. In view of these
fundanment al deficiencies the decision under appeal was
voi dabl e by the board.

(iii) Conditional w thdrawal

There was no basis, neither in the EPC nor in the
jurisprudence and practice of the EPO, for refusing to
recogni se the right of a party to make a conditi onal

wi t hdrawal of a request, ie a withdrawal w thout
prejudice to the right of appeal. Many conditi onal
actions were sanctioned by the EPC, eg paynent of
search fees without prejudice to the right to chall enge
a finding of lack of unity, or by EPO jurisprudence and
practice, such as the making of a conditional request
for oral proceedings.

(iv) Adversely affected - Article 107 EPC

I n those decisions of the EPO Boards of Appeal where it
had been decided that a party was not adversely
affected within the neaning of Article 107 EPC when his
| ast main request had been granted by the decision
under appeal, there had invariably been an explicit and
uncondi tional w thdrawal of previous higher ranking
requests by the party concerned; cf decisions T 155/ 88,
T 528/93, T 840/93, T 562/94, T 373/96 and T 386/98. In
t he instant case there had been no explicit and

uncondi tional w thdrawal of the higher ranking requests
by the proprietor. Accordingly he was adversely
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af fected and his appeal was adm ssi bl e.

The decision J 12/85 could not properly be applied to a
deci sion of the opposition division nmaintaining a
patent in anmended formso as to conclude that a patent
proprietor was deened not to be adversely affected by

t he decision and thereby barred fromfiling an appeal
agai nst the refusal of the opposition division to

mai ntain the patent as granted. The sinple fact that
there was a reduction in scope between the clains as
granted and the clains of the anended version accepted
by the opposition division nust by definition nmean that
the patent proprietor had been adversely affected by
the decision. An attenpt to deprive the proprietor of a
ri ght of appeal against such inherent |oss (reduction)
of rights was contrary to natural justice and the
judicial review requirenents of TRIPS. It was a matter
appropriate for review by the European Court of

Justi ce.

For the above reasons decision T 506/91 was incorrect
insofar as it concluded that the reasoni ng under
point 3 of J 12/85 also applied to the decision of an
opposition division to maintain a patent in anended
form

Furthernore it was readily apparent fromthe
substantive argunents in the statenent of grounds of
appeal that the proprietor was entitled to a scope of
protection broader than that given by the clains as
mai nt ai ned by the opposition division.

(v) Scope of the decision under appeal

The right to have an appeal exam ned by the EPO Boards
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of Appeal established by Article 106 EPC in conjunction
with Article 21(1) EPC applied al so to deci sions nade
in the course of the proceedings. In particular, there
was a right of appeal against the decision of the
opposition division recorded at point 7 of the m nutes
that the then current main request and auxiliary
requests 1 to 3 could not be allowed. These were
appeal abl e deci si ons under the EPC even if they were
not part of the formal interlocutory decision. There
was no provision in the EPC for the practice foll owed
inrelation to interlocutory decisions; cf Case Law of
t he Boards of Appeal of the EPO 3rd Edition 1998,

VIl C 12.2 (pages 447 to 449 of the English |anguage
version).

The respondent opponent argued essentially as foll ows:

The m nutes were an accurate record of the oral

proceedi ngs. The appellant’'s account of what transpired
in the oral proceedings before the opposition division
was not in accord with the respondent's clear
recol l ection of the events. The oral proceedi ngs had
been conducted by the opposition division in a

conpl etely normal and proper fashion and the course of
t he proceedings was reflected in a clear and

consci entious manner in the mnutes and in the decision
under appeal, including the annexed requests. As
recorded at point 7 of the mnutes, the opposition
division had indicated after deliberation that the then
current main request and auxiliary requests 1 to 3
woul d, if maintained, fall to be refused. Follow ng
further subm ssions and argunents, the opposition

di vision had, in standard fashion, inmmediately prior to
the final deliberation asked the parties for their

final formal requests. At no tine was there any
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suggestion or offer on the part of the opposition
division that auxiliary request 4 would be granted on
condition that the higher ranking requests be

wi t hdrawn. Further the appellant's contention that the
maki ng of such offers was a w despread (mal)practice in
proceedi ngs before the opposition division was not
borne out by the respondent's experience.

The appel l ant's subm ssions on the correct
interpretation of "adversely affected” in Article 107
EPC were wong in law. This matter was governed by
three sinple but fundanmental principles of procedural

| aw:

(1) The parties were responsible for their own
requests.

(i) The requests determned the |legally possible

limts of the deci sion.

(iii) The requests and deci sion together determ ned
the legally possible limts of the adm ssibility
of the appeal.

The appellant's contention that a party could nmake a
conditional w thdrawal of a request was a | egal
absurdity, because it would break this essenti al
determnistic |ink between the request underlying the
decision and the adm ssibility of the appeal.

It was unconsci onabl e that the opponent should be put
to the trouble and expense of attending oral
proceedi ngs in response to an appeal which was so
clearly inadm ssible.
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The appel | ant proprietor requested that the appeal be
decl ared adm ssi ble and that no apportionnent of costs
be ordered in favour of the respondent.

The respondent opponent requested that the appeal be
rejected as i nadm ssible and that the costs incurred by
the attendance at the oral proceedi ngs be awarded.

Reasons for the decision

1

1.2

0160. D

Al | eged substantial procedural violations

Unamended m nut es

It is undisputed that if the m nutes are accurate and
conplete as they stand there is no basis for concl uding
that a substantial procedural violation occurred.

|f the m nutes were anended

Since the board has no power to anmend the mnutes it

wi |l rmake the assunption in the appellant's favour,
purely arguendo and wi thout prejudice to any deci sion
by the opposition division, that the mnutes have been
anmended as requested (point |V above). In the judgenent
of the board, the m nutes thus anended woul d not show
that a substantial procedural violation occurred. It is
conpletely in order for an opposition division to
indicate, at the end of the oral debate, what it is
mnded to do in relation to a set of requests and to
ask the party concerned to consider whether, in the
light of such indication, they wish to maintain al
requests. Furthernore the opposition division is
entitled to assune that a professional representative
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appreci ates the | egal consequences of wthdrawi ng a
request. If it appears to the opposition division that
a party has a m staken view of these consequences the
di vi si on should, of course, try to enlighten that
party, but it cannot be considered a substanti al
procedural violation if the division either fails to
detect such a mistaken view or, having detected it,
fails in the attenpt at enlightenment. In the present
case the final request filed by the proprietor was not
acconpani ed by any indication, eg a "w thout prejudice"
mar ki ng whi ch woul d have al erted the opposition

di vision to a possible m sunderstandi ng. The requested
amendnent to the mnutes, together with the view of the
| aw argued for by the appellant in his subm ssions to
the board, is consistent with the latter having nade a
ment al reservation, possibly acconpanied by a

unil ateral declaration of his view that his w thdrawal
of the requests was conditional and w thout prejudice
to his right to appeal. Gven that the appell ant
continues on appeal to maintain this view about
conditional wthdrawal, the board judges it unlikely

t hat the opposition division wiuld have been able to do
nore than agree to differ on the law and, for its part,
to treat the requests concerned as sinply w thdrawn
both for the purposes of the m nutes and of the
deci si on.

Furt her allegation

In a letter dated 17 Novenber 2000 and, nore fully, in
t he oral proceedings before the board on 19 Decenber
2000 the appellant presented a different version of the
action of the opposition division at the oral
proceedi ngs on 23 Septenber 1999 according to which the
opposition division indicated that auxiliary request 4
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woul d be granted if and only if it were pronpoted to
mai n request. This would have constituted a substanti al
procedural violation, since it would have deprived the
proprietor of his right under Article 113(2) EPC to
submt or agree the text of the patent to be considered
and deci ded upon, this provision having been
interpreted by the EPO Boards of Appeal as including
the right to present a plurality of texts by way of
mai n and auxiliary requests.

Here the board faces the evidential problemreferred to
in decision T 155/88 of 14 July 1989. In that case,

whi ch al so invol ved an al |l egati on of inproper pressure
by the opposition division to pronote an auxiliary
request to main request, the board observed at

point 2.1 of the reasons that it was unable to nmake a
finding as to what actually happened at the oral
proceedi ngs before the opposition division. The board

t hen apparently gave weight to the appell ant
proprietor's delay in reacting to the alleged om ssion
fromthe mnutes - he referred to it for the first time
in the statenent of grounds of appeal sone four and a
hal f nonths after receipt of the mnutes - in deciding
not to accept the appellant's version of events.

In the present case, not only does the significantly
greater delay count against the appellant, but, even
nore, the change in the nature of the allegation over
time. The allegation that the opposition division had
insisted that an allowable auxiliary request could only
be accepted if it were made the main request was nmade
for the first time in the appellant's letter dated

17 Novenber 2000, fourteen nonths after the oral
proceedi ngs concerned. The appellant's explanation for
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the delay was that he did not anticipate that the board
would - wongly, as he still maintains - viewthe
appeal as likely to be rejected as inadm ssible by
virtue of the appellant not being adversely affected.
Apart fromthe doubt as to whether a mistake in |aw can
be regarded as a mitigating circunstance, the board
notes that although the opponent's response dated

3 August 2000 raised the issue of adm ssibility under
Article 107 EPC, and the board signalled by fax dated
29 August that this would be the sol e subject of oral
proceedi ngs, nevertheless the appellant's foll ow up
letter of 15 Septenber 2000, addressed to EPO

DX, requesting anmendnment of the m nutes did not go
beyond stating that the opposition division requested
the proprietor to drop the main request and auxiliary
requests 1 to 3. There was no allegation at that stage
t hat the opposition division had exerted i nproper
pressure by suggesting that non-conpliance with its
request would result in revocation of the patent, and
there was no reference to a substantial procedural

vi ol ati on.

From answers to questions put by the board in the oral
proceedi ngs on 19 Decenber 2000 it transpired that,
because of the (in the board's judgenent, m staken)
view taken by the appellant of the |legal effect of a
mai n request being granted, he believed that, on
account of the protection against reformati o in peius,
he would be in a better position as a sol e appellant
with a patent in amended formthan with a revoked
patent. Since he saw no advantage in retaining higher
order requests which would be refused, the 'half | oaf’
of auxiliary request 4 with potential reformatio in
peius protection was preferable to the 'no bread of
revocation w thout such protection. So long as his view
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of the | aw was upheld he had no conpl aint about the
procedure adopted by the opposition division. It was
only when it becane clear that the board was unlikely
to uphold this view of the law, that, in retrospect, he
felt aggrieved by the process whereby he had been

i nduced to pronote auxiliary request 4 to nmain request
and canme to see it as a substantial procedural

vi ol ati on.

As noted at point 1.2 above, it is entirely appropriate
for an opposition division to invite the parties to
revise their requests in the light of the debate and in
particular in view of any provisional opinions
expressed by the division about the allowability of any
requests. The opposition division is obliged to explain
in good faith what its invitation nmeans but it cannot,
inthe limt, be responsible for an experienced
representative's msinterpretation, especially not for
his view of the | aw.

On the evidence before it, essentially the sequence of
events, the internal consistency and plausibility of

t he accounts given by the parties and the file itself,
i ncludi ng the decision under appeal and the m nutes,

t he board judges that the appellant has not

convi ncingly substantiated his allegation that the
opposition division insisted on withdrawal of the main
request and auxiliary requests 1 to 3 as a condition
for the grant of auxiliary request 4.

The appellant's allegation that the opposition division
commtted a second substantial procedural violation in
all egedly assuring the proprietor that his right of
appeal would not be affected is difficult to reconcile
with the appellant's consistently mai ntained view that
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he hinself nmade his withdrawal conditional and that he
was indeed entitled to appeal. It is also difficult to
reconcile with the appellant's statenent, in answer to
a question fromthe board at the oral proceedings, that
he was not m sled by the opposition division, that he
clearly understood the | egal position. The board is
accordingly not persuaded that there is any substance
to this second allegation of a substantial procedural
violation. In particular the board cannot subscribe to
the notion that objectively a substantial procedural

vi ol ati on occurred because the opposition division
failed to dissuade the proprietor fromadhering to a
m st aken vi ew about the legal possibility of a
conditional withdrawal wi thout prejudice to a right of
appeal .

Condi ti onal w t hdr awal

It is true that some conditional acts are recognised in
t he practice of the EPO the commobnest exanpl e being an
auxi liary request which has effect only if the
condition that the main request is refused is nmet. The
auxi liary request for oral proceedings cited by the
appel lant falls under this heading. It is equally true,
however, that many acts are not susceptible of being
made subject to conditions. In particular, the
appellant's notion of conditional wthdrawal of a

hi gher ranking request is not only not part of the
practice of the EPO but would conflict with sone
fundanmental principles of |egal decision-making. It
amounts to reserving a right of appeal even if the
valid main request is granted, which neans, in effect,
regardl ess of the first instance decision. Such a
notion is conceivable within a re-exam nation procedure
but not within an appeal procedure as in the EPC which
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only admts appeal s agai nst adverse deci sions.

Adversely affected - Article 107 EPC

Consistently with his view that a conditional

wi t hdrawal of a higher ranking request is legally
possi bl e, the appellant contests the board's
interpretation of the meaning of "adversely affected”
in Article 107 EPC, in particular, its application of
decisions J 12/85 and T 506/91. The key contention of

t he appellant, nanely that adverse effect should not be
judged relative to the main request but should be given
a wde interpretation extending to the di m nution of
scope relative to the granted patent, is, however, not
supported by any of the decisions cited by the
appellant. In this connection it is inportant to

di stingui sh between the issue of claimbroadening on
appeal, which a board of appeal has discretion to
permt, subject to the requirenments of Article 123(3)
EPC, and an appeal by a party whose main request has
been granted, which a board of appeal, according to the
est abl i shed jurisprudence of the EPO Boards of Appeal
absent a substantial procedural violation, has no

di scretion to admt.
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The board does not agree with the appellant's
contention that the ratio of the "not adversely
affected" cases allows the possibility of a different
decision if the withdrawal of higher ranking requests
is recognised as being conditional. The significance of
requests is reviewed and explained fully in decision

T 506/91 at point 2.3 of the reasons and, in the

j udgenent of the present board, the inplication of that
exposition is that, precisely because of its
significance for appealability, a party nust nake at

| east one request - the main request - which is clear,
certain and unconditional .

Scope of the decision

The board is not persuaded by the appellant's argunent
that the opinions expressed by the opposition division
in the course of the proceedings relating to higher
ranki ng requests which were subsequently w thdrawn,
constitute appeal abl e deci sions. I ndeed had the

opposi tion division taken a decision on those requests,
t he appel | ant woul d have been barred from w t hdraw ng
themlater. A decision within the neaning of

Articles 21, 106 and 107 EPC is, in the context of the
present case, the formal decision defined by the
decision formula in EPO Form 2327 together with

EPO Form 2339 specifying the docunents on which the
decision is based. The purpose of this formula is
precisely, in the interests of |legal certainty, to

di stingui sh the decision proper from provisional

opi nions, obiter observations, informal coments, etc,
expressed and nade in the course of the proceedings,
whi ch do not formpart of the ratio decidendi, and to
base it directly on the definitive final requests of
the parties. As pointed out in decision T 473/98 of
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5 Septenber 2000 of this board (to be published), at
point 2.4 of the reasons, even if, in the course of the
proceedi ngs, an opposition division erroneously refers
to an obiter finding as a "decision", it is the
decision fornula, as supported by the ratio decidendi,
that is determ native.

5. Cost s

The appel | ant exercised his right under Article

116(1) EPC to request oral proceedi ngs and the board
deened it expedi ent and expeditious to hold such
proceedi ngs to determne adm ssibility as a prelimnary
matter. G ven that the oral proceedings enabl ed the
appeal to be decided the board sees no reason of equity
for ordering an apportionment of costs. In particular,
the appellant's action was neither frivol ous nor
vexatious and he was fully entitled to develop his
argunents in oral proceedings.

Or der

For these reasons it is decided that:

1. The appeal is rejected as inadm ssible.
2. The request for award of costs is refused.
The Regi strar: The Chai r man:

0160. D Y A
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M  Hor nel | W J. L. \Weeler
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