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Summary of Facts and Submn ssions

1657.D

Eur opean Patent No. 489 515 ("the Patent") was granted
on 20 Septenber 1995 on the basis of a set of 7 clains
pursuant to application No. 91 310 627.4. Qpposition to
the Patent was filed on 19 June 1996 by the Respondent
(Opponent) on the grounds of |ack of novelty and

i nventive step (Articles 52, 54, 56 and 100(a) EPC).

In response to the notice of opposition the Appell ant
(Patent Proprietor), after two granted requests for
extensions of tine, filed with its letter of 3 March
1997 an anended claim 1l and stated that naintenance of
the Patent with this anmendnent was its main request.

In a comruni cation dated 14 Oct ober 1997 the Qpposition
Di vi si on expressed the provisional opinion that the
anended claim 1 had no basis in the application as
filed (Article 123(2) EPC) and that the Patent | acked
novelty and inventive step and directed that replies be
filed within four nonths. Inits letter in reply of

11 March 1998 the Appel |l ant acknow edged it was
replying to the conmunication out of tinme and

mai ntai ned its request for oral proceedings but neither
nmenti oned any ot her requests nor commented on the

obj ecti ons whi ch had been rai sed.

In a further conmunication of 2 Septenber 1998
acconpanyi ng the sunmons to oral proceedings, the
Qpposition Division again referred to the anended
claiml and directed under Rule 71la EPC that the fina
date for witten subm ssions or amendnments was

12 August 1999. The Appellant did not reply to that
communi cat i on
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The m nutes of the oral proceedings before the
Qpposition Division held on 12 October 1999 record that
the Appellant filed two new sets of anmended clains 1 to
6 as its main and auxiliary requests. It withdrewits
previ ous request filed on 3 March 1997 (the effect of
that wi thdrawal being an issue in this appeal). After
an adjournnent of 30 mnutes to allow the Respondent to
study the new requests, the hearing resuned for 5

m nutes during which there was inter alia a discussion
of the admssibility of the new requests. A further

adj ournnent of 15 minutes followed after which the
OQpposi tion Division announced that the new requests
were i nadm ssible and that, there being no other
requests, the Patent was revoked. The witten decision
under appeal was posted to the parties on 18 Novenber
1999.

On 18 January 2000 the Appellant filed a notice of
appeal by fax and paid the appeal fee. In that notice
and the grounds of appeal which were subsequently filed
by fax on 27 March 2000, the Appellant stated that it
had not been its intention to abandon the request filed
on 3 March 1997 but to nake that its second auxiliary
request and that its new requests had been rejected

W thout a sufficient opportunity for argunent thereon,
this being a substantial procedural violation. This was
di sputed by the Respondent in its letter of 11 Cctober
2000 replying to the grounds of appeal which asserted
the earlier request had been explicitly w thdrawn by

t he Appel | ant.

In its communication to the parties of 2 August 2001
the Board sought to direct their attention to the exact
procedural approach adopted by the Opposition Division
and suggested that there was sufficient doubt as to
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whet her this had prejudiced the Appellant that the
appropriate course could be to remt the case to the
first instance but that, in view of the Appellant's
general conduct of the case, it would not be equitable
to rei nburse the appeal fee.

In reply to that comruni cation, the Appellant agreed to
such a remttal and maintained its request for ora
proceedings only if the case were not remtted.

The Respondent however replied disagreeing in part with
the Board's views, reiterating its own opinion as to
the wi thdrawn request, nmaintaining its request for ora
proceedi ngs and requesting, in the event of a remttal,
paynent by the Appellant of its costs of the appea
proceedi ngs.

Wth a further letter received by fax on 14 May 2002
the Appellant filed three nore sets of clains as
addi ti onal auxiliary requests.

At the oral proceedings held on 12 June 2002, the Board
announced that it would deal first with the question of
possible remttal and, if it should deci de agai nst
remttal, with the substantive issues thereafter

The Appellant's argunents on remttal as nade in its
witten subm ssions and at the oral proceedi ngs can be
sunmmari sed as foll ows.

- Its intention was not to abandon the request of
3 March 1997 but to nmake this a "fall back"
request if the two new requests introduced at the
oral proceedings on 12 Cctober 1999 were not
al | oned.
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- The Respondent had not objected to the
adm ssibility per se of those new requests.

- Wiile admttedly late filed, those new requests
were intended to sinplify and shorten the
proceedi ngs, the Appellant having realised
i medi ately before the oral proceedings it could
make anmendnents whi ch could avoi d protracted
di scussi on.

- The Opposition Division did not give the Appellant
an opportunity to argue in support of the new
requests and this anpbunted to a substantia
procedural violation. The oral proceedi ngs ended
very qui ckly and wi thout any di scussion of the
merits of the case. In the experience of the
Appel lant's representative, this approach differed
fromthat of other Qpposition Divisions.

- The appeal fee should be reinbursed as a
consequence of the procedural violation
notw t hstandi ng that the Appellant accepted its
conduct of the proceedings could be open to
criticism The Respondent's request for
apportionnment of costs should be refused.

The Respondent's argunents on remittal as submitted in
witing and at the oral proceedings can be summari sed
as follows.

- Al t hough the Respondent confirnmed it had not
objected to the adm ssibility per se of the new
requests, which was decided by the Qpposition
Division of its own notion, the Appellant could
and should have filed those requests at an earlier
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stage, particularly since the objections to its
previ ous request had been nmade clear in the
Qpposition Division's communi cati ons. The new
requests took both the Respondent and the
Opposi tion Division by surprise.

- At the oral proceedings on 12 Cctober 1999, the
Qpposi tion Division warned the Appellant, before
adjourning to deliberate, that its decision could
be final and the Appellant did not coment.

Par agraphs 7 and 8 of the mnutes of the ora
proceedi ngs and 2.4 of the decision under appea
supported this.

- The approach of the Opposition D vision nay have
been rather blunt and it m ght have been
appropriate, after rejecting the |l ate requests and
before closing the oral proceedings, to ask the
parties if there were any further requests.

- If the case were to be remtted, the Respondent
woul d be prejudiced by the resulting delay in that
it would remain |onger under the threat of a
patent which it considers invalid.

- Since the case should not be remtted, the appea
fee should not be reinbursed.

- If remttal were ordered, the Respondent's costs
of the appeal proceedi ngs woul d have been
unnecessarily incurred for reasons wholly
unattri butable to the Respondent. It would
therefore be equitable to order the Appellant to
pay those costs.

1657.D Y A
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The Appellant's main request is that the decision under
appeal be set aside and that the case be remtted to
the first instance for further prosecution on the basis
of its request filed on 3 March 1997 or alternatively
one of its two requests filed on 12 Cctober 1999 or one
of its three requests filed on 14 May 2002 and that in
any of those events the appeal fee be reinbursed.

The Respondent requests that the appeal be di sm ssed
and, as auxiliary request, that if the case is
remtted, the Appellant pay the Respondent's costs of
t he appeal proceedings.

Reasons for the Decision

The appeal is adm ssible. As indicated above (see
paragraph | X), the Board nust first consider whether,
as the Appellant alleges, a substantial procedura

viol ation occurred and, if so, whether such a violation
justifies remttal of the case to the first instance.

Wt hdrawal of the Appellant's request of 3 March 1997

1657.D

The procedural difficulties in the present case

ori ginated, as appears to be common ground between the
parties, with the extrenely late introduction by the
Appel l ant into the opposition proceedi ngs of two
requests which it filed at the start of the ora
proceedi ngs on 12 Cctober 1999. It is unclear whether
the Appellant, when filing its new requests, wthdrew
its previous request of 3 March 1997 in the sense of
abandoning it or in the sense of denoting it to the
"fall back" position of a second auxiliary request if
the new requests were found to be i nadm ssible or
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unal | owabl e. The deci si on under appeal (paragraph X)
and the mnutes (paragraph 2) both say quite sinply
that the Appellant "withdrew' the earlier request. The
Respondent submitted it had a contenporaneous note to
the same effect which both the Board and the Appel |l ant
accepted as being correct w thout the note being
produced. The Board can conclude without difficulty
that the Appellant did, on presenting its new requests,
announce that the previous request was w t hdrawn.
However, the exact neaning of that statenent was
apparently quite different for each party. The
Appel l ant argues it neant only that the earlier request
was denoted to the status of an auxiliary request to
which it could return, or to which it should have been
allowed to return, if necessary. The Respondent argues
that withdrawal, explicitly stated, nust nean that the
request is no longer in the proceedings.

In fact, in the light of what took place at the ora
proceedi ngs on 12 Cctober 1999, this issue of the exact
meani ng of "withdrew' has at the nbst only a secondary
i nportance, as an indication that the Board shoul d nake
its own assessnent of what actually happened at those
oral proceedings relying on the only inpartia

i nformati on avail able, nanely the Opposition Division's
own witten decision and mnutes of its ora

proceedi ngs, suppl enented by information and argunents
fromthe parties only when this is agreed or supplied
contra proferentem

The Board does however observe that, if it were
necessary to pursue further the nmeaning of "w thdrew
any doubt woul d have to be resolved in favour of the
Appel lant in the light of jurisprudence of the Boards
of Appeal which suggests a "withdrawal " of a set of
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clainms is only final if the evidence |eads to such a
conclusion (see J 11/87 QJ 1988, 367) and that
anmendnents put forward in opposition proceedings are
not to be seen as abandonnent of clains as granted (see
T 123/85, Q) 1989, 336; and T 155/88 and T 217/90, both
unpubl i shed in Q3 EPO).

The oral proceedings of 12 October 1999

5.

1657.D

It is beyond dispute that the new requests were not
just filed Iate but long after the deadline of

12 August 1999 set by the Qpposition D vision under
Rule 71a EPC in its comruni cation of 2 Septenber 1998.
It is also agreed by the parties that the Respondent
did not object to these very late requests on the
grounds of | ateness per se (see paragraphs X and Xl
above) but did, after an adjournnent of 30 mnutes to
consi der the requests, object to themon substantive
grounds under Articles 52, 54, 56 and 123(2) EPC (see
the m nutes, paragraphs 4 and 5). However, the
Qpposition Division apparently considered that the

| at eness of filing created a question of admissibility
since, in the 5 mnutes between that 30 m nute

adj ournnent and the next adjournnent, not only did the
Respondent neke those objections but a discussion took
pl ace, at the instigation of the Opposition Division
itself, as to the |ateness of filing of the requests,
the Opposition Division referring to the date set under
Rul e 71a EPC and the Appellant explaining its reasons
for the | ateness (see m nutes, paragraphs 6 and 7 and
t he decision, paragraphs 2.1 and 2.2). The chairnman

t hen announced the oral proceedi ngs woul d be
“interrupted for a deliberation concerning

adm ssibility of the late filed clains" (see m nutes,
par agraph 7).
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A phase was then reached which the Board considers
significant. In the mnutes it is said the chairmn
"poi nted out the Opposition Division mght cone to a
final decision and asked the parties whether they had
further comrents. There were no comments”. There was
then a further adjournnment from9.45 amto 10.00 am
(see m nutes, paragraphs 7 and 8). However, in the
deci sion, that warning of a possible final decision and
invitation to coment is recorded after the statenent
that the Opposition Division arrived at its conclusion
on the new requests (see decision, paragraph 2.4). The
heari ng resuned again at 10.00 am when "the chairman
declared that the late filed requests (nmain and
auxiliary request) are not adm ssible and that the
patent is revoked (Art. 102(1) EPC)" and the
proceedi ngs then cl osed at 10.03 am (see m nutes,
paragraphs 9 and 10).

It is wholly plausible that, in the very limted tine
for discussion of the new requests, nanely the 5
mnutes from9.40 amto 9.45 am the Appellant had no
opportunity or an insufficient opportunity to argue why
t he new requests shoul d be pursued. On the evidence of
the mnutes, those 5 mnutes were occupied with the
Respondent's objections to the requests on their

nmerits, with the Qpposition Division's own objection of
late filing contrary to Rule 71a EPC, and with the
war ni ng of a possible final decision and invitation for
further comments. Anyone famliar with oral proceedi ngs
m ght be surprised that all those subjects could be
covered in just 5 mnutes. In the absence of any such
reference in the mnutes, it would be stretching belief
to imagi ne that the Appellant could al so nake even a
short subm ssion on the nerits in that tine, although
it should have been allowed to respond to the
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Respondent's objections. It has to be said that the
Appel | ant may have to sone extent been the architect of
its owmn msfortune since, by filing its new requests
when it did, it nmust have taken both the Respondent and
the Opposition Division by surprise. However, it is
clear that it was the Qpposition Division which chose
to pursue the issue of |ateness and to adjourn to
del i berate that issue. That it did so and then
announced a final decision without, on one of its own
records of the proceedings, warning the parties the
deci sion mght be final until after the decision was
taken, is manifestly unsatisfactory.

Further, it is nore than nerely unsatisfactory that,
again on the Qpposition Division's ow records, it said
nothing to the parties between announcing its decision
as to the admssibility of the new requests and
announci ng a decision as to the outcone of the case as
a whole. Even if the warning of a possibly fina
deci si on was issued before the deliberation, the
parties m ght well have thought that, after a

di scussion of only 5 m nutes which covered severa
subjects, a "final decision" neant a final decision as
to the new requests. Whatever the uncertainty as to the
status of the Appellant's previous request of 3 March
1997, it was incunbent on the Qpposition D vision,

after instigating a discussion on admssibility of the
new requests, adjourning to deliberate that issue and

t hen announcing its decision on that issue, at least to
ask both parties if they had any outstandi ng requests
or anything further to say before a final decision was
made. Wiile that is a basic principle of procedure

whi ch should be followed in every case, it is all the
nore surprising it was not followed in the present case
when one considers that, apart fromthe Respondent's
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obj ections to the new requests, no nmention of the
nmerits had been nmade during the oral proceedings
despite the fact that the Appellant had nade no reply
to the comruni cati on acconpanyi ng the summons.

To overl ook that formal but procedurally inportant step
was to overl ook the distinction, inherent in nost
proceedi ngs before the EPO, between adm ssibility and
allowability. The Appellant may have failed to persuade
the Opposition Division that its late filed requests
were adm ssible but it remained at that point the
proprietor of a granted patent in a formit had
approved (under Rule 51(4) EPC), it still had a right
to be heard in oral proceedings which it (and the
Respondent) had requested as to the grounds of
opposition rai sed by the Respondent and the subject of
obj ections fromthe Opposition D vision

(Articles 113(1) and 116(1) EPC), and the Qpposition

Di vision was still obliged to give a reasoned deci sion
for revocation related to those grounds (Article 102(1)
and Rule 68(2) EPC). To onmit to offer even an
opportunity for discussion of the nerits - which is the
essential purpose of oral proceedings - and nmake a

deci sion stating as its only reason "no valid set of
clainms [were] avail able" (see decision, fina

par agraph) was plainly wong. It was tantanount to
saying that the Appellant, by w thdrawi ng one request
and failing to introduce others, had lost its patent by
its own actions whereas, as is well established in the
jurisprudence of the Boards of Appeal, express words
are required for a proprietor to abandon or surrender a
patent in opposition proceedings (see "Case Law of the
Boards of Appeal of the European Patent O fice", 4th
edition, 2001, pages 345 and 540 to 541). As the
Appel | ant argued at the oral proceedi ngs before the
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Board, it expected an opportunity to defend its
position before a final decision; and, as the
Respondent sonewhat nore precisely observed (contra
proferenten), the Qpposition Division' s approach was
bl unt and one woul d have expected at |east a question
as to any further requests before a final decision.

Accordingly the Board finds, largely on the basis of
the Opposition Division's own record of the ora
proceedi ngs at first instance, not that the substantia
procedural violation alleged by the Appellant actually
occurred but that a distinct and separate such
violation did occur, nanely that the Qpposition

Di vi sion, after making and announcing its decision on
the adm ssibility of the late filed requests, proceeded
i mredi ately to revoke the Patent w thout giving the
parties the opportunity to be heard as to whether there
were any further requests to be considered before a
final decison was taken.

Remttal of the case to the first instance

11.

1657.D

Article 10 of the Rules of Procedure of the Boards of
Appeal requires the Board to remt a case to the first
instance if it finds fundanental deficiencies in the
first instance proceedi ngs unl ess special reasons exi st
for doing otherwise. In the present case, the
substanti al procedural violation clearly anobunts to a
fundanmental deficiency - the Patent was revoked w t hout
any di scussion at the oral proceedings of the grounds
of opposition (apart fromthe Respondent's objections
to the new requests which occupied | ess than 5

m nutes). The only reason advanced as to why rem ttal
woul d not be appropriate was the Respondent's argunent
that this would delay the final decision in the case
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and it would therefore be prejudiced by the continued
exi stence of a patent it considers invalid. Remttal

wi || undoubtedly delay the case, although the degree of
prejudice to the Respondent is difficult to assess. It
is al so beyond doubt that the Respondent bears no bl ane
for the present situation. The Respondent does however
have the opportunity to challenge the validity of the
Patent in national courts whereas, for the Appellant,
revocation as a result of opposition proceedi ngs would
represent a final loss of its rights in all the

desi gnated states. Taking into account as well the
interest, to the public as well as to the parties, in
ensuring justice is done - and seen to be done - the
Board considers that delay is an insufficient reason
not to order remttal

senent of the appeal fee

Rei mbur senment of the appeal fee is a question for the
exercise of the Board's discretion (see Rule 67 EPC).
Wil e the Board has found that the Appellant has been
di sadvant aged by a substantial procedural violation, it
may take account of all the circunstances of the case
in deciding the Appellant's request for reinbursenent.
In the present case, as the Appellant has conceded, its
conduct of the case has been | ess than exenplary - it
made two unsubstanti ated requests for extensions of
time to answer the notice of opposition, replied out of
time and only in mnimal terns to the first

comruni cation, did not reply at all to the second
conmuni cation which carried a Rule 71a EPC tinme limt
and, in blatant disregard of that tine limt, filed two
new requests at the commencenent of the ora

proceedings with no notice to the Respondent or the
OQpposition Division and coul d have nmade t he new status
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of the "w thdrawn" request clearer. That late filing
can be no excuse for the procedural |apse which then
ensued, but it clearly created an unexpected situation
for the other participants which could and shoul d have
been avoided. In all the circunstances of the case, the
Board considers equity does not require an order for

rei mbur senent of the appeal fee.

onnent of costs

This is a further equitable, and therefore

di scretionary, question for the Board (see

Article 104(1) EPC). The Respondent, in requesting an
order that the Appellant pays its costs of this appeal,
argues that it has incurred the costs of an appea
which, as a result of remttal, were unnecessarily

i ncurred through no fault of its own. That is largely
correct, although only as regards the issue of the
substanti al procedural violation: costs the Respondent
has incurred in preparing to deal in this appeal wth
substanti ve i ssues nmay not have been wasted since those
issues will be dealt wwth in the further first instance
proceedi ngs. As regards the procedural violation, it
woul d not be equitable to nake the Appellant pay nore
than its own costs of the appeal of which the only
result has been to quash a decision tainted by that
violation: the violation was comrtted by the
OQpposition Division and not by the Appellant.

However, the Board has noted that, apart fromthe issue
of the substantial procedural violation, criticisns can
be made of the Appellant's conduct at certain stages of
t he proceedi ngs. Al though the Board expresses no
opi ni on now on the possible costs consequences of that
conduct, it may be that, at the end of the case, an
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apportionnment of costs m ght be appropriate. However,
that is a decision which should be taken by the
Qpposition Division (wth the possibility of subsequent
appeal ) after it has heard and deci ded the substantive
case. This approach al so neans that, depending on the
ci rcunst ances, the Respondent could request, instead or
as well, an apportionnent of other costs than just
those of the appeal. The Board therefore refuses the
request for apportionnment of costs so that all issues
of costs can be dealt with at the npbst appropriate
tinme.

The Appellant's late filed requests

15.

16.
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The Board having decided to remt the case to the first
i nstance after a finding that a substantial procedura
viol ation has occurred, it should express no opinion on
the substantive nerits of the case. Since the effect of
the Board' s decision is that the decision under appeal

i s quashed and the proceedings restored to the position
they were in at the commencenent of the ora

proceedi ngs before the Qpposition Division on

12 Cctober 1999, any such opi nion would be

I nappropriate. The Board shoul d however nmake the
follow ng comments on procedural matters.

As mentioned above (see paragraph VIII1), the Appell ant
filed three new requests in the appeal proceedi ngs on
14 May 2002, just under a nonth before the ora
proceedi ngs. Al though Rule 71a EPC does not apply to
proceedi ngs before the Boards of Appeal (see G6/95 QJ
1996, 649), it is perhaps remarkable that, in view of
the history of this case, the Appellant shoul d have
waited until a late stage of the appeal to file new
requests. However, it follows fromthe previous
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par agraph of this decision that none of the Appellant's
substantive requests (that is, its various alternative
sets of clainms) have been the subject of any decision
by the Board. As regards the three late filed requests,
the Board stresses it has not even nmade a decision as
to their admssibility. It will accordingly be for the
Appel  ant to persuade the Qpposition Division, in the
resunmed first instance proceedi ngs, which of its
requests shoul d be considered adm ssi ble and, of those
found adm ssible, which should be found all owabl e.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecuti on.

3. The request for reinbursenent of the appeal fee is
ref used.

4. The request for apportionnment of costs is refused.

The Regi strar: The Chai r man:

A. Townend P. A M Lancgon

1657.D



