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Summary of Facts and Subm ssi ons

1866. D

The present appeal was | odged by the opponent
(appel l ant) against the interlocutory decision of the
opposi tion division that taking account of the
anmendnents nmade by the proprietor, European patent
nunber 640 876 (application nunber 94 112 159.2) and
the invention to which it relates neets the

requi renents of the Convention. The patent concerns a
process for preparing a photosensitive elenent, a
phot osensitive el enent and a process for preparing a
f | exographic printing plate.

Evi dence in the Proceedi ngs

Ref erence has been made during the proceedings to,

anongst others, the follow ng docunents, to which the

board wi Il nake reference according to the notation

gi ven:

Dl: EP-A-0 356 953,

D2: US-A-5 075 192,

D3: "Emul sion Pol ymers and Enul sion Pol yneri zati on"
DR Basset, AE Ham el ec, eds., ACS synposium
Series, Vol. 165 (Washington DC, 1981) especially

pages 371 and 387,

D4: DE-A-21 63 461,
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Al: Declaration of Paul Thomas Shea (nanmed as co-
inventor in the patent in dispute) dated
15 Novenber 1995 and submitted during prosecution
of a parallel U S case, and

A2: Declaration of Paul Thomas Shea dated 6 Cctober
1999, referring to docunent Al and submtted
during the opposition proceedings.

Reasoning for the Decision of the OCpposition Division

The opposition division found that a feature in claiml
of the appellant's main request pertaining to at | east
10% of nononer remai ni ng unpol yneri sed could not be
found in docunent D1, so that the subject matter of
claim1l was novel. Wth reference to the photosensitive
el ement according to claim5 involving a shel

copol yner obtai nable froma pol ynerisation reaction as
claimed in claim1, the division considered that the
opponent had not shown that it would be possible to
provi de the sane properties (Shore A hardness,
resilience) using the teaching of docunent D1, the

di vision thus considering the subject matter of this
claimal so novel. Furthernore, the division considered
it surprising that inconplete polynerisation of the
core and the inmediate production of the shell with the
remai ning core polymers and additional shell polyners
avoi ded excessive cross linking of the core, leading to
excellent nmelt processability and printing properties.
Thus the division reached the view the subject matter
of claims 1 and 5 can be considered to involve an
inventive step within the meaning of Article 56 EPC. In
t he process of claim19, a photosensitive el enent
according to claim5 is i nagew se exposed, so that this
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cl ai m can be considered directed to subject matter
involving an inventive step for the same reasons as

cl aimb5.

Appeal Proceedi ngs

A notice of appeal and a statenment setting out grounds
therefore were filed and the views of the parties
exchanged in witing. In its subm ssions, the appellant
posed a nunber of questions to the board. Oal
proceedi ngs were appoi nted consequent to auxiliary
requests filed by both parties. In a comunication
annexed to the sumons to oral proceedings, the board
commented that one point for discussion seened to be
what exactly is nmeant by the claimterm nol ogy
concerning "elastoneric nmonomer". Furthernore, points
of law involved with the questions raised by the
appellant in the witten statenents setting out the
grounds for appeal were not as such subject of the
proceedi ngs but seened only to be relevant as far as

t he specific circunstances of the present case were
concerned. During the oral proceedings, clains
according to a main and auxiliary request of the

pat entee (respondent) were di scussed.

| ndependent Cl ains of the Patent in dispute

Mai n Request

"1. A process for preparing a photosensitive el enent
conpri si ng:

(a) polynerizing an el astoneric nononer as a | atex
di spersion to forman el astonmeric core, wherein at
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| east 10% by wei ght of the elastonmeric nononer is

unpol yneri zed;

(b) copolynerizing the unpol yneri zed el astoneric
nmononmer with an ethylenically unsaturated nononmer or

ol i goner having acidic functionality to forma shel
over the elastoneric core;

(c) substantially renoving the water

(d) mxing the binder with (i) at |east one

et hyl eni cal | y unsaturated nononer or oligomer, and (ii)
a photoinitiator system

and

(e) applying the mxture fromstep (d) to a support to
forma |ayer,

wherein step (c) can be carried out after step (b) or
step (d), or sinmultaneously with step (d).

5. A photosensitive el ement conprising a support and
a photosensitive |layer, said photosensitive |ayer
conpri si ng:

(a) an elastomeric mcrogel binder having a core
conprising a honopol yner or copol yner of an el astoneric
nmononer and a shell conprising a copolyner of unreacted
el astoneri c nmononer and a nononer having acidic
functionality;

(b) at |east one ethylenically unsaturated nmononer or

ol i goner; and

(c) a photoinitiator system

wherein the shell copolyner is obtainable froma

pol ymeri zation reaction between the remaining core
nononer fromthe core polynerization and a nonomer
having acidic functionality, said polynerization
reaction being as defined in clains 1 to 4.
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19. A process for preparing a flexographic printing
pl ate conpri si ng:

(a) inmagew se exposing to actinic radiation a

phot osensitive el enent conprising a support and a
phot osensitive | ayer according to claimb§b;

(b) renoving the unexposed areas of the photosensitive
| ayer by washing with an aqueous sol ution;

(c) optionally applying a post-devel opnent treatnent
selected fromthe group consisting of drying, post-
exposing to actinic radiation, light finishing, and
conbi nati ons thereof."

Auxi | i ary Request

Claim1 differs fromthat of the main request by
recitation of "wherein the elastomeric nononer is

sel ected from but adi ene, isoprene, neoprene, urethanes
and m xtures thereof,"” after the second reference to

el astoneric nononmer in feature (a) thereof. Caim5
differs fromthat of the main by recitation of "being
sel ected from but adi ene, isoprene, neoprene, urethanes
and m xtures thereof,"” after the first reference to

el astoneric nononer in feature (a) thereof. Caim19 is
the sane as that of the main request.

The case of the appellant can be sumrari sed as foll ows:

Request s

Setting aside of the decision under appeal and
revocation of the patent.
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Argunent s

According to the appellant, exanples K and L of
docunent D1 (Table I), involving el astoneric nononers,
di scl ose that the core nononer and one of the shel
nononers are the same, nore than 10% of this nononer
bei ng polynerised in the shell, this disclosure
resulting in lack of novelty of the photosensitive

el ement of claim5. The process according to claimlis
not inventive as the patent in dispute sinply concerns
a basically known nethod (see docunents D3 and D4) for
produci ng the known material. Mreover, no support for
inventive step is offered by a technical effect of |ow
cross linking as this has not been adequately
denonstrated even in respect of butadiene, |et alone
over the whol e range clained (including acrylates or
nmet hacryl ates - see decisions T 20/81 and T 583/93).
The skilled person would not expect that all initiators
woul d, independently of the chem cal structure,
penetrate just as well into the mcrogel core, but
woul d expect differences. Other paraneters of the
reaction, such as tenperature or concentration al so

affect the result.

The appel |l ant al so asked whether (1) the tests
according to docunents Al and A2 are in accordance with
decisions T 561/94 and 141/93; (2) it is permssible to
depart in a decisive paraneter in conparative tests, if
just this paranmeter should be shown in the prior art;
(3) it is possible in principle to base patentability
of the claimon the non-reproducibility of the prior
art, even when this non-reproducibility is not apparent
(see decision T 412/91); and (4) the patentee and
opponent have the same burden of proof as to non-
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reproduci bility and non reproducibility is proven in
t he present case.

VII. The case of the respondent can be summari sed as foll ows:
Request s
Di smissal of the appeal, i.e. the main request is that

the patent be maintained in anmended formon the basis
of the clains filed according to nmain request filed on
11 COctober 1999. On an auxiliary basis, maintenance of
the patent on the basis of the set of clains filed
according to the sole auxiliary request before the
board (corresponding to the second auxiliary request
filed on 11 Cctober 1999).

Argunent s

The process for preparing the mcrogel according to
docunent D1, including exanples Kand L is
significantly different and this docunent does not

di sclose the critical value of 10%residual nononer. A
product wth a core/shell configuration deriving from
2- et hyl hexyl acryl ate and 2-et hyl hexyl acryl at e/

nmet hacrylic acid woul d not involve an el astoneric
nmononer. During the opposition proceedings (see for
exanpl e the penul ti mate paragraph on page 4 of the
letter dated 11 Cctober 1999) and the witten appeal
proceedi ngs (see m ddl e paragraph on page 3 of the
letter dated 12 Cctober 2000), the patenteel/respondent
had argued that acrylates are not el astoneric nononers
according to the definition of the patent. This led to
t he respondent concluding that the allegation that the
techni cal effect does not exist for the whol e breadth

1866. D
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of the clained subject matter is based on ignoring the
definition of elastomeric nononer (page 3, |lines 46
to 48 of the patent). It is noreover incorrect that
docunents D3 and D4 disclose a process according to the

i nventi on.

The respondent nodified its position during the oral
proceedi ngs before the board by submtting that
according to its research departnent, a product
deriving from 2-et hyl hexyl acryl ate and 2-

et hyl hexyl acryl ate/ net hacrylic acid as core/shell
configuration and nade according to the clainmed process
woul d al so be expected to have advant ageous properties
and such a configuration was included in the clains of
t he main request.

At the end of the oral proceedings, the board gave its

deci si on.

Reasons for the Deci sion

1866. D

Adm ssibility of the appeal

The appeal conplies with the provisions nmentioned in
Rul e 65(1) EPC and is therefore adm ssible.

Amendnents (Article 123 EPC)

Clains 1, 5 and 19 of the mmin request derive from
clainms 15, 1 and 19 as granted. Caim5 contains the
further "product by process” limtation, "said

pol ynmeri zation reaction being as defined in clainms 1
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to 4" (the word "obtainable" being used instead of
"fornmed"”). A consequential change of reference to
claim5 instead of claiml1l is made in claim19. The
nononers clainmed in clains 1 and 5 of the auxiliary
request limt the claimand can be found on page 3 of
t he granted specification (lines 47 to 48) and the
correspondi ng part of the original application.

Therefore, the amendnents are in conpliance with
Article 123 EPC.

Pertinent content of docunents in proceedi ngs

Prior art Docunents

Docunent D1

Docunent D1 di scl oses photosensitive conpositions
useful in preparing flexographic printing plates by
formng of a layer (see the introduction). An aqueous
processi bl e solid photosensitive conposition for making
relief plates conprises an addition photopol ynerizable
et hyl enically unsaturated nononer; a photoinitiator or
photoinitiating systemactivated by actinic light; and
a core shell mcrogel binder; wherein the core shel

m crogel binder has two domains, a core having |ess

t han 10% crosslinking and an aqueous processible

non- crossl i nked outer shell consisting of an

aci d-nodi fi ed copol yner, the nononmer partitioning in
the shell of the mcrogel (see for exanple claim1l).
Washi ng takes place (e.g. page 12, |line 51)



1866. D

- 10 - T 0047/ 00

Anong the microgels shown in Table 1 as produced and
tested and found useful are included mcrogels K and L
The core of mcrogel Kis given as 98 parts by wei ght
of 2-ethyl hexyl acrylate, the shell being given as 80
parts by wei ght of 2-ethylhexyl acrylate and 20 parts
nmet hacrylic acid. Core shell ratio is 2:1. The core of
mcrogel L is given as 98 parts by weight of n-butyl
acryl ate, the shell being given as 80 parts by wei ght
of n-butyl acrylate and 20 parts nethacrylic acid.

But adi ene (100 parts) is used as core for m crogel
conpositions D and E, the shells in both cases being 80
parts by weight of n-butyl acrylate and 20 parts

nmet hacrylic acid.

Docunent D1 al so nentions that a known m crogel

synt hesi s can be nodified by beginning the reaction

wi th one set of nononers and by varying the ratios for
the final part of the reaction in order to produce
spherical mcrogels in which the part of the polyner,
i.e., the core is different nononeric conposition than
the outer part of the polyner, i.e., shell (see page 5,
lines 32 to 37).

Docunment D2

Docunment D2 is a continuation in part US patent, with a
pertinent disclosure anal ogous to that of document D1.

Docunent D3

Page 371 of this docunent nentions that emul sion

pol ymers can properly be called products by process
since the process details exert such a powerful effect
on the properties of the particles and resultant fil ms.
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One way of altering the properties of latex particles
is to change the nononmer feed conposition during the
pol ynerisation. It is reported that nmuch work had been
carried out on nultistage processes in which the
conposition of each stage differs fromthat of the
precedi ng stage. Not only are the nultistage processes
cunbersone to carry out in practice, but often
inconpatibility of the copol yners produced in the

vari ous stages |eads to poor end use properties,
especially in thin films. A process is reported in
docunent D3 for continuously changing the conposition
of the nmonomer mix fed into a reactor producing thereby
copol ynmers, instantaneous conpositions of which vary as
t he pol yneri zation proceeds.

Docunent D4

Docunent D4 di scl oses graded pol yner particles
conprising a core of a cross-linked acrylic polyner
derived froma major proportion of a nonofunctional
acrylate and a mnor proportion of a cross-1linking
agent; an outer shell of a polymer derived from nethyl
nmet hacrylate or a m xture of nethyl nethacrylate and
one or nore ethylenically unsaturated nononers

pol yneri zable therewith and containing at |east 30 nole
percent of nethyl nethacrylate and an internediate

| ayer of a polyner derived fromthe nononmer conponents
of said core and said shell. Polynmer particles are
prepared in a first stage, where a major anount of a
nonof uncti onal nonoacryl ate is enul sion copol yneri zed
with a mnor anmpbunt of a crosslinking nononer. Before
this reaction reaches substantial conpletion, i.e. when
t he conversion of nmononers is from50 to 90, preferably
fromabout 70 to 89, weight percent conplete, the
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second stage nononeric conponent, i.e. mnethyl

nmet hacryl ate or a nononmer m xture conprising nethyl

nmet hacrylate, is slowy added to the reaction m xture.
The |l atex is coagul ated, washed, and dried to yield a
finely divided powder suitable for conventional nethods
of moul ding, e.g. conpression or injection. Docunent D4
al so nmentions use as nodifiers of thernoset polyners
and as internediates for form ng other rubber-Iike

and/ or rubber nodified materials.

Decl arati ons of Paul Thomas Shea

Docunment Al and A2 have a simlar content, pertinent

poi nts of which are that experinments were conducted to
prepare flexographic printing plates nmade from

phot osensitive el enents containing mcrogels simlar to
m crogels D and E of docunent Dl. These materials could
not be nelt processed as the m crogels were crosslinked
wel | above the 10%Ilimt for elasticity. The resulting
pol ynmer could not be mlled and would crunble into a
powder instead of nelting. It was determ ned that the
catal yst used to polynerize the shell (tert butyl

hydr oper oxi de) i nbibed into the core causing further
crosslinking of the butadiene core. Torque rheoneter
experiments showed concl usively that butadi ene core

m crogel when treated with shell catalyst would render
pol ybut adi ene core m crogel un-processible. This had
not been a probl em when maki ng m crogels from
2-ethyl hexl acrylate. It was believed that the teachings
of document D1 were accurately followed when form ng
but adi ene core mcrogels, since formation of

2-ethyl hexyl acrylate core mcrogels was successful.
These 2-ethyl hexyl acrylate core mcrogel materials
were able to be nelt processed for a photosensitive
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el ement. Hardness and resilience of flexographic plates
of the exanples in the instant patent (butadiene core,
Shore a hardness greater than 66 and resilience no |ess
than 24% are a significant inprovenent over the

fl exographic printing plates nade according to

exanpl e 2 of docunment D1 (Shore a hardness 89 and
resilience 229 wth ethyl hexyl acrylate as core.

Mai n request

A photosensitive el ement conprising a support and

phot osensitive | ayer and a photoinitiator systemis

di scl osed by docunment D1 and both the known

phot osensitive el enent and that as clainmed in claim5
conprise a binder of a core shell structure and, for

i nstance, exanple K of docunent Dl provides microgels
with a constituent comon to core and shell (2-

et hyl hexylacrylate). Caimb5 also includes a reference
to the shell copol yner being "obtainable" froma

pol yneri zation reaction as defined in clains 1 to 4 and,
as the other clainmed features do not enable the skilled
person to differentiate between the clainmed el emrent and
t hat of docunment D1, the context for consideration of
the clained subject matter is that of a "product by
process” claim i.e. the product as such nust satisfy
the requirements for patentability. The key feature

t hen becones that identified by the opposition division,
namely the part after the comma of the feature in
claiml "polynerizing an el astonmeric nononer as a | atex
di spersion to forman el astoneric core, wherein at

| east 10% by wei ght of the elastonmeric nononer is

unpol yrmeri zed", which feature is, in particular, not

di scl osed by the reference on page 5 of docunent D1 to
varying the ratios for the final part of the reaction.
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The initial line of argunment pursued by the respondent
in witten subm ssions was sinply that, for instance

t he 2-ethyl hexyl acryl ate used according to exanple K of
docunent D1 could not be considered conpatible with the
term"elastonmeric nmononer" used in the patent in

di spute, which would nmean that this exanple is not
included in the claim thus indicating presence of
novelty, even wi thout showi ng any difference in
properties between the photosensitive el enent as
claimed in claim5 and as disclosed in docunent DL.
However, during the oral proceedings, the respondent
nodi fied its position by taking the line that 2-

et hyl hexyl acrylate was indeed included in the claim
This nodified position is therefore that to be dealt
with by the board.

In reaching to its decision, the board first cane to
the view that in the case of mcrogels wth butadiene
in the core/shell, the tests performed according to
docunents Al or A2 do indeed show different hardness
and resilience properties in relation to the disclosure
of document Dl1. The tests indicate that the method of
docunent D1 could not even be carried out effectively
according to the teaching of docunent D1 due to cross-
i nking of the butadi ene core consequent to shel
initiator. However, docunments Al and A2 al so nmake cl ear
that 2-ethyl hexyl acrylate was able to be processed for
a photosensitive elenent as further cross-Iinking of
the core, which had caused the problens w th butadiene,
is indicated as not having been a problem (see
especially the m ddl e paragraph on page 2 of Al, for
exanpl e). The respondent did not offer any other
specific evidence as to properties of a photosensitive
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el ement with a binder conprising 2-ethyl hexyl acryl ate
as el astoneric nmonomer when synt hesi sed according to
claim1, but relied only on a general statenent that it
woul d, as shown in docunments Al and A2, have better
properties than when formed as in docunent D1, which
statenment was not sufficient to counter its own results
in docunents Al and A2 indicating there was no
crosslinking problemw th 2-ethyl hexyl acrylate. Thus,
once the respondent had rmade clear during the oral
proceedi ngs just how nmuch it understood to be within
the anmbit of the term"elastoneric nononer"” the board
was no longer in a position to consider docunents Al
and A2 as sufficient for establishing a difference over
docunent D1 upon which a positive view on substantive
patentability could be based. Therefore, as far as the
mai n request is concerned, the board had to concl ude

t he appeal is successful.

Auxi | i ary Request

Novel ty

Novelty of the subject matter of claimb5 is present
because in the disclosure of docunment D1 specific

sel ection of nononmers common to core and shell does not
i ncl ude but adi ene, isoprene, neoprene, urethanes and

m xtures thereof. Claiml also refers to specific
nmononers and contains the novel feature relating to "at
| east 10% by wei ght of the elastonmeric nononer is

unpol yneri zed". The reference in claim19 to a

phot osensitive el enent according to claim5 being

i magew se exposed, neans that claim19 can be
considered directed to novel subject matter for the

sane reasons as claimb5.
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The board is therefore satisfied that the subject
matter of clains 1, 5 and 19 neet the requirenments of
Article 54 EPC

| nventive step

Si nce docunent D1 (or D2), unlike docunents D3 and D4,
is concerned with photosensitive conpositions useful in
preparing flexographic printing plates which can be
made from t hese photosensitive conpositions, the board
considers this docunment to represent the closest prior
art. The problem solved by the novel features
pertaining to selection of elastomeric nononmer and 10%
t hereof unpol ynerised is that of providing an inproved
phot osensitive el enent.

It can be seen from docunents Al and A2 that the nethod
of document D1 | eads to excessive crosslinking of a
(but adi ene) core owing to inbibing of the catal yst used
to polynerise the shell into the core. This problem
does not occur with 2-ethyl hexyl acrylate as taught by
exanpl es in docunent D1. The fl exographic plate
produced in accordance with the clainms in dispute is
inmproved in relation to docunent D1 by having greater
resilience and | ower Shore A hardness. The inprovenent
cannot be consi dered obvi ous from docunent Dl because,
whil e butadiene is nmentioned in a general way as a
possi bl e nononmer and present explicitly only in the
cores of mcrogels D and E, no hint is given either
towards better properties than the 2-ethyl hexyl

acryl ate exanpl es consequent to nononer selection or
towards difficulties associated with excessive cross

I i nki ng.
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The subm ssions of the appellant in relation to
docunents D3 and D4 are not specific to the nononers
claimed in the patent in dispute and the appellant has
failed to provide a |ink between these docunents and
docunent D1. Way should the skilled person expect from
any of docunments D1, D3 or D4 that difficulties with
phot osensitive el enents occur because a crosslinking
probl em of the sel ected el astoneric nononers in the

m crogel binder? The board can see no reason for an
adaptation of the teaching of docunent Dl to use

nmet hods di scl osed in docunent D3 or D4 other than using
hi ndsi ght. Thus, although the skilled person could try
aspects of the processes disclosed in docunents D3

and D4, the board's viewis thus that this approach
falls squarely in the "could" part of the "coul d/woul d"
guestion often posed in relation to inventive step and
t hus does not anpunt to a successful challenge to

i nventive step. Accordingly, the appellants' argunent
fails. Mdreover, nore general remarks of the appell ant
about the possibility of varying process paraneters
such as tenperature and concentration or nature of
initiator, such that a situation is created where
difficulties with the photosensitive elenment as clai ned
woul d exist, do not weaken the inventive step, since

t he respondent has shown that a probl emexists which

the i nvention sol ves.

Since the nonomers cl ai med no | onger include for

i nstance exanple K of document D1, the |ine of argunent
of the appellant agai nst the main request and invol ving
reference to decisions T 20/81 and T 583/93 in relation
to proving the technical effect for such nononers is no

| onger rel evant.
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The questions posed by the appellant amunt to
general i sati ons goi ng beyond what is necessary for
reaching a decision on the present case. So far as
pertinent to the present case, the board observes in
relation to questions 1 and 2 that crosslinking is
shown as avoided in the case of a clainmed nononer
(but adi ene) by docunents Al and A2, i.e. the

rel ati onship between the effect and di stingui shing
feature is shown. Thus, the board has not identified
any inconsistency with decisions T 141/93 (see

point 3.2.4, properties not showmn as deriving fromto
chal k prem x nmethod step) and T 561/94 (see point 4.4
of the reasons - nature of conparison nust be such that
the effect is convincingly shown to have its origin in
t he distinguishing feature and all eged but unsupported
advant ages cannot be taken into account).

Probl ens associ ated with butadi ene and excessive cross
i nking were not recognised in the teaching of

docunent D1, so the skilled person would have
under st ood docunent D1 sinply as teaching that, anobngst
others, mcrogels D and E were tested and found useful.
Thi s under standi ng does not detract fromthe assessnent
of inventive step of the presently clainmed subject
matt er nmade above and thus so far as questions 3 and 4
inrelation to reproducibility of the teaching of
docunent D1 relating to butadiene are concerned, the
board can, in the present case, see no reason in the
light of decision T 412/91 for further investigation as

part of its exam nation of inventive step.
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No ot her document in the proceedi ngs presents any
reason for calling the inventive step of the subject
matter of the clains into question.

Therefore, the process for preparing a photosensitive
element as clainmed in claim1l and the photosensitive

el enent according to claim5 can be considered as

subj ect matter involving an inventive step. The sane
applies to the process for preparing a flexographic
plate as clainmed in claim 19 as this invol ves exposing
a photosensitive elenment as clained in claim5. The
requirenents of Article 56 EPC are therefore nmet by the
i ndependent clains of the auxiliary request.

Furt her procedure

Consequent to the introduction into clains 1 and 5 of
the feature concerning the el astonmeric nononer being
"sel ected from but adi ene, isoprene, neoprene, urethanes
and m xtures thereof", attention nmust be given to the
remai ni ng patent specification to ensure that it is
adapted for consistency with the anended i ndependent
clainms (see, for exanple, page 3a, lines 46 and 47 or
page 4, line 29 of the pages upon which the decision of
t he opposition division was based).
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent in anmended formon the
basis of clainms 1, 5 and 19 of the auxiliary request

(former second auxiliary request of Cctober 11, 1999)
with the remai ning patent specification to be adapted.

The Regi strar: The Chai r man:

P. Muartorana E. Turrini
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