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Summary of Facts and Submn ssions

3131.D

The appel |l ant (applicant) has appeal ed agai nst the
deci sion of the exam ning division rejecting the
Eur opean patent application No. 95 104 785.1
(publication No. 0O 676 634).

In the decision under appeal the exam ning division
referred inter alia to the follow ng docunents:

D3: US-A-4 580 045

D5: US-A-5 008 743

Principles of Optics, M Born et al., 6th
(corrected) edition, Perganon Press, GB, 1980;
pages 186 and 187 (nunbered D8 by the board)

and held that the clai ned subject nmatter did not

i nvol ve an inventive step within the neani ng of
Article 56 EPC with regard to the closest prior art
represented by the disclosure of docunent D3 and the
t eachi ngs of docunents D5 and D8.

The appel |l ant requested setting aside of the decision
and the grant of a patent on the basis of a set of
amended clains submtted with a letter dated

28 Novenber 2001. Oral proceedi ngs were requested on an
auxiliary basis only in case the board did not consider
It appropriate to remt the case to the first instance.

Caiml of the present request is worded as fol |l ows:

"1. An apparatus for inspecting containers (14) each
havi ng an open nouth (12), conprising
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a light source (16) for directing light into the
contai ner (14),

a canmera (22) having a sensor (24) and a |ens
system of two | enses (25, 27) and being disposed to
forman imge (12a) of said container nouth (12),
characterized in that

a telecentric lens neans (28) is arranged in front
of the canera (22) to direct light transmtted through
the container nouth (12) into said canera (22),

and i n that

said canera (22) includes an iris (26) which is
arranged between said two | enses (25, 27) at the focus
of said telecentric I ens neans (28) so as to admt
light which is transmtted substantially axially of the
container nouth (12) to said sensor (24) and reject
l'ight rays that are not parallel to the contai ner and
optical axis."

L1l During the appeal proceedings, a third party presented
observations pursuant to Article 115 EPC and submtted
inter alia the foll ow ng docunent

D7: "Optische Anordnung, el ektroni sche Baugruppen und
Progranmodul e zur Qualitats- und
Ceonetri ekontroll e von d aser zeugni ssen”
Di ssertation, G Kleemann et al.; Fakultat fuor
techni sche Wssenschaften, Techni sche Hochschul e
Il menau (DE), 1987; cover sheet, pages | to IIlI,
124, 125 and 199, and Annex 4

together with further evidence in support of the public
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avai l ability of docunment D7 before the priority date of
the patent application.

In support of its request the appellant submtted in
particul ar that docunent D5 failed to disclose the
feature of claiml1l that the iris of the inmaging | ens of
the canera was arranged between two | enses of the

I magi ng | ens, which feature allowed the arrangenent of
the telecentric lens in proximty to the imaging | ens
of the canmera. The incorporation of the telecentric

I magi ng system di scl osed in docunent D5 in the

appar atus di scl osed in docunent D3 woul d therefore not
result in an imging systemas defined in claiml.

The appel l ant al so contested that the content of
docunent D7 had been nmade available to the public
before the priority date of the patent application and
that it showed a tel ecentric arrangenent as cl ai ned.

Reasons for the Deci sion

1

3131.D

The appeal is adm ssible.

The deci si on under appea

Both claim1l of the present request and the claiml
considered in the decision under appeal are directed to
an apparatus for inspecting containers conprising,

inter alia, a canera having a |l ens systemof two | enses
and an iris arranged between the two | enses, and a

tel ecentric |l ens neans arranged so as to direct into
said canmera light transmitted through the container

nmout h.
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The deci si on under appeal is based on the grounds that
the use of a telecentric inmaging systemas disclosed in
docunment D5 and al so known from standard reference

wor ks on optics as exenplified by docunent D8
constitutes a well known solution to the probl em of

I nspecting objects subject to dinensional variations in
the direction of the optical axis. In particular, in
docunent D5 the telecentric Fresnel lens 2 and the
imaging lens 4 constitute the two | ens groups of a
canera and the pupil 6 constitutes an iris arranged
between the two | ens groups 2 and 4, and therefore the
i ncorporation of the telecentric imaging system known
fromdocunent D5 in the inspection apparatus according
to docunent D3 woul d yield strai ghtaway the subj ect
matter of the claim1l (see points 3 and 4 of the
reasons) .

The board cannot endorse the exam ning division's
concl usions, for the follow ng reasons.

Docunent D3 di scl oses an i nspection apparatus for
containers, conprising a video canera 34 (Figure 1
together with colum 2, lines 32 to 65) and a focusing
| ens system 36 (columm 2, lines 46 to 48). The docunent
does not disclose any telecentric arrangenent and it is
silent as to the position of the iris of the canera.

Docunent D5 di scl oses an inspection apparatus
conprising a Fresnel lens 2 and a canera 10 i ncl udi ng
an imaging lens 4 (Figures 1 and 2 together with

colum 3, lines 34 to 39 and lines 54 to 56). The

i maging |l ens of the camera is schematically represented
in Figure 1 by a lens neans 4 and a pupil 6. According
to the disclosure of the docunent (see colum 3,

lines 40 to 45), the pupil 6 represents the entrance
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pupi|l of the imaging lens 4. Therefore, according to
the definition of the entrance pupil of an inmaging | ens
(see for instance docunent D8, second paragraph of
section 4.8.2), the entrance pupil 6 is the inmage of
the aperture stop or iris of the imaging | ens formed by
the |l ens conponents of the imaging | ens preceding the
iris when viewed fromthe object side. Docunent D5,
however, is silent as to the actual position of the
iris of the imaging lens 4. Even if the schematic
arrangenent shown in Figure 1 were to be interpreted as
an indication that the entrance pupil 6 is in front of
the imaging lens 4, the position of the iris would
still be indeterm nate because the iris could then
either constitute the entrance pupil itself, or be
arranged between two | ens conponents of the inmaging

l ens 4, or be |ocated behind the inmaging | ens 4.

In addition, the board notes that the telecentric |ens
nmeans according to claiml is defined as a | ens

di stinct fromthe canmera and arranged so as to direct
l'ight fromthe container nouth into said canmera, whil st
the two | enses between which the iris is arranged are

| enses of the canera. As a consequence, the Fresne

| ens of docunent D5, which is nounted in close
proximty to the object to be inspected (colum 3,
lines 49 to 52 and Figure 1), cannot be identified with
one of the two | enses between which the iris is to be
arranged within the nmeaning of claim1, as it was
assunmed by the exam ning division in the decision under
appeal .

Docunment D8 is a general textbook on optics. According
to the paragraph bridging pages 186 and 187 the
entrance pupil of a telecentric optical systemis, by
definition, at infinity. The docunent, however, is
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silent as to specific inplenentations of telecentric
optical systens and in particular is silent as to

tel ecentric optical systens having the aperture stop or
iris arranged between two | ens conponents of the
optical system

Thus, none of the docunents D3, D5 and D8 di scl oses the
clainmed iris arrangenent, so that a conbi nati on of
their teachings cannot possibly yield an inspection
apparatus conprising all the features defined in
claiml1l, contrary to the examning division’s ruling in
t he deci sion under appeal. This decision should

t herefore be set aside.

Further prosecution of the application

Docunent D7, submtted during the appeal proceedi ngs by
a third party under Article 115 EPC, is the sole
citation to be directed to an apparatus for inspecting
the nouth of containers, conprising a telecentric

I magi ng arrangenent. The docunent appears therefore to
cone closer to the clained subject matter than any of
the prior art citations considered during the

exam nation procedure.

The question of whether docunent D7 was avail able to
the public at the priority date of the patent is
however still open. The appellant has contested that it
was part of the prior art, and al so raised objections
as to the technical content of the docunent.

I ncidentally, the board notes that the feature of
claiml relative to the canera conprising an iris
arranged between two | ens neans of the | ens system of
the canmera was not present in the clains as originally
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filed.

This feature is based apparently on the specific
enbodi nent di sclosed in the description with reference
to the optical arrangenent schematically represented in
Figure 1. The description of this enbodi nent, however,
only refers to the entrance pupil and not to the iris
of the imaging |lens of the canera being arranged
between two | enses of the |l ens system of the canera.
There is no indication in the file that the exam ning
di vi si on has al ready consi dered whet her the

i ntroduction of this feature actually resulted in the
claimsatisfying the requirenents of Articles 84

and 123(2) EPC

The main duty of the Boards of Appeal is to review
deci si ons under appeal and not to exam ne for the first
time issues not yet considered by the first instance.

Accordi ngly, taking due account of the observations in
paragraphs 3.1 and 3.2 above, and in order not to
deprive the appellant of the possibility of having its
case considered by two instances, the board, in the
exercise of its power under Article 111(1) EPC,
considers it appropriate in the circunstances to remt
the case to the departnent of first instance for
further prosecution.

Request for oral proceedings

The request for oral proceedi ngs was mai ntai ned by the
appel lant only in the event that the case woul d not be
remtted to the first instance. Since the case is to be
remtted to the departnent of first instance, ora
proceedi ngs before the board need not be appointed.



Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the departnent of first
i nstance for further prosecution.

The Regi strar: The Chai r man:

P. Muartorana E. Turrini
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