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Summary of Facts and Subm ssi ons

The appel | ant (patentee) | odged an appeal against the
deci sion of the Opposition Division revoking European
Patent No. O 540 455.

The Opposition Division held that the subject-matter of
claiml as granted | acked an inventive step.

. The appell ant requested remttal of the matter to the

first instance or mai ntenance of the patent in suit,

(i) as main request, on the basis of claim1 filed as
mai n request on 8 February 2000;

(ii) as first auxiliary request, on the basis of
claim1l1 filed as second auxiliary request on
8 February 2000; and

(iii)as second auxiliary request, on the basis of
claims 1 to 3 filed as "proposal of anended
claims" on 8 February 2000.

The respondent (opponent) requested that the appeal be

di sm ssed. As an auxiliary request, the respondent

requested that oral proceedi ngs be held.

L1l The follow ng docunments are referred to in the present

deci si on:

D2: US-A-4,294, 782

D4: DE-A-33 08 831
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Claim1l of the main request of the appellant reads as
fol |l ows:

"A process for obtaining printed sheets with optical
effects, said sheets conprising a ply of plastic

mat eri al worked as a |l ens through which notifs provided
behind said ply are viewed, at |east one of the
surfaces of said sheets (2) by neans of any
conventional system (3) being printed with the
pertinent notifs and illustrations; a transparent resin
(6), is applied on the surface to be printed thereby
whol Iy or partially inpregnating the sheet (2) surface,
after which the engraving (7-8) is perforned by
pressure and heat in the inpregnated area which wll
produce said optical effects;

characterized in that:

- the transparent resin (6') used in this process is
pol yneri zabl e by ultraviol et rays;

- the engraving on the resin-coated surface of the
sheets (2) is perfornmed at the same tine with pertinent
means, as ultraviolet rays are emtted on said sheets
(2) to polynerize the resin (6');

- the resin (6') is applied on the sheet (2), adjacent
the point of the calender (18) where the press roller
(12) is acting, i.e. where the engraving of the resin-
coated sheet is being effected by incidence of the
ultraviolet rays, so that said resin (6') is applied
practically at the same tinme as said sheet (2) is
delivered to said cal ender (18)."

Claim1l of the first auxiliary request corresponds to
claiml of the main request, with two of the features
of the characterising clause transferred to the

pr eanbl e.
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Claim 1l of the second auxiliary request of the
appel l ant reads as foll ows:

"A process for obtaining printed sheets with optical
effects, the pertinent notifs and illustrations being
printed on said sheets (2) and a resin (6) wholly or
partially inpregnating themis applied on the surface,
this resin is subsequently engraved for obtaining the
optical effects and is polynerized by ultraviol et rays,
t he engraving of the resin-coated face of the sheets
(2) being perforned at the sane tinme that with the
pertinent nmeans, as ultraviolet rays are emtted on
said sheets (2) to polinerize the resin (6)
characterized in that the resin (6') is applied on the
sheet (2) adjacent to the point of the cal ender (18)
where the press roller (12) is acting, i.e. where the
engraving of the resin-coated sheet is being effected
and its polinerization by incidence of the ultraviolet
rays."

The appel | ant has argued substantially as foll ows:

A letter had been filed in the procedure before the
OQpposition Division, containing clains formng the
basis of auxiliary requests, which was not taken into
account. An opportunity should therefore be given for
the Opposition Division to consider these cl aimns.

Claim1l1l of the main request is distinguished over the
di sclosure of D2 in that it is specified that the resin
is applied to the sheet adjacent to the point of the
cal ender where the press roller is acting.
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This feature is not suggested by the cited prior art

and involves an inventive step.

The respondent has argued substantially as foll ows:

The request for restitutio in integrumwas filed out of
time.

It does not involve an inventive step to alter slightly
the tine and place at which the resin is applied to the
sheet, since this does not have any effect upon the
engravi ng and pol ynerisation of the resin. There are
only three possibilities for applying the resin. That
is, directly on the substrate, to the cal ender, or at
the point at which the substrate neets the cal ender

The choi ce of one of these three possibilities does not
sol ve any problem and does not involve an inventive

st ep.

Claim 1 of the second auxiliary request does not conply
with the requirenments of Articles 84 and 123(3) EPC.

A communi cation setting out the provisional opinion of
t he Board was issued on 26 February 2003, inviting
observations fromthe parties within a period of four
nont hs. A further comruni cation of the Board was issued
on 29 August 2003, inviting observations fromthe
parties wthin a period of two nonths. No reply to
ei t her conmmuni cation was received fromthe appell ant.
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Reasons for the Decision

1.2
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Procedural Matters

The appel | ant has requested re-establishment of rights
on the grounds that a fax sent on 10 March 1999 and a
confirmation letter sent on 11 March 1999 at l|least did
not reach the file and were consequently not taken into
account by the Opposition Division. At this stage in

t he proceedi ngs, the Opposition Division had issued a
conmuni cation on 27 Novenber 1998 inviting the
appellant to file a response within a period of four
nont hs.

According to Article 122(2) EPC, an application for
restitutio in integrumnust be filed in witing wthin
two nonths of the renoval of the cause of non-
conpliance with the time limt. According to the case
| aw of the Boards of Appeal, the renoval of the cause
of non-conpliance occurs on the date on which the
person responsible is made aware of the fact that a
time limt has not been observed. In the present case,
the representative acting on behalf of the appell ant
becane aware of the fact that his fax and letter had
not been taken into account upon receipt of the

deci sion of the Qpposition Division issued on

9 Novenber 1999. The request for remttal to the first
i nstance was, however, only nmade with the statenent
setting out the grounds of appeal, received on

8 February 2000. The request, insofar as the request is
regarded as being for restitutio in integrum thus
cannot be al |l owed.
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The occurrence of a substantial procedural violation
within the nmeaning of Rule 67 EPC has not been
sufficiently substantiated. In the first place, there
is no evidence on file to the effect that the facsimle
al l eged to have been sent to the EPO on 10 March 1999
was in fact effectively sent to the EPO Furthernore,

it is not clear whether the registration receipt of the
Spani sh Post O fice, annexed to the statenent setting
out the grounds of appeal, actually refers to the
present case. Finally, it is noted that the letter of
reply constituting the facsimle is not dated. \Wen

gi ven an opportunity to respond to these points in a
communi cation of the Board issued on 29 August 2003, no
reply was received fromthe appellant.

The request of the appellant could al so be regarded as
being for remttal to the first instance as provided
for in Article 111(1) EPC. This is not, however,
appropriate in the present case. Caim1 under
consideration in the present main and first auxiliary
requests constitutes a conbination of clains 1 and 4 as
granted. This conbination was consi dered by the
Qpposition Division not to involve an inventive step
(see paragraph 4.1 of the decision of the Opposition
Division). The issues have thus al ready been consi dered
by the departnment of first instance.

The request for remttal to the first instance, whether
or not it is regarded as being a request for restitutio
in integrum thus cannot be all owed.
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Mai n request

2.2
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| nventive step

The cl osest prior art is represented by docunent D2,
and, in particular, the process described with
reference to Figure 2 of the drawings. In addition to
the features of the preanble of claim11, this docunent
di scl oses a process i n which:

(1) the transparent resin (24) is polynerizable by
ultraviolet rays (see colum 6, lines 9 and 10);
and

(ii) the engraving on the resin-coated surface of the
sheets is perforned at the sane tine as
ultraviolet rays are emtted on said sheets to
pol ynerize the resin (engraving is carried out by
means of noulds (42) at the sane tinme as
ultraviolet rays are emtted by the source (32)).

However, in the process of document D2, the resin (24)
is applied to the sheet (12) at a point spaced fromthe
poi nt of the cal ender where the press roller is acting.
The subject-matter of claim1 is thus distinguished
over the disclosure of docunent D2 in that the resin is
applied on the sheet adjacent the point of the cal ender
where the press roller is acting, i.e. where the
engraving of the resin-coated sheet is being effected,
so that said resin is applied practically at the sane
time as said sheet is delivered to said cal ender



2.3

2.4

2.5

0403.D

- 8 - T 0035/ 00

Figure 9 of docunment D4 shows a process for formng a
hol ogram on a | am nated structure by neans of a
cylinder (21). Transparent material (25) is supplied
froma nozzle (24) onto the surface of the cylinder.
Thus, the resin is applied to the sheet, i.e. first
makes contact with the sheet, adjacent the point of the
cylinder where a press roller (26) is acting, so that
said resin is applied to the sheet practically at the
sanme time as said sheet is delivered to said cal ender

The only possibilities for applying the transparent
resin to the substrate are to apply the resin:

(i) to the sheet upstreamof the point at which the
sheet passes between the cal ender and the press
roller as in the process of docunent D2,

(ii) to the cal ender upstreamof the point at which the
sheet passes between the cal ender and the press
roller as in the process of docunent D4, or

(iii)directly at the point at which the sheet passes
bet ween the cal ender and the press roller.

The choice of any of these possibilities so as to
arrive at the subject-matter of claim 1l does not solve
any techni cal problem and therefore does not involve an
inventive step. In particular, the advantages suggested
in the patent in suit at colum 5, lines 13 to 19, that
is, areduction in the size of plant and in the
engraving process tine, would not be obtained nerely as
aresult of altering the location at which the resin is
applied to the sheet.
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First auxiliary request

3. Claim1 of the first auxiliary request contains the
sanme features as claim1l of the main request. The
reasons for considering that the subject-matter of
claiml1l of the main request does not involve an
inventive step thus also apply to claim1l of the first

auxi liary request.
Second auxiliary request
4. In claim1 of the second auxiliary request of the
appellant, the following features contained in claiml
as granted have been omtted:
(1) the resin is transparent;
(1i) the sheets conprise a ply of plastics materi al
wor ked as a | ens through which notifs provided
t her ebehi nd are vi ewed; and
(iii)the engraving is perforned by pressure and heat.
5. The cl aim has thus been amended so as to extend the
protection conferred. The anmendnents to the
cl ai maccordingly do not conply with the requirenents

of Article 123(3) EPC

6. In view of the above, none of the requests of the
appel l ant are al | owabl e.

0403.D
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Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

P. Crenopna W Moser
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