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The appel | ants (opponents) | odged an appeal, received
on 3 January 2000, agai nst the decision of the

opposi tion division, dispatched on 9 Novenber 1999, to
reject the opposition against the European patent

No. 0 632 301. The fee for the appeal was paid on

3 January 2000. The statenent setting out the grounds
of appeal was received on 1 March 2000.

Opposition had been filed against the patent as a whole
on the basis of Article 100(a) EPC, and in particular
on the grounds that the subject-matter of the patent
was not patentable within the terns of Articles 52

to 57 EPC because it did not involve an inventive step.
To support their objections the opponents referred to
docunents D1 to D16. After expiration of the nine nonth
period according to Article 99(1) EPC the opponents
filed the further docunents D18 and D19. These | ate-
filed docunents were accepted by the opposition

di vi sion, because in its opinion D18 was consi dered as
the closest prior art.

In the statenment of grounds of appeal the appellants
cited new docunents El-a to E1-f; E2; E3-a to E3-c; E4
and E5 which should prove public prior use. The

appel  ants concl uded that the subject-matter of claiml
of the patent |acked novelty and therefore, inevitably,
al so | acked an inventive step. The appellants
furthernore objected to | ack of inventive step of
claiml in the light of the conbination of

docunents D18 and D3 or D18 and newy filed

docunent E2.
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In response to a Conmuni cation of the board pursuant to
Article 11(2) of the Rules of Procedure of the Boards
of Appeal the appellants submtted two docunents El-g
and E1-h with translations into English to further
support their objection pertaining to public prior use.

On 7 Novenber 2002 oral proceedi ngs were conducted
according to the auxiliary requests of both parties.

At the oral proceedings the appellants requested that

t he deci sion under appeal be set aside; that the
docunents submtted during the appeal proceedi ngs be
consi dered as admi ssible; and that the case be remtted
to the first instance for further prosecution.

The respondents requested that the appeal be di sm ssed
as inadm ssible. The respondents further requested that
the late filed docunents be consi dered as i nadm ssible
and that the case be decided by the board w t hout
remttal.

The nunbering of the documents referred to in the
appeal proceedings reads:

( D3) GB- A-2 144 559

( D6) US- A-4 741 592

(D18) FR A-2 607 311

(D19) Ronpp- Chem e- Lexi kon, Georg Thi enme Verl ag
Stuttgart, 1990, entries for "Al kene" and

"Hydri erung"”

(El-a) Letter dated 18 July 1991 from Seppic to Tel eco
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(E1l-b)

(El-c)

(E1-d)

(El-e)

(E1-f)

(El-9)

(E1-h)

(E2)

(E3-a)

( E3- b)

(E3-c)

(E4)
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Tel ef ax dated 19 Novenber 1992 from Seppic
to SAl

Tel ef ax dated 3 Decenber 1992 from SAl to Seppic
I nternational Consignnment Note dated 12 January
1993 from Transport Conpany Al bert Fréres to

Ri ndi

| nvoi ce dated 31 March 1993 from R ndi to Al bert
Fr er es

| nvoi ce dated 21 January 1993 from Seppic to
Tel eco

Tel ex dated 1 Decenber 1992 from Tel eco to
Seppi c

Delivery note dated 15 January 1993 from Tel eco
to Seppic

Provi si onal data sheet Sepigel H400, bearing a
reference "07/1019/02, C/ SIL/GB, 04/93"

Letter dated 1 February 1993 from SAl to Ceat
Cavi Industrie

Letter dated 1 February 1993 from SAl to Cavice

Letter dated 1 February 1993 from SAl to Tratos
Cavi

Copy of a technical report, dated 13 Novenber
1992, deposited at the office of M Passel ac,
notary in Castres (Tarn), FR
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(E5) Data sheet "BP Chim e Pol ybutenes Napvis", bearing
a reference "PHD/CH - 5.11.81"

The wordi ng of independent claim1l1l reads as foll ows:

"A hydrogen-absorbing conposition for optical fiber

cabl es, conpri sing:

- a hydrocarbon conpound conprising at |east 90% by
wei ght of a silicon-free non-aronatic unsaturated
hydr ocar bon;

- a catal yst selected froma group including the
transition nmetals, salts and organic and inorganic
conpl exes of the transition netals;

characterized in that said silicon-free non-aromatic

hydr ocar bon conpound conpri ses an unsat urated

hydr ocar bon which is not obtained by pol ynerization of

nmononer s i ncl udi ng conjugate di enes, said unsaturated

hydr ocar bon havi ng:
i) a nolecul ar wei ght distribution about a nmean
value varying within a limted range such that it
wi || show no significant phase separation
phenonena by decantation or chromatography on a
fibrous support;
ii) a viscosity at roomtenperature in the range
of from500 to 70,000 cSt,
iii) a viscosity at roomtenperature bel ow 70, 000
cSt, after ageing by exposure to air in thin |ayer
for at |east 7 days at 100°C

sai d hydrocarbon conpound havi ng doubl e bonds reactive

to hydrogen at roomtenperature, in a correspondi ng

amount to a iodine value in the 7 to 100 g/100g range."

The wordi ng of independent claim 13 reads as foll ows:

"An optical fiber telecomunications cable conprising a
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core (1) provided with at |east one optical fiber (3)
received in a respective housing (2) of said core (1)
characterized in that the cable conprises, in at |east
a portion (Z1, Z2) of its internal volune, a hydrogen-
absor bi ng conposition according to anyone of

claims 1 - 12."

Clains 2 to 12 and 14 to 19 are dependent cl ai ns.

The argunents of the appellants nay be sunmarised as
fol | ows.

The objection fromthe respondents that the appeal
woul d be i nadm ssi bl e because of |ack of substantiation
in the grounds of appeal was unfounded. In the grounds
of appeal it was discussed why the view of the

opposi tion division was erroneous that a conbination of
t he di sclosure in docunent D3, which taught the

useful ness of palladiumas a hydrogen absorbi ng
substance in optical fiber cables with the teachings of
docunents D18, D13 or D14, disclosing optical fiber
cabl es with hydrogen-absorbing substances with the
features (i), (ii) and (iii) as defined in claim1l was
not obvious. In addition, for further substantiation
that the introduction of palladiumin a synthetic oi
for absorbing hydrogen is obvious, docunent E2 was
cited in the grounds of appeal.

Docunents El-a to El-g and E2 to E5 showed that the
subject-matter of claim1 was not novel because of
public prior use, and therefore necessarily could not

i nvol ve an inventive step. In particular document El-a
proved the shipnment of a sanple of the material Sepigel
H400 from the conpany Seppic to the conpany Teleco. In
this respect it was pointed out that Seppic was a third
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party which was not related to the appellants' conpany
(Al catel), therefore the situation differed fromthe
one addressed in decisions T 472/92 and T 97/94, in

whi ch cases the opponent itself was involved in a prior
use, and which lead the board to require a very strict
proof for prior use. As docunented by E4 and E5, the
product Sepigel H4A00 had the sane conposition as the
material defined in claiml1l. Since it was the materi al
itself which before priority date of the patent in suit
was traded between third conpani es and which materi al
could easily be anal ysed by the buyer (Teleco) and
since these transactions were not confidential, the
presence itself of the material before priority date of
t he patent destroyed the novelty of the subject-matter
of claim1l. Therefore it was irrelevant that the
contents of docunment E4 were secret. Furthernore
docunents El1-b to E1-h constituted a concl usive proof
of a commercial delivery of an anobunt of 200kg Sepi gel
HA400 from Seppic to Teleco, its paynent and the
acceptance of the material by Tel eco. Since fromthese
docunents it was evident that this was an ordinary
commerci al order, including invoice and paynent, and
fromwhich no confidentiality restrictions were known,
t hese docunents al so proved public prior use, as ruled
in decisions T 482/89 and T 301/94. The quantity of
200kg could not be regarded as a "sanple” within the
meani ng of the decision T 782/92, because this quantity
woul d be sufficient for manufacturing sone tens of

kil onetres of optical cable. Should there still be any
doubt as to the question whether the sold material of
docunents El-a to E1-h had the same conposition as that
docunented in E4 it was requested to remt the case to
the first instance for further prosecution.

The argunents of the respondents may be summari sed as
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foll ows:

The appeal was not admi ssi bl e because the
statenent of grounds of appeal did not discuss why
t he decision of the opposition division was w ong
and nor did it specify the | egal and factual
reasons for setting aside the appeal ed deci si on,
whence the conditions for adm ssibility formul ated
in decision T 220/83 and confirmed in many

deci sions of the boards of appeal were not
fulfilled. Furthernore, in line with the decisions
G 1/95, G 7/95 and in particular T 1007/95, the

i ntroduction at the appeal stage of a new ground
of opposition together with new docunents had to
be considered as a non-all owabl e new opposition.
As to the late-filed docunents El-a to El1-h and E2
to E5, these should not be admtted into the
appeal procedure, because according to the

rel evant case law, for instance T 1002/92, |ate-
filed materials should only be admtted if these
were prima facie highly relevant, which condition
was not nmet in the present case. According to the
est abl i shed case | aw, see the decisions T 472/92
and T 97/94, an opponent alleging prior public use
must prove his case up to the hilt in order to
establish a degree of certainty beyond al
reasonabl e doubt. The late-filed docunents did not
nmeet these criteria, since docunents El-a to El-h
only related to the shipnment of a sanple or of a
quite small anmount of the material conpared to the
usual quantities needed for application on an

i ndustrial scale. These shipnments should therefore
be regarded as for test purposes which did not
render the material freely available, in agreenent
with decision T 782/92. Furthernore although
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decision T 482/89 ruled that a single sale was
sufficient to render an article sold available to
the public within the neaning of Article 54(2)

EPC, according to this decision this was under the
condition that the buyer was not bound by an
obligation to maintain secrecy. Such an obligation
coul d be based on an explicit agreenent or could
be inmplicit, stemmng fromthe particul ar
circunstances of the sale. For the alleged
transacti ons between Seppic and Tel eco the second
case applied, because Seppic wi shed to keep the
conposition of the material secret, as docunented
by the secret docunent E4, and simlarly Tel eco
had clearly an interest in keeping this
conposition and its application in fiber cables
secret for its conpetitors in order not to | oose

t he technol ogi cal advant age.

Wth respect to the further docunments, document E2 was
a provisional data sheet which nerely nentioned a
conposition of a synthetic oil and filler with 250 pp
pal | adium where in any case it was not clear whether
and when this docunent had been distri buted.

Docunents E3-a to E3-c were copies of letters wthout
any technical information about the products referred
to. Docunent E4 was a secret docunment and docunment E5
was of no rel evance.

As to the issue of remtting the case to the first

i nstance, the respondents could not agree with this,
because this woul d cause a |long delay in the procedure,
which would inply a delay in legal certainty
unacceptable to the proprietors.

0017.D Y A
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Reasons for the Decision

1. Adm ssibility of the appeal

1.1 Wth respect to the respondents’ objection that the
appeal is not adm ssible because of |ack of
substanti ation, the board observes the following. In
the statenent of grounds of appeal the appellants
argued that chem cal conpositions with the features
(1), (ii) and (iii) of the material defined in claiml
for use in optical fibers had been known (documents
D18, D13 and D14, these conpositions being commercially
of fered under the designations "Hyvis3", "Napvis DE2"
and "Napvis DE3"). The appellants furthernore di sagreed
with the opinion of the opposition division that the
i ntroduction of palladiumin the above conpositions was
not obvious. To substantiate their view concerning the
obvi ousness of such introduction they referred in the
statenent of grounds to docunent D3, which inter alia
provi ded for the use of palladiumin optical fiber
cables. As a further proof of obviousness for using
pall adiumthey referred to the new docunment E2.

1.2 In the opinion of the board, the present case is in
contrast to the one addressed in decision T 220/ 83
referred to by the respondents, in which case the
appel l ants (patent proprietors) in the notice of appeal
had nerely asserted that the clainmed subject-matter
i nvol ved an inventive step because of a selection
i nvention overcom ng a technical prejudice, wthout,
however, providing the necessary facts show ng such a
prej udi ce.

1.3 Therefore, the board is satisfied that the appeal is
sufficiently substantiated and that it neets the

0017.D Y A



0017.D

- 10 - T 0012/ 00

requirenments of Articles 106 to 108 EPC and Rul e 64
EPC.

Docunents El-a to El-h and E2 to E5

Adm ssibility of a new ground of opposition

In the notice of opposition the only ground referred to
in the context of Article 100(a) EPC had been that the
subj ect-matter of the patent was not patentable because
it did not involve an inventive step within the neaning
of Article 56 EPC.

In the statenment of grounds of appeal the appellants
concl uded that because the newy cited docunents
denonstrated prior use, the subject-matter of claim1l
was not novel and, by way of inevitable consequence,
did not involve an inventive step.

In the letter dated 18 July 2000 the respondents
requested that the introduction of a new ground of
opposition should not be allowed. They repeated this
request during the oral proceedings.

As to the new ground of opposition reference is nade to
the decisions G 10/91 and G 7/95. In the latter

deci son the Enlarged Board ruled that "In a case where
a patent has been opposed under Article 100(a) EPC on
the ground that the clains |ack an inventive step in

vi ew of docunents cited in the notice of opposition,

t he ground of |ack of novelty based upon Articles 52(1)
and 54 EPC is a fresh ground for opposition and
accordingly may not be introduced into the appeal
proceedi ngs wi thout the agreenent of the patentee”.
Therefore, since the respondents do not agree with the
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i ntroduction of this new ground the board has no power
to consider novelty as a ground in the proceedings.

Adm ssibility of docunments El-a to El-h and E2 to E5

In the board's view, taking into account that, apart
fromthe objection of |lack of novelty, the appellants
have al so objected that as an inevitable consequence of
the alleged prior public use the clainmed subject-matter
| acks an inventive step, the non-admttance of the
ground of appeal based on |lack of novelty in the
proceedi ngs for the reasons set out under point 2.1
above does not constitute per se a reason for not
admtting the above |isted docunents for the purpose of
assessing inventive step of the clained subject-matter.

According to the respondents' subm ssions said |ate
filed docunents should be considered as inadm ssible
because they were not prima facie highly relevant as
set out as a criteriumfor admssibility of late-filed
docunents in decision T 1002/92. They further referred
to the decisions T 472/92 and T 97/94, according to
whi ch the appell ants shoul d have proven the alleged
prior public use up to the hilt.

Wth respect to the criterium"prima facie highly
relevant”, the cited decision T 1002/92 defines this
concept in the sense "...that it is highly likely to
prejudi ce mai ntenance of the European patent in suit".

Wthout going into the nmerits of the docunents filed by
t he appel l ants during the appeal proceedings, it is
clear that if, after careful assessnment of their
contents, these would i ndeed be able to destroy
inventive step, as being the proof of public prior use,
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the patentability of the claimed subject-matter would
be questionable. Therefore the above criteriumfor
adm ssibility into the proceedi ngs appears to be

ful filled.

In the decisions T 472/92 and T 97/94 cited by the
respondents the boards indeed applied as a standard of
proof in the particular cases of prior public use then
under decision a very strict criteriumthat the
opponent must prove his case up to the hilt. However,
as explained in decision T 472/92, point 3.1 of the
Reasons of the Decision, the application of this
criteriumwas notivated by the fact that the opponent
had been involved in the prior use and that in such a
case practically all the evidence in support of the
all eged prior public use lied within the power and
know edge of the opponent. The board ruled that for
this particular situation the standard of proof used in
obj ections under Article 100 EPC, i.e. the bal ance of
probability, should exceptionally not be applied. The
same strict criteriumnotivated by an all eged prior
public use by the opponent was applied in the decision
T 97/ 94, point 5.1 of the Reasons.

Simlarly in the decision T 782/92 the board observed
that in the case under decision all evidence
docunenting the alleged prior use originated fromthe
opponent's conpany, whence it ruled (point 2.2 of the
Reasons, | ast paragraph) "...that the burden of proof
is wth the Qpponent, in particular to denonstrate
beyond any reasonabl e doubt that the circunstances of
al l eged prior use allow the conclusion that the

i nformati on concerned was freely available to the
public...".
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The present appeal case differs fromthe above cases in
that the material (Sepigel H400) on the basis of which
prior public use was clained originated froma third
party (Seppic) which was not related to the appellants’
conpany. Although it would still be the task of the
party alleging a prior public use to furnish sufficient
proof, it could be expected that in a case wherein
third parties are involved in principle both parties
could collect evidence in order to prove their views.
Therefore in the opinion of the board, for assessing
the standard of proof to be applied in such a case it
woul d appear nore appropriate to apply the principle of
bal ance of probability. In this respect reference is
made to decision T 254/98, where with reference to the
guestion of prior public use by a third party the board
ruled in point 2.7 of the Reasons "A party cannot
relieve itself of the burden of providing
counter-evidence for facts it alleges sinply by
referring to the above nentioned decision (i.e.

T 472/ 92) and stating that all the evidence is within
the power of its adversary, w thout bringing proof that
not he but only the Respondent was able to collect the
evi dence in support of the respective contention”

Therefore in the board s opinion the issue of
procedural adm ssibility for the newy filed docunents
woul d appear to be fulfilled, w thout, however, the
board taking any position with respect to the actual
deci sive character of these docunents.

Furt her prosecution
Since by the admtted newy filed docunents the

evi dence form ng the basis of the appeal proceedi ngs
has substantially changed and the board in this respect
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has been presented with a conpletely fresh case, the
board follows the accepted practice of the case | aw of
t he boards of appeal to remit the case to the first

i nstance in accordance with Article 111(2) EPC for the
assessnment of inventive step of the clainmed subject-
matter.

3.2 It is noted that the appellants had filed a request for
remttal during the oral proceedings.

3.3 Furthernore, although at the oral proceedings the
respondents requested that the board shoul d decide the
case without remttal, this request was nmade in
connection to their request not to admt the newy
filed docunents. Indeed, should these docunents not
have been admtted, there woul d have been no necessity
for remttal.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.
2. The case is remtted to the first instance for the
assessnment of inventive step taking into account also

t he docunents filed by the appellant during the appeal
pr oceedi ngs.

The Regi strar: The Chai r man:

0017.D
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P. Muartorana E. Turrini
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