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Summary of Facts and Subm ssi ons

C3270.D

The petition for review concerns decision T 1874/ 06 of
Board of Appeal 3.2.07 which dism ssed the petitioner's
appeal against the decision of the opposition division
to revoke European patent No. 1 021 584. The petition
of the appellant is based on the ground of

Article 112a(2)(c) EPC, i.e. an alleged fundanental
violation of Article 113 EPC.

The revoked patent of the appellant/petitioner relates
to atool wwth a tool body and a wear resistant |ayer
system The structure of the clainmed | ayer systemis
defined inter alia by a paraneter Q. Caim1 of al
requests considered by the Board differed froma prior
art docunent E2A by the feature that the val ue of
paraneter Q was at least 5. According to the patent in
suit "the Q values as specified lead to an

astoni shingly high inprovenent of wear resistance, and
thus of lifetime of a tool, if such a tool is of the
kind as specified" (page 4, lines 18 and 19 of the

patent specification).

The opposition division had revoked the patent for |ack
of inventive step mainly based on the finding that the
proprietor had not been able to show any speci al
technical effect for the selection of a Q val ue over 5.
Wth the statenent of the grounds of appeal the

appel l ant/petitioner submtted a "sketch A" with
"bottom' and "top" characteristics, respectively
representing the cutting performance vs. the Q val ues
for layer systens as disclosed in table 1 and table 2
of the patent. In the appellant's subm ssion "sketch A"

showed that at Q values of at |least 5 there was an
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unexpected increase of cutting performance. The cl ai ned

tool was therefore not obvious in view of E2A.

The witten decision of the Board of Appeal deals with
the issue of inventive step based on the problem

sol ution approach. In point 5.5 the Board found that
the skilled person, starting fromthe general teaching
of docunent E2A and the exanples disclosed in table 1
of this docunent and aimng to inprove the wear
resistance, "would inevitably arrive at the subject-
matter of claiml of auxiliary request Il w thout any
inventive skill". Then, in point 5.5.1 the Board turned
to the appellant's subm ssions and found inter alia

t hat, based on "sketch A", no effect could be

acknow edged at all, since the appellant had conpared
cutting performance val ues belonging to two different

| ayer systens as represented by the two characteristics
in "sketch A". "Consequently, it has not been shown
that this effect has its origin in the distinguishing
feature" as required by the established jurisprudence
of the Boards of Appeal. At the end of point 5. 5.1 the
Board added: "Furthernore, as evident from exanples 1-7
a higher Q value does not inply an increased cutting

di stance" and, in support of this statenent, nmade its
own conparisons of cutting performance val ues and Q

val ues based on enbodi nents of table 1 of the patent.

Inits petition for review the appell ant/petitioner
submts that the Board 3.2.07 based its witten

deci sion on a wong understandi ng of the appellant's
subm ssions in support of an unexpected effect, in
particul ar of "sketch A", which had never been

di scussed. The Board was in error in assumng that the

appel lant had tried to derive an unexpected effect from
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a conpari son between the two characteristics in
"sketch A", i.e. the "top" characteristic belonging to
the | ayer systemof table 2 and the "bottont
characteristic belonging to the different |ayer system
of table 1 of the patent. The appell ant had never made
such an obviously wong conparison and the Board had
never addressed this issue before. Thus, the Board had
refused to acknow edge the unexpected effect to be
shown by "sketch A" based on a ground on which the
appel I ant never had an opportunity to present its

comrent s.

In a comuni cati on annexed to the sumons to oral
proceedi ngs the Enl arged Board of Appeal indicated that
the so-called "wong conparison" argunent indeed
appeared not to have been raised by the Board of Appeal
during the appeal proceedings. It could not be excl uded
that the petitioner's right to be heard was violated in
this respect. It had therefore to be consi dered whet her
such a procedural defect anpbunted to a fundanenta
violation of Article 113 EPC. According to the
jurisprudence of the Enlarged Board of Appeal this
woul d only be the case if a causal |ink existed between
the procedural defect and the final decision. However,
there were doubts whether the "wong conparison”
argunent i ndeed was the only reason for which the Board
did not acknow edge an unexpected effect. In this
connection it was pointed out that the decision under
review al so contained an analysis of the exanples 1 to
7 of table 1 of the patent as represented by the bottom
characteristic of "sketch A" and that the Board had
concluded fromthis analysis that a higher Q value did
not inply an increased cutting di stance. Moreover,

i ndependently of the alleged unexpected effect, it
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appeared that the main ground for the dismssal of the
appeal was based on the classical problemsolution
approach starting from docunent E2A as cl osest prior

art.

At the oral proceedings before the Enlarged Board of
Appeal , which took place on 24 March 2010, the
petitioner disagreed with the comruni cation of the

Enl arged Board of Appeal in respect of |ack of a causal
link. I'n the petitioner's viewthere clearly existed a
causal |ink between the denial of the petitioner's
right to be heard on the "wong conparison"” argunent

and the Board's decision to dism ss the appeal.

(a) In this connection the first question to be
answered was whet her the Board had refused to
acknow edge the unexpected effect solely based on
the "wrong conparison" argunment devel oped in
connection with "sketch A'. In the petitioner's
subm ssion this was indeed the case. The fact that
the Board, in a passage follow ng the "wong
conparison" argunent, further analysed the cutting
di stances and the Q val ues of enbodi nments of the
patent, had nothing to do with the previous
interpretation of "sketch A'". Had this
interpretati on been done correctly, as proposed by
the petitioner, it would have led to the
acknow edgenent of an unexpected effect. On the
ot her hand, the purpose of the additional analysis
by the Board of the exanples 1 to 7 was sinply not
clear. Even if the bottom characteristic of
"sketch A" had partly been derived fromtable 1 of
the patent, it could not sinply be equated with

the exanples 1 to 7 of this table. In any case the
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Board did not, in this connection, refer to
"sketch A". It therefore could not be concl uded
that the analysis by the Board of exanples 1 to 7
was an additional reason for not acknow edgi ng an

unexpected effect.

(b) The second question to be considered was whet her
the subm tted unexpected effect, had it been
acknow edged by the Board, would have infl uenced
t he probl em sol uti on approach on which the
di sm ssal of the appeal was based. This question
only needed to be answered if the Enlarged Board
of Appeal agreed with the petitioner's argunents
referred to in paragraph (a) above. In this case
it had to be considered that the notivation of the
skilled person to depart fromthe cl osest prior
art, i.e. docunent E2A, was an inportant aspect of
t he coul d-woul d consideration within the framework
of the problem solution approach. In this
connection "sketch A" was decisive because it
showed that there was no notivation for the
skilled person, starting fromQ values in the
range of 1.5 to 3 known from docunent E2A, to
further raise the Q value as the unexpected
i ncrease of the cutting performance woul d not have
occurred until a Q value of 5 was reached.
Therefore, a correct interpretation of "sketch A"
woul d have influenced the probl em sol ution

approach and led to a different decision.
VIIl. The petitioner requested that the decision of the

Board of Appeal be set aside and proceedi ngs before

the Board of Appeal be re-opened.

C3270.D
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Reasons for the Decision

Adm ssibility of the petition for review

C3270.D

The petitioner is adversely affected by the decision
T 1874/06 to dismss its appeal. The petition for
review was filed on the grounds referred to in

Article 112a(2)(c) EPC. It contains an indication of
the decision to be reviewed and reasons for setting
aside this decision. The petition therefore conplies
with the provisions of Article 112a(1l) and (2) EPC and
of Rule 107(1)(b) and (2) EPC.

The witten decision T 1874/06 was notified to the
parties by registered |letter posted on 23 Septenber
2009. The two nonth period for filing a petition for
review expired on 3 Decenber 2009. The present petition
for reviewwas filed and the fee was paid on

23 Novenber 2009. The petition therefore also conplies
with Article 112a(4) EPC.

Pursuant to Rule 106 EPC a petition under

Article 112a(2)(a) to (d) EPCis only adm ssible where
an objection in respect of the procedural defect was
rai sed during the appeal proceedings and di sm ssed by
the Board of Appeal, except where such objection could
not be raised during the appeal proceedings. In the
circunst ances of the present case the petition is based
on the subm ssion that the witten decision of the
Board of Appeal contains grounds on which the
petitioner had no opportunity to presents its comments.

Therefore, the exception of Rule 106 EPC applies here.
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Accordingly, the Enlarged Board of Appeal is satisfied

that the petition is not clearly inadm ssible.

Al lowability of the petition for review

C3270.D

The di scussion during the appeal proceedings minly
concerned inventive step pursuant to Article 56 EPC in
vi ew of docunent E2A and, in particular, the foll ow ng
question: Was it obvious for the skilled person aimng
at further inproving the performance of tools to
increase the Q value of the |ayer systemknown from E2A
to a value of at least 5? It is in this context that
the petitioner referred to neasuring results discl osed
intables 1 and 2 of his patent. Together with the
grounds of appeal he filed "sketch A" representing the
val ues of these tables in the formof two
characteristics showing the cutting performance versus
the Q values. It was submtted that both
characteristics showed an unexpected i ncrease of the
cutting performance of the tool at Q val ues of at

|l east 5. This was one of the proprietor's argunents in

support of inventive step.

Neither in the Board' s comuni cati on annexed to the
sumons to oral proceedi ngs nor anywhere else in the
file is there any indication that the issue of an

all egedly "wrong conpari son” between the Q val ues of
the top characteristic and those of the bottom
characteristic in "sketch A" was raised. It therefore
appears that this reason of the Board of Appeal for not
acknow edgi ng an unexpected effect, as set out in

point 5.5.1 of the decision under review, was indeed

never discussed in the appeal proceedi ngs. Thus, it
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cannot be ruled out that the petitioner's right to be

heard was disregarded in this respect.

In point 3.3 of the petition and at the oral
proceedi ngs before the Enl arged Board of Appeal (see
point VIlI, supra) the petitioner submtted that the
violation of his right to be heard was fundanental as
there was a causal |ink between this violation and the
final decision (thereby inplicitly applying the
jurisprudence of the Enlarged Board of Appeal in case
R 1/08). As conceded by the petitioner such a link can
only be assuned to exist if the Board had refused to
acknowl edge an unexpected effect solely based on the
"wrong conparison" argunent (on which the petitioner
was not heard). If, on the other hand, the Board had
refused to acknow edge the unexpected effect also for
ot her reasons on which the petitioner was heard it
coul d not be argued that the procedural deficiency

causally determ ned the final decision.

The "wrong conpari son" argunment referred to above is

di scussed in point 5.5.1 of the decision under review.
Point 5.5.1 is clearly devoted to a discussion of the
argunents forwarded by the petitioner. These
considerations are preceded, in point 5.5 by a

conpr ehensi ve reasoni ng of the Board concerning

i nventive step having regard to docunent E2A. Based on
the teaching of docunent E2A alone, in particular of
its exanples 1 and 7, the Board cones to the concl usion
that "the application of a bias voltage of -50V in
conbi nation with the discharge current and the nitrogen
pressure being held constant at those of exanples 1 and
7 (...) would inevitably produce a Q val ue above 5

Therefore the person skilled in the art would
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inevitably arrive at the subject-matter of claim1l of
auxiliary request Il wthout any inventive skill"
(enphasi s added). Wiether this argunentation is correct

i n substance cannot be the subject of review

proceedi ngs (see R 2/08, point 5 of the reasons; R 9/08,
point 6.3 of the reasons). In any case the |ine of
reasoning in point 5.5 is independent of a possible
unexpected effect of the clainmed subject-matter and

t heref ore i ndependent of "sketch A".

For this reason it is highly questionabl e whether the
procedural deficiency referred to in point 6., supra,
coul d have been causal for the final decision. However,
this question can be left open since, as will be shown
in the follow ng, the "wong conparison” argunent was
not the only reason of the Board for not acknow edgi ng

an unexpected effect.

Point 5.5.1 of the reasons deals, in a first paragraph,
with the appellant's counter-argunents in respect of
the teaching of docunent E2A. In a second paragraph the
Board then anal yses appellant's "sketch A" in view of
the all eged unexpected effect. Based on the "w ong
conparison" argunent the Board concludes that "it has
not been shown that this effect has its origin in the
di stinguishing feature". Then the Board goes on to
state: "Furthernore, as evident fromexanples 1-7 a

hi gher Q val ue does not inply an increased cutting

di stance", followed by an analysis of the Q values and
the correspondi ng cutting di stances of various exanpl es
of table 1 of the patent. I|ndependently of whether or
not this analysis is correct in substance, it shows
that the Board considered the alleged effect of an

i ncreased cutting distance at higher Q values not only
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under the aspect of a supposedly "wrong conparison”
between two different | ayer systens, but al so based on
an analysis of the Q values and the cutting distances
bel onging to one specific |layer system Even if it is
true that the Board of Appeal did not explicitly refer
to "sketch A" in this connection, its analysis refers
to nmeasuring values substantially as contained in the
bottom characteristic of "sketch A" fromwhich the
petitioner derived the existence of an unexpected
effect. The concl usion drawn by the Board fromthese
measuring values that "a higher Q value does not inply
an increased cutting distance" is to be considered as a
direct answer to the appellant's argunentation of an
unexpected effect. The Board thus denied the existence
of an unexpected effect for a second reason on the sane
factual basis as "sketch A" submtted and di scussed by
the appel |l ant/petitioner during the appeal proceedi ngs.
The question whether or not this finding of the Board
of Appeal was correct in substance cannot be the

subj ect of the review proceedi ngs (see point 8, supra).

The Enl arged Board of Appeal therefore concludes that
the "wrong conpari son" argunment was only one of two
grounds for which the Board did not acknow edge the
exi stence of an unexpected effect and that the second
ground given in the decision under review was a
reaction to the subm ssions of the appellant on this

i ssue. Consequently, for this reason alone there is no
causal |ink between the procedural deficiency as
specified in point 6, supra, and the decision under
review. Due to such a lack of causal link the violation
of Article 113 EPC is clearly not fundanental w thin
the nmeaning of Article 112a(2)(c) EPC
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Or der

For these reasons it is unani nously decided that:

The petition for reviewis rejected as clearly unall owabl e.

The Regi strar: The Chai r man:

W Roepstorff P. Messerli
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