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Leitsatz / Headnote / Sommaire

I. If a mistake is made in a declaration of priority, it may

be corrected in accordance with Rule 88 EPC, provided that

a request has been made for correction sufficiently early

for a warning to be included in the publication of the appli-

cation (cf. Decision of the Legal Board of Appeal in Case

J 04/82, Official Journal EPO 1982,

385).

II. If such a warning is not published, the gquestion must be

considered whether the public interest would be adversely

affected by allowing the correction,

special circumstances of the case.

taking into account any

ITI. A Board of Appeal has no power to order refund of fees paid

in respect of a European patent application which is not the

subject of an appeal before that Board.
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SUMMARY OF FACTS AND SUBMISSIONS

I. On 17th November 1981, professional representatives
filed European patent application No. 81 305 433.5 on
behalf of the appellants. Priority was claimed from a
single United Kingdom national application filed on 27
November 1980. In fact the appellants, by letter dated
2 September 1981, had instructed the professional re-
presentatives to claim priority from that national
application and from three others filed respectively on
18 March 1981, 21 April 1981 and 9 September 1981. The
professional representatives had ordered and obtained
copies of the relevant priority documents from the
United Kingdom Patent Office but, in the absence on
holiday of the person who had ordered them, the Euro-
pean patent application was prepared for filing by
someone else, and priority was erroneously claimed only

from the first of the four national applications.

II. The error was not discovered until 30 November 1981,
when the professional representatives telephoned an
official of the Receiving Section of the EPO, by whom
they were advised to request correction of the Request
for Grant form under Rule 88 EPC.

III. On 4 December 1981 the appellants' professional repre-
sentatives filed a request for correction under Rule 88
EPC and the priority documents for all four priority

claims.

V. By letter dated 8 December 1981, the Receiving Section

requested evidence as to the intention of the appel-
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lants to claim all the priorities and a declaration by
the person or persons responsible for the alleged

error.

Declarations made under the English Statutory Declara-
tions Act 1835 by two of the professional representa-
tives concerned, together with letters from the appel-
lants giving relevant instructions, were filed as evi-
dence on 2 March 1982.

V. On 18 March 1982, the appellants filed, by way of
precaution, a second European patent application (No.
82 301 389.1), claiming the remaining three priority
dates. This application was published under No. 0 061
304 on 29 September 1982.

VI. On 30 March 1982, the Receiving Section issued the
decision under appeal, rejecting the request for cor-
rection under Rule 88 EPC on the ground that at the
time of filing the application there was no reference
to more than one claim of priority and that therefore

the request and the evidence could not be considered.

VII. Notice of appeal was given by letter dated 27 May 1982.
The appeal fee was duly paid and a statement of grounds

of the appeal was received on 26 July 1982.

VIII. Notwithstanding that the present appeal was pending,
the EPO published European patent application No. 81
305 433.5, as filed, under No. O 053 884 on 16 June
1982.

IX. In their statement of grounds, the appellants contended
that the decision under appeal ought to be set aside
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and the request for correction granted on the grounds:
that there was sufficient evidence of the applicants'
intention and of the error; that there was nothing in
Rules 38 or 41 EPC which could exclude correction of
the error; that for an error in the Request for Grant
to be corrected under Rule 88 EPC it did not have to be
an obvious error and that previous decisions of the
Legal Board of Appeal on the question of adding omitted
designations of States could be relied upon by the
appellants. They further complained that the Receiving
Section had issued its decision without giving the
appellants any opportunity to comment on these matters.
They asked for reimbursement of the appeal fee and for
an order that they should be refunded the filing,
search, designation and excess claims fees paid in
respect of European patent application No. 82 301 389.1
when they abandon that application, which they intend
to do if they succeed in the present appeal. At the
request of the Legal Board of Appeal, the appellants
have filed a letter which has been placed in the file
of application No. 82 301 389.1 stating that it is
intended to withdraw that application if the present

appeal is allowed.
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REASONS FOR THE DECISION

The appeal complies with Articles 106 to 108 and Rule 64

EPC, and is, therefore, admissible.

In a decision dated 21 July 1982 Case No. J 04/82 (Offi-
cial Journal EPO 1982, 385) the Legal Board of Appeal has
already considered and allowed a request for correction of
a declaration of priority, holding that such a mistake may
pe corrected under Rule 88 EPC, first sentence, and that
there are no other provisions in the EPC, and no over-
riding principles in the Paris Convention (Articles 4
D(1),(2)), which might conflict with retrospective correc-
tion under Rule 88 EPC of a mistake in a declaration of

priority.

Contrary to the view expressed by the Receiving Section in
the decision under appeal in the present case, the fact
that according to Rule 38(2) EPC priority must be claimed
on filing is no reason for not allowing correction. The
mistake to be corrected is an omission and the Legal Board
of Appeal has consistently held that a mistake in a docu-
ment filed with the European Patent Office may result from
an omission and that correction can take the form of ad-
ding omitted matter. This point was first considered in
Case No. J 08/80 (0official Journal EPO 1980, 293), in
which a designation of a Contracting State had been omit-
ted, and again in Case. No. J 04/82 (ubi supra), in which

a claim to priority had been omitted.

In Case No. J 04/82, the European patent application had
been published while the appeal was pending. However, in

the published application and in the European Patent
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Bulletin the priority, the addition of which was asked for
had been inserted together with a note that the question
of allowing the addition had not been finally decided. In
those circumstances, the Legal Board of Appeal held that
there could be no danger to the public interest if the

correction were allowed.

In the present case, the situation is similar to that in
Case No. J 04/82, insofar as additional priorities are
requested having a later date than the priority claimed on
filing. But in this case the application has been pub-
lished without any warning being included in the publica-~
tion. The Board must consider, therefore, whether the
public interest would be adversely affected by allowing

the correction.

A European patent application is published early, in
accordance with Article 93 EPC, in order to inform the
public about the existence of a potential European patent.
Not only the technical content and the designated States
concerned are of importance for the information of third
parties but also the filing date and any priority date. In
principle, the public should be entitled to rely on the

published information as being both accurate and complete.

On the other hand, the applicant for a European patent is
also entitled to fair treatment by the EPO. He can rely on
correct application of the provisions of the EPC if he
himself acted correctly. In the present case, by asking
for correction of the mistake within a very short period
of time after filing the application, the applicants 4id
all they could do. As a request for correction had been
made and was still pending, the EPO should not have pub-
lished the application without including a warning to the

public.
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8.

10.

Fortunately, in the present case third parties have been
informed about the full scope of European protection
sought, by way of European patent application No. 82 301
389.1, published on 29 September 1982, for which the three
priorities in question have been claimed in relation to
the same subject matter. As noted in paragraph IX above,
the appellants have declared that they intend to withdraw

this application if the present appeal is allowed.

In these special circumstances it is possible for the
Board to decide that the public interest would not be
adversely affected by allowing the present appeal.

It is clear that the decision of the Receiving Section was
given on grounds on which the appellants had not had an
opportunity to present their comments. This was a contra-
vention of Article 113(1) EPC and, accordingly, the Legal
Board of Appeal considers that the circumstances of the
case justify an order for reimbursement of the appeal fee

in accordance with Rule 67 EPC.

The Board has no power to order refund of any fees paid in
respect of European patent application No. 82 301 389.1,
which is not the subject of the present appeal.

For these reasons,

it is decided that:

(1) The Decision of the Receiving Section of the European
Patent Office dated 30 March 1982 is set aside.
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(2) It is ordered that the Request for Grant form filed
on European Patent Application No. 81 305 433.5 is to
be corrected by adding references to United Kingdom
Patent Applications 8108392, 8112331 and 8127289,
filed respectively on 18 March 1981, 21 April 1981
and 9 September 1981, in field VII of page 2 thereof.

(3) It is ordered that the appeal fee be reimbursed to
the appellants.

(4) No order is made concerning the refund of any fees
paid in respect of European patent application No.
82 301 389.1.

The Registrar: The Chairman:
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