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Summary of Facts and Submissions

IT.

ITI.

Iv.

VI.

This is an appeal against the decision of the Examining
Division, sent with reasons on 27 March 2018, to refuse
the request dated 6 July 2017 pursuant to Rule 139 EPC
to correct the PCT request form with respect to
international application PCT /US2011/037235 (later
European application no.11827111.3)and the request for
grant form 1001 E with respect to European application
No.16206866.2 by adding a second priority application
US12/819,44 of 21 June 2010.

A notice of appeal was filed on 21 May 2018, the appeal
fees being paid the same day. A statement setting out
the grounds of appeal was received on 3 August 2018.
The appellant requested that the decision under appeal
be set aside and a claim for the priority of
Us12/819,944 dated 21 June 2010 (Pl) be added to the

present application.

In a communication pursuant to Article 15(1)RPBA, the
board informed the appellant of its preliminary opinion
that the request for correction under Rule 139 EPC did

not appear to be allowable.

In a response to the summons, by letter dated
17 April 2019, the appellant reiterated its request for

correction.

Oral proceedings were held on 22 May 2019. At the end
of the oral proceedings, the chairman announced the

board' decision.

The decision of the examining division can  be

summarised as follows.
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It could be accepted that a mistake had been made and
that the requested <correction reflected the true

intention of the applicant.

However, no special circumstances justified the
addition of the omitted priority claim, despite the
fact that the application had been published without a

warning that a request for correction had been made.

- There were no apparent discrepancies on the face

of the published PCT application.

- Even taking into account the possibility of
consulting the priority documents as filed, third
parties would not realise that a second, earlier

priority application had been omitted erroneously.

- The simple fact that the priority application P2
was a divisional application did not in itself
indicate to the public that a second priority claim

was in fact missing.

The arguments of the appellant relevant to the decision

were as follows.

The Examining Division correctly decided that a mistake
had been made and that the requested correction

reflected the true intention of the applicant.

However, the examining division was wrong to consider
that it must be possible for third parties to identify
the error from the publication itself. In reality, it
was rarely possible to identify an error in a priority
claim from the bibliographic data provided in the

publication alone. Any assessment of the validity of a
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priority claim must include a review of the priority

document.

Any third party interested in the patentability or
scope of the application would then consult the

priority document P2.

- This document was readily available for
consultation at the time of publication of the PCT
application, from which the parent EP application

derives.

- Third parties would be further encouraged to
consult P2 because they would see, from the details
of the priority claim in the published application,
that the application was filed only eight months
after the priority date, i.e. before the expiry of

the 12-month period.

The error was obvious 1in the relevant ©priority

document.

- Any interested third party would ask a qualified
person, typically a patent attorney to carry out
this inspection of P2. The patent attorney would
seek, among other things, to verify that P2 was
indeed the first application for the invention.
They would therefore inspect the filing details of
P2, as set out on pages 37-42. The patent attorney
would then see from this section that P2 was in
fact a divisional application of Pl. This would
immediately ("obviously") lead the patent attorney
to conclude that an error had been made 1in the
priority claim and that the application should have

been filed with a priority to PI1.
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Pl was published and thus available for

consultation on the publication date.

The timing error was even more evident given that
the application was filed close to the anniversary
date of Pl. This would establish the intended

priority claim for Pl in addition to P2.

interest of the public would not be adversely

affected by the addition of the priority claim to P1.

The timescale for entry into the regional phase of
the PCT patent application was not affected, since
the request to enter the EP regional phase was
filed precisely 31 months from the priority date of
P1.

No intervening prior art had been cited during the

search and examination proceedings.

Only those who relied on the priority data were
likely to be affected by the correction. But they
would have consulted the priority document first

and ascertained the error.

Reasons for the Decision

Admissibility of the appeal

1. The

appeal is admissible. It complies with the

requirements of Articles 106 to 108 and Rule 99 EPC.

Request for correction under Rule 139 EPC

2. European patent application No 16 206 866.2 was filed

on 23 December 2016 as a divisional application of EP
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11 827 111.3, which is an application in the regional
phase originating from international application under
the Patent Cooperation Treaty No. PCT/US2011/037235
filed on 19 May 2011. Both divisional application No.
16 206 866.2 and PCT application No. PCT/US2011/037235
claim priority to US application 12/888,107 (P2) of 22
September 2010. European patent application No. 16 206
866.2 was published on 24 May 2017 under publication No
3 171 345.

3. The request for correction relates to the addition of
an earlier priority claim to US12/819,944 of
21 June 2010 (Pl). The same request was filed on the
same day for the parent European patent application No.
11827111.3.

4. Under Rule 139 EPC, first sentence, linguistic errors,
errors of transcription and mistakes in any document
filed with the European Patent Office may be corrected
on request. A mistake is said to exist in a document
filed with the EPO if the document does not express the
true intention of the person on whose behalf it was
filed. The mistake may take the form of an incorrect
statement or it may result from an omission. Correction
can take the form of amending the incorrect statement
or adding omitted matter (J 8/80, J 6/91).

Presence of a mistake

5. The board concurs with the finding of the examining
division that the true intention of the applicant was
indeed to claim the priority of Pl, in addition to P2.
- P2 is a divisional application of Pl, which means

that the subject-matter contained in P2 should be

disclosed in P1.
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- The relevant deadlines following PCT filing (parent
application) were monitored based on the filing
date of Pl on 21 June 2010: the PCT application was
filed within the 12-month period on 19 May 2011,
and the request to enter the European regional
phase was filed on 21 January 2013, precisely 31
months from the filing of PI1.

Conditions for correction of priority data

6. However, with regard to the correction of priority
data, the interest of third parties in maintaining
legal certainty must be taken into account. Published
data must be reliable as such. The established case law
requires that the request for correction should be made
early enough for a warning to be included in the
publication of the application. When no warning is
published, only special circumstances may Jjustify the
correction at a later stage, if the interest of the
public is not seriously affected. In case law, this has
been accepted in the following circumstances:

- the discrepancy 1is apparent on the face of the
application as published (J 6/91);

- the public was otherwise informed about the full
scope of the protection (J 11/92: the applicant
filed a second application claiming priority of the
omitted priority document in due time);

- other circumstances which guarantee that the
interest of the public is not seriously affected:
for example if only a subsequent priority was added
or if the correction concerned merely typographical
errors in the details of the priority declaration
(date or file number : J 2/03; J 3/91; J 2/92).

7. In the present case, the request for correction was

filed on 6 July 2017, i.e. after the publication of the
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application on 24 May 2017 and more than five vyears
after the publication of the parent PCT application on
29 March 2012. No warning that a request for the
correction of the priority data had been made was
included at that time.

The correction concerns the addition of a second
earlier priority claim and not merely the correction of
typographical errors 1in the details of the priority

declaration.

Detection of the mistake in the application

10.

The appellant disagrees with the finding of the
examining division that the mistake could not be
detected from the publication of the PCT application
itself. Rather it considers that third parties would
notice from the publication that the PCT application
was filed only eight months after the filing date of
P2, 1i.e. before the expiry of the 12-month period,
which would prompt them to consult the ©priority

document and find out the divisional status of P2.

The board cannot follow this reasoning: Article 87 (1)
EPC does not require the parties to make full use of
the twelve-month period from the date of filing of the
first application. The fact that the priority year was
not exploited in full can therefore not be seen as a
discrepancy regarding the details of the priority
declaration or even as an incentive for the public to
consult the priority document. The board therefore
agrees with the examining division's analysis that, on
the basis of the published application, third parties
could not detect any error concerning the priority
claim: there are no apparent discrepancies regarding
the priority data. The filing date of the US 12/888,107
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priority application P2 (22 September 2010) lies within
the priority period, considering the filing date of the
parent application EP 118 27 111.3 (19 May 2011).

Consultation of the priority document and definition of

relevant third parties

11.

12.

The appellant is however of the opinion that any third
party interested in the patentability or scope of the
application would consult the priority document, which
was readily available for consultation at the time the

relevant application was published.

At this point, it is necessary to consider the
definition of the relevant "public" or "third party"”
who would consult the published application. According
to the appellant, the relevant "public" is defined as a
qualified person, typically a patent attorney, who
would assess the wvalidity of the priority claim and
therefore consult the priority document. Taking into
account the primary purpose of the publication of the
application, which is mainly to disclose technical
information in order to foster innovation, the board
considers that the published application would first be
consulted by a person skilled in the art. That person
would look for technical information in the field of
the invention. They would closely review the technical
content of the published application, as well as the
details of the priority declaration, to determine the
full scope of ©protection. But unless an obvious
discrepancy regarding the details of the priority
declaration prompts this, the person skilled in the art
would rely on the published data without consulting the

priority document.
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The board also does not agree with the appellant's
statement that the interest of the public would not be
adversely affected by the addition of the priority
claim to Pl. The request for correction relates to the
addition of a previous priority claim, which would then
modify the relevant period of protection and may
therefore affect the interest of any person interested
in the invention, whether or not they have consulted
the priority document and even if no intervening prior
art has been cited during search and examination

proceedings.

The question of whether a patent attorney would detect
the error Dby inspecting the priority document 1is
therefore irrelevant. It can be accepted that such a
qualified person seeking to assess the wvalidity of the
priority claim would consult P2 and realise that it is
a divisional application from Pl and therefore that P2
is not the "first application" for the relevant
subject-matter. But 1t 1s not sufficient that the
mistake may be detected after consulting the priority
document : the published data as such must be reliable

on the publication date.

Conclusion

15.

The board comes to the conclusion that there are no
special circumstances which would Jjustify making an
exception to the general rule that a request for
correction should be made sufficiently early for a
warning to be included in the publication of the
application. The finding of the examining division in

the decision under appeal is therefore justified.
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Order

For these reasons it is decided that:

The appeal is dismissed.

The Registrar: The Chairman:
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