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Summary of Facts and Subm ssi ons

1540.D

The appel | ant (applicant) | odged an appeal, received on
2 February 2004, against the decision of the Receiving
Section, dispatched on 2 Decenber 2003, concerning the
refusal of a request to correct the filing date of the
application No. 00 991 676.8 and to recognise the
priority claimbased on US patent application

No. 09/364,277 filed on 29 July 1999.

| nt ernati onal application no. PCT/US00/ 20506 was filed
on 28 July 2000 with the US Patent O fice as receiving
Ofice.

On 25 August 2000, the USPTO issued a form which

i ndi cated that sone application papers had been
received on 28 July 2000 but that no description or
clainms were present in these papers. The appel | ant
adduced evidence to prove that description, clains,
abstract and draw ngs were present when the application
was filed. Declarations by the |egal assistant enployed
with the law firmof the attorneys of record for the
appel l ant (applicant) were filed stating that she
personal ly placed in the mail the application in

guesti on.

The USPTO held that the evidence adduced was
insufficient to establish that the description and the
claims were filed on 28 July 2000. It therefore
accorded a filing date of 19 Septenber 2000 to the
international application, which was the date on which
duplicate papers were filed. This had the consequence
that the applicant's priority right fromUS patent
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application No. 09/364,277 filed on 29 July 1999 woul d
not | onger be valid.

The international application was prosecuted on the
basis of a priority date of 29 July 1999. A demand for
International Prelimnary Exam nation was filed on

27 February 2001 and entry to the European regional
phase was effected on 25 February 2002.

Wth the request for entry into the European regional
phase, the applicant requested under Rule 82ter.1 PCT
that the European Patent O fice acting as designated or
el ected O fice correct the accorded filing date to

28 July 2000 and reinstate the claimed priority.

In the decision under appeal, the Receiving Section of
t he EPO was not convi nced by the evidence adduced by

t he appellant that the application No. 00 991 676.8 as
filed on 28 July 2000 with the USPTO i ncl uded cl ai ns
and a description and that therefore the filing date
accorded by the USPTO (19 Septenber 2000) coul d be
corrected. The reason was mainly that the sworn
statenents given by the | egal assistant were not

per suasi ve because the person was not inpartial and her
statenent was based on personal inpressions so that her
testimony was not credi ble. Oral proceedi ngs were not
hel d because the Receiving Section considered that a
hearing of the witness would not |ead to another

eval uation of the evidence.

In its statement of grounds, the appellant argued
essentially as foll ows:
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Sworn statenments in witing constitute a form of

evi dence explicitly recogni sed by the EPC. This

evi dence shows that on the bal ance of probabilities al

t he papers for the international application were filed
on 28 July 2000.

It was not open to the Receiving Section to conpletely
di sregard the statenents and to call into question the
honesty of the wi tness wi thout at |east taking oral

evidence fromthe witness first.

Even in the event that it is held that the avail able
evi dence does not suffice to establish that the
description, clainms, abstract and draw ngs were
correctly filed on 28 July 2000, it should be

consi dered that these docunents were incorporated into
the application via the cross-reference to the US
priority in the PCT request form In this formit is
clearly explained that the description, clains and
drawi ngs of the new international application are
identical to those of the US priority application. A
cross-referred docunent can be regarded as disclosed in
an application which refers to that docunent. Thus, the
PCT request formfiled on 28 July 2000 nust be regarded
as including the description, clains, abstract and
drawi ngs of the US priority application.

The appel | ant requested that the decision under appeal
be set aside, the filing date be corrected to 28 July
2000 and the priority right be reinstated.
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Reasons for the Decision

1
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The appeal is adm ssible

According to Rule 82ter.1 PCT, any designated or
elected Ofice shall rectify an error nmade by the
receiving Ofice concerning the international filing
date, if that error could be rectified under the
national |aw or national practice of that designated or
elected Ofice and if the applicant proves that the
filing date is incorrect.

Since the EPOis acting as elected Ofice for this
application it has the power according to Rule 82ter.1
PCT to correct the filing date if the necessary
conditions are fulfilled.

Under Article 150(3) EPC, an international application
for which the EPO acts as designated or elected Ofice
is deened to be a European patent application.
Consequently, there is no obstacle to nmaki ng use of
appeal procedures provided for under the EPC to

suppl ement the provisions of the EPC in such cases (cf.
J 20/89, QJ EPO 1991, 375). Therefore, the Board of
appeal has the power to decide on the appeal against

t he deci sion of the Receiving Section.

The first condition required by Rule 82ter.1 PCT in
order to correct the filing date is that the error nade
by the receiving Ofice is such that, had it been nmade
by the designated or elected Ofice itself, that Ofice
woul d rectify it under the national |aw or national
practi ce.
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(a) If papers filed in connection with an European
pat ent application were found to be inconplete
when they reached the EPO, the EPO woul d have
jurisdiction to accord an appropriate filing date
if evidence was adduced of the date on which
docunents were fil ed.

(b) The legal basis for correcting a wong filing date
woul d be the recognised practice of the boards of
appeal that parties to proceedi ngs before the EPO
can cite failure to neet their legitimte
expectations if the EPO had not exercised the due
care required by the circunstances.

| f the EPO had | ost papers filed with it, the party
shoul d not suffer any di sadvant age because of the
failure of the EPO Consequently the EPO woul d have to
correct the filing date in such cases.

The first condition of Rule 82ter.1 PCT is therefore
fulfill ed.

The second condition required by Rule 82ter.1 PCT is
that the applicant proves to the satisfaction of the
designated or elected Ofice that the internationa
filing date is incorrect due to an error made by the
receiving Ofice.

The applicant maintains that the papers deposited with
the Express Mail facility, which under the provisions
of the US receiving Ofice are deened to be an
extension of the USPTO, included a transmttal letter,
a PCT request form a description, a set of clainms, an
abstract and a set of drawi ngs. He therefore concl udes



1540.D

- 6 - J 0010/ 04

that the description and the clainms nust have got | ost
in the USPTO

The appel | ant adduced sworn statenents by the | egal
assistant of the legal firmrepresenting the appellant
t hat she positively renenbered having pl aced the
description and the clains personally into the mail

The Receiving Section considered this evidence not

per suasi ve because the | egal assistant was not
inmpartial as she was personally involved in the filing
of the request and enployed in the representative's

of fice. Modreover, the Receiving Section considered that
t he sworn statenent was based on personal inpressions
whi ch are subjective and not always reliable
particularly regarding a routine task. The Receiving
Section did not invite the witness to hear her
personal | y.

The Board does not share the view of the Receiving
Section for the foll ow ng reasons.

A sworn statement is a formof evidence with a high
probative value especially if it is given, as in the
present case, with the awareness that wilful false
statenments are punishable by fine or inprisonnment or
bot h under the applicable |aw

Strong reasons are therefore necessary to disregard
this kind of evidence. These reasons could be a set of
ci rcunst ances whi ch nmake the statenent very unlikely so
that the credibility of the witness would becone
decisive. The credibility of a person can only be

eval uated by oral evidence. If the Receiving Section
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consi dered the circunstances described in the statenent
as very unlikely to have happened, it should have heard
the witness personally in order to evaluate the
credibility of the w tness.

As to the circunstances of the case, the present case
differs fromthe "ordinary” lost-nmail cases in that the
application reached the USPTO and only a part of the
filed papers was not present. Thus, it is at |east

possi ble that a part went mssing in the USPTO

Description and clains forma considerable | arge stack
of paper within the docunents filed for an application.
It is not credible that an experienced secretary who is
famliar with assenbling patent applications would
forget to enclose these papers or would not notice that
t he papers are m ssing.

Thus, the objective circunstances of the case do not
contradict the sworn statenent but on the contrary
support it.

Furthernore, the Board sees no reason to question the
credibility of the statenment. In particular, the
credibility of wi tnesses cannot be inpugned nerely
because they had a business relationship with a party.
The jurisprudence of the boards of appeal has

recogni sed this principle in many decisions (see eg

T 162/87, T 627/88, T 124/88, T 482/89 Q) EPO 1992,
646, and T 363/90).

The fact also that the statenment is based on personal
i npressions of the witness cannot be a reason to
di sregard it, because evidence is often based on
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personal recollection of a person. If evidence based on
personal inpression was not credi ble per se, evidence
via w tnesses could never be credible.

The Board is therefore satisfied that the description
and the clains were filed with the application of

28 July 2000, that the USPTO therefore made an error in

refusing the filing date of 28 July 2000 and that this
error can be corrected by the EPO

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The request to correct the filing date of the
application No. 00 991 676.8 to 28 July 2000 and to
reinstate the priority right is allowed.

The Regi strar: The Chai r man:

S. Fabi ani J. Sai sset

1540.D



