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publication of the nention of the grant of the
parent application.
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Summary of Facts and Subm ssi ons
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Eur opean patent application 96 918 671.7 was filed on
June 4, 1996 as international patent application

PCT/ EP96/ 02432. It entered into the European phase on
January 7, 1998.

On January 16, 2003, after various anendnents, the
applicant was infornmed that the nention of the grant of
t he European patent woul d be published in European
Patent Bulletin 03/09 of February 26, 2003.

On February 26, 2003, European patent application

03 004 171.9 was filed as a divisional application to
t he above-nentioned earlier patent application

96 918 671.7.

In a comuni cation dated April 14, 2003 the Receiving
Section inforned the applicant that European patent
application 030 041 171.9 could not be treated as a
di vi si onal application because when it was filed the
Eur opean Patent Regi ster had al ready nentioned the
grant of a patent in respect of the earlier European
pat ent application 96 918 671.7.

On Septenber 23, 2003, the Receiving Section issued a
decision rejecting the applicant's request to accept
t he divisional application filed on February 26, 2003.

It stated that in accordance with Article 76 and

Rule 25(1) EPC the last day for filing a divisional

pat ent application was the day before the earlier
procedure was termnated, i.e. the day before the
mention of the grant of the earlier patent application.
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The fees which had been paid in connection with the
filing of European patent application 03 004 171.9.
wer e refunded.

On Novenber 21, 2003, an appeal was | odged against the
deci sion. The appeal fee was paid on the sane day and
t he statement of grounds on January 23, 2004.

The appel | ant requests that the decision under appeal
be set aside and that European patent application

03 004 171.9 be accepted as a divisional application of
the earlier European patent application 96 918 671.7 in
accordance with Article 76 and Rule 25(1) EPC.

The appel lant's argunents can be sumrari sed as foll ows:

- neither Article 97(4) nor Rule 25(1) EPC nentions
any date before which the divisional application
has to be filed and does not clearly specify the
nmeani ng of the term "pendi ng",

- t he Receiving Section does not cite an article or
a rule of the EPC that defines a tinme limt for
filing a divisional patent application,

- Decision J 7/96 (Q) 1999, 443) does not state
exactly when the application ceases to be pending,

- t he European patent application ceases to be
pendi ng not before the date of the nmention of the
grant of the patent in the European Patent
Bul l etin, but rather on that date,
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- according to decisions J 21/96 and J 10/01 in
conmbi nation, the tinme restriction for filing a
di vi sional patent applicationis not atine limt
but nerely identifies a point in the grant
procedure after which a divisional application my
no | onger be filed,

- "the point in the grant procedure” cannot be
anything other than the date on which the nmention
of the grant of the parent application is
publ i shed,

- only the EPC s text and | nplenmenting Regul ati ons
are binding in legal terns, and the Notice dated
9 January 2002 concerning the anmendnment of
Rul es 25(1), 29(2) and 51 EPC only reflects the
EPO s opi nion wi thout binding effect for the
Boar ds of appeal.

On July 6, 2004 the Board sent the appellant a

conmuni cation containing a provisional opinion set out
in substantially the same terns as the Reasons bel ow

and directing the appellant to file any comments

t hereon or any further requests by way of witten

subm ssions within two nonths of the deenmed date of
recei pt of the communication. The comruni cati on

concl uded by stating that, subject to any such

subm ssions, a decision mght be issued after that date.

No reply was received to the conmunication and oral
proceedi ngs were not requested.
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Reasons for the Deci sion
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The appeal conplies with Articles 106 to 108 and
Rule 64 (a) and (b) EPC and is therefore adm ssible.

The Board shares the applicant's view that articles and
rules of the EPC do not exactly define the date after
whi ch a divisional application can be filed. The Board
al so agrees with the applicant's opinion about the

i npl ementation of the notice dated January 9, 2002
concerning the anmendnment of Rule 25(1), 29(2) and 51
EPC (point 3.2 of the grounds of appeal) which only
reflects the EPO s opinion on various issues.

The sol e provisions to be inplenmented concerning the
adm ssibility of a divisional application are contai ned
in Rule 25(1) EPC in the version set out in the

Deci sion of the Adm nistrative Council of Cctober 18,
2001: "The applicant may file a divisional application
relating to any pending earlier European patent
application".

The Board consequently had to interpret the words
"relating to any pending earlier European patent
application”, principally in the Iight of Decision
J 07/96 (QJ 1999, 443).

As requested by the applicant, the Board takes account
of the grounds set forth in Decision J 10/01 (not
publ i shed, see in particular point 16 of the Reasons),
whi ch stated that according to Decision J 21/96 (al so
not published) Rule 25(1) EPC did not |lay down a tine
[imt wthin the neaning of Article 122(1) EPC but
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nerely identified a point in the grant procedure after
whi ch a divisional application may no | onger be fil ed.

However, the Board cannot share the applicant's view
that a divisional application may be filed at the

| atest on the date of the publication of the nention of
the grant of the parent application.

According to Decision J 7/96 (see in particular

poi nt 10) the Examining Division' s decision to grant a
Eur opean patent (Article 97(2) EPC) does not take
effect on the date on which the decision-making process
following witten proceedings before that division is
conpl eted, but on the date on which the European Patent
Bul letin nentions the grant (Article 97(4) EPC)

This means that in the interimperiod, i.e. between the
decision to grant the patent and the publication of the
mention of the grant, the application is deened to be
still pending before the EPO (see in particul ar

point 6.4 of the Decision). Once the grant of the
patent has been nentioned, the earlier procedure is
term nated (see point 18 of J 10/01) and the
application is no | onger pending. Consequently it is

i naccurate to argue that the term"pending" is

anbi guous or does not precisely indicate the date from
whi ch the application ceases to be pending.

The date after which the applicant is no | onger allowed
to file a divisional application is that on which the
Eur opean Patent Bulletin nmentions the grant of the
earlier patent.
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There is a | ogical reason why the applicant cannot file
a divisional application. Wth the nmention of the grant
of the earlier patent, the applicant and the EPO no

| onger exercise any influence over the patent, which
beconmes aut ononobus and has to be treated as though it
had been conferred by a national authority in
accordance with Article 64(1) EPC

On the date of the publication of the nention of the
grant of the earlier application the patent is deened
to be outside the EPO s jurisdiction, and a divisiona
application could not be filed on the sane date because
the application is definitively renoved fromthe EPO s
sphere.

4. Eur opean patent application 03 004 171.9 filed on
February 26, 2003 as a divisional application on the
sanme day as the nmention of the grant of parent
application 96 918 671.7 was published in European

Patent Bulletin 03/09 of February 26, 2003 is therefore
i nadm ssi bl e.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

S. Fabi ani J.-C. Saisset
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