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Summary of Facts and Subm ssi ons
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Eur opean patent application No. 96 925 615.5 was filed
at the EPO on 30 July 1996 by the appellant. It
concerns a "stable solid formulation of Enalapril salt
and process for preparation thereof”. The publication
of the mention of the grant was schedul ed for the

17 Cctober 2001. In a letter dated 10 Septenber 2001,
the respondent ("Third Party") requested the suspension
of the grant procedure according to Rule 13(1) EPC
because of entitlenent proceedings it had conmenced
before the Landgericht (District Court) in Minchen
(Muni ch). Consequently, the proceedings were, by a
deci sion of the Legal Division of 26 Septenber 2001,
suspended as from 10 Septenber 2001.

The background to this conflict is that the appellant
has applied in several countries and in the EPO for
patent protection for a process for preparing drugs,
this process being used by the Third Party for the same
pur pose. According to the Third Party's subm ssi ons,

t he appellant came to know of this process mainly

t hrough evi dence given in the course of Canadi an court
proceedi ngs. In countries where correspondi ng patents
have been granted, they have been opposed by the Third
Party.

In the decision under appeal dated 19 March 2002, the
Legal Division decided to maintain its earlier decision
of 26 Septenber 2001 to suspend the grant proceedings
in respect of European patent application

No. 96 925 615.5. under Rule 13(1) EPC, so that the
grant procedure remai ned suspended as from 10 Sept enber
2001, and to refuse the applicant's request to continue
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the grant procedure pursuant to Rule 13(3) EPC
regardl ess of the stage reached in the entitl enent
proceedi ngs before the Landgericht Minchen.

The applicant's appeal |ies against this decision only
in so far as its request for continuation of the
(suspended) proceedings according to Rule 13(3) EPC was
refused; an appeal against the original suspension as
such is not maintained. According to Rule 13(3) EPC, it
is in the discretion of the Ofice, and thus now in the
board's discretion, to order the continuation of the
grant procedure regardl ess of the stage reached in the
entitlement proceedi ngs before the national court.

The deci sion under appeal refused to order the
continuation of the grant proceedings mainly on the
grounds that the proceedi ngs before the Landgeri cht
Minchen were conmenced only six nonths before the
decision and that it had not been submtted that the
Third Party had deliberately and artificially prol onged
t hese proceedi ngs.

The appellant's main argunments for the continuation of
t he grant procedure before the EPO are, in essence,
that the Third Party has in fact unduly del ayed the
entitlement procedures in Germany, that it has not
presented any case for entitlenment to grant of the
patent, and that the assertion of the Third Party that
it had disclosed the subject matter of the present
application was entirely w thout basis.

The Third Party argues that the appeal is inadm ssible
because the applicant was only entitled to appeal
agai nst the decision of 26 Septenber 2001 and not to
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appeal against the | ater decision of 19 March 2003. As
to the nerits of the case, it argues that the applicant
came to know about the production process mainly by way
of the evidence taken by a Canadi an court on which he

t hen based his applications for patents, inter alia at
the EPO. Therefore, the Third Party and not the
applicant was entitled to the application and any
resulting patent.

In two comruni cations dated 21 Novenber 2003 and 7 July
2004, the board has underlined the paranmount inportance
of the bal ance of the parties' respective interests as
a determning factor in the present case.

Oral proceedings were held on 16 Novenber 2004.

In the oral proceedings, the representatives of the
parties reiterated their respective argunents.

The representative of the appellant explained in
particul ar that, although the patent was ready for
grant, the appellant could not enforce his rights. As
damages could only be clainmed for a certain period
prior to the grant, a further stay in the proceedi ngs
woul d lead to financial |osses, even if the appellant
should win his case. It was submtted again that the
Third Party had not presented a case for entitlenent,
and that it had unduly delayed the entitl enent
proceedi ngs. Years before it had commenced the
proceedi ngs in Miunich, the Third Party had contested
t he correspondi ng patents in Canada and Australia for
| ack of validity. The same approach coul d have been
taken in respect of the European patent. Thus, the
action before the Landgericht Minchen was an abuse of
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procedure ainmed at del aying and obstructing the grant
of patent.

The representative of the Third party argued that the
case before the Landgericht Minchen woul d be
conclusive, as indicated by the court's decision to
hear expert evidence. If the patent were granted to the
applicant, the Third Party would be confronted with a
patent for its own process for producing Enal apri

salt. The Third Party had never unduly del ayed any
proceedi ngs; delays, if any, were due to the fact that
wits and acts of the court had to be served abroad.

The appel | ant requests that the decision under appeal
be set aside and that the grant proceedi ngs be
continued with imedi ate effect.

The third party requests that the appeal be dism ssed.

Reasons for the decision

1

0065.D

The appeal neets the requirenents of Art.108 EPC and is
t heref ore adm ssi bl e.

I rrespective of whether or not the "conmunication" of

t he European Patent O fice dated 26 Septenber 2001 is

al so an appeal abl e deci si on and whet her the appel | ant

coul d or should have appeal ed agai nst such , the board
has no doubt that the appellant was fully entitled to

appeal against the decision dated 19 March 2002 which

fornms the subject-matter of the present appeal.
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Under Rule 13(1) EPC, the European Patent O fice nust
stay grant proceedings if a Third Party provi des proof
that it has commenced proceedi ngs agai nst the applicant
for the purpose of seeking a judgenent that the Third
Party instead of the applicant is entitled to the grant
of the patent. Under Rule 13(3) EPC, the Ofice can
order, at any point in tinme during the suspension, that
t he grant proceedings are to be continued regardl ess of
the state reached in the (national) entitlenent
proceedi ngs. Contrary to the decision to stay the
proceedi ngs according to Rule 13(1) EPC, it is in the
di scretion of the Ofice to decide whether the
proceedi ngs are to be continued. In these pending
appeal proceedings, the board deci des under

Article 111(1) EPC to exercise the power within the
conpet ence of the departnent which was responsible for
t he deci si on appeal ed.

The board has to determ ne whether the grant
proceedi ngs are now to be continued, taking into
account all aspects relevant in balancing the interests
of the parties. In contrast to that, the board is
nei t her conpetent nor qualified to decide which party

t he European application m ght belong to, or even which
outconme of the entitlenment proceedings m ght be nore
likely. As the board has outlined inits two

comuni cations to the parties, it only has to evaluate
the inmpact of a further suspension or the continuation
of the grant proceedi ngs on each of the parties.

To di spose of this case by waiting for a final decision
in the entitlenent proceedings would be detrinental to
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the applicant. Having regard to the manner in which

t hose proceedi ngs are being conducted by both parties,
it nmust be assuned that the final decision will only be
taken at the last instance, i.e. before the
Bundesgeri cht shof (Federal Court). Before any such
final ruling, appeal proceedings will have to be
conducted before the Oberl andesgericht (appeal court)
in Minich. The overall duration of such proceedi ngs
will be at least five years, apart fromthe fact that
the case could possibly be remtted by the

Bundesgeri chtshof to the appeal court. It would thus be
unreasonabl e to expect the applicant to wait for a
final ruling in the entitlenent case before the grant
proceedi ngs are conti nued.

The board has therefore to consider in depth how the
parties' interests have to be bal anced.

There are no reasonabl e doubts that a continuation of
the stay of the proceedings would put the Third Party
in any respect into a favourable position, particularly
because it would not be confronted with clains for
royalties. As the Third Party has only requested that
the grant procedure be suspended at a very |ate stage
(see point | above), the patent is virtually ready for
grant. Consequently, if the Third Party should win its
entitlement case, it would not then have to wait for
anot her couple of years until grant, but would acquire
the patent wi thout any significant del ay.

The fact that the patent is virtually ready for grant

al so neans that the applicant can no |onger influence

its contents or scope by amending the application. One
of the ains of Rule 13 EPCis to prevent an
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unaut hori zed applicant inpairing a true proprietor's
position by amendi ng the application without its
consent; however, this is no |longer possible in the
present case and this point cannot therefore be wei ghed
in favour of the Third Party. In so nuch as the
applicant could neverthel ess deprive the Third Party of
any title to the disputed patent by w thdrawi ng the
application or by abandoning any patent granted thereon,
t he applicant undertook during the oral proceedings
before the board neither to withdraw the application
nor to abandon any such patent.

4.3 Conmpared with the Third Party's position, there would
be maj or drawbacks for the applicant if the grant
proceedi ngs were not continued. Firstly, it has to be
kept in mnd that the procedure was stayed shortly
before the delivery of the patent. Although the
procedure had virtually come to a successful end, the
applicant has nothing to show for it. As a consequence,
it cannot grant |icences for royalties. As for
infringenents, if it should win the entitlenent case,
eventually it could only then clai mdanages for a
[imted prior period, at |east in nenber states of the
EPO where damages are so limted. Mire than that, the
applicant even runs the risk that the grant of the
patent could be obstructed for an incal cul abl e period
of time, as the Third Party, if it were to loose its
case in Cermany, could begin entitlenent proceedings in
anot her nmenber state. In addition, the board finds that
the entitlenment proceedings were started | ate, which
again is detrinental to the applicant, and that the
final outcome of the case is far fromclear.

0065.D
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This denonstrates that the stay of the grant procedure
in the present case anobunts to a very potent weapon in
the hands of the Third Party. If, contrary to the Third
Party's argunents, the procedure were to be continued
and the patent now to be granted, the Third Party wll
still have effective neans to defend its rights, as it
can oppose the patent after grant for |ack of novelty
with regard to its own prior use and/or for |ack of
inventive step. Gven the case now bei ng made by the
Third Party in the entitlenment proceedings, it nust be
assuned that the patent will be opposed by the Third
Party so that a continuation of the stay of the grant
procedure would only defer the opposition to a nuch
later point in tinme.

Thus, in the board's opinion, it follows fromthe above
considerations that granting the patent now will at
nost deprive the Third Party of a confortable | ega
position; but that continuing to stay the proceedi ngs
coul d occasion real |osses to the applicant and be
detrinmental to both its |egal and econom c position.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The grant proceedings in respect of European patent
application 96925615.5 are to be continued with
i mredi ate effect.

The Regi strar: The Chai r man:

S. Fabi ani J. C. Saisset
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