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Headnot e:

. Atinmne limt wthin the meaning of Article 122(1) EPC
involves a period of a legally indicated |length fixed for
carrying out a particular procedural act.

1. In procedural law, the fact that a conditional act can
only be acconplished before a particular set of circunstances
foreseen by a legal provision occurs (condition), is
conceptually different froma set period of tine inposed for
doing an act (tinme limt) because in the first case the
duration of the period in which the act should be conpleted is
determ ned by the occurrence of the condition itself, whereas
in the second case it is pre-determned fromthe outset.

I11. Rule 25(1) EPC does not inpose any tinme limt for filing
a divisional application but rather sets a condition nanely
that the earlier European patent application is pending.
Therefore, no time limt within the neaning of Article 122 EPC

is inposed by this rule.
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Summary of Facts and Subm ssi ons
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On 2 July 2003, the appellant (applicant) | odged an
appeal against the decision of the Receiving Section
di spat ched on 22 April 2003 concerning the refusal of
his request for re-establishnent of rights into the
time limt for filing a divisional application and to
have application No. ... treated as a divisional
application of the earlier European patent

application ... (parent application). The appell ant
paid the appeal fee and filed the statenent of grounds
of appeal on the sane day.

The nention of the grant of the patent based on the
parent application was published in European Patent
Bulletin ... of 15 May 2002. On 11 July 2002, the
appellant filed a divisional application according to
anended Rul e 25(1) EPC together with the request for
re-establishment of the right to file the divisional
appl i cation.

The Receiving Section held that the request for re-
establi shment of rights did not neet the requirenents
of Article 122 EPC because Rule 25 EPC did not provide
atinme limt for filing a divisional application within
the neaning of Article 122 EPC. Furthernore, the

Recei ving Section was of the opinion that Article 122
EPC was not applicabl e because there were no

pr oceedi ngs pendi ng before the European Patent O fice
at the time of the request for re-establishnment of
rights since the nention of the grant of the patent
based on the parent application had been published and
a divisional application had not been fil ed.
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The appel | ant requested that the decision under appeal
be set aside and his right to file a divisional
application be re-established or that the case be
remtted to the departnment of first instance for
further prosecution.

The appel | ant requested oral proceedings, as auxiliary
request .

The appel | ant argued as foll ows:

According to anended Rul e 25(1) EPC, the applicant may
file a divisional application relating to any pendi ng
earlier European patent application.

The point in tinme at which the parent application is no
| onger pending is established by the European Patent
Ofice with the communi cation inform ng the applicant
of the publication date of the nmention of the grant.
Through this communi cation, the European Patent O fice
sets atime limt for filing a divisional application.

If the applicant mssed this tine [imt it should be
possible to grant re-establishnment of rights if all
ot her conditions provided for by Article 122 EPC are
fulfilled. The tinme imt for filing a divisional
application is not excluded by Article 122 EPC

Article 122 EPC has to be applied to "applicant” and
not to "proceedings”. It is therefore not necessary

t hat proceedi ngs be pending to apply Article 122 EPC as
| ong as an applicant has had a | oss of right.
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Reasons for the Decision

1

1249. DA

The appeal is adm ssible.

According to Article 122(1) EPC a request for re-

est abl i shment of rights is adm ssible only if the
appl i cant was unable to observe a tine limt vis-a-vis
t he European Patent O fi ce.

In this case, the appellant argues that he m ssed the
time limt for filing a divisional application provided
for by Rule 25(1) EPC whereas the Receiving Section
held that no tinme limt is provided for filing a

di visional application by this rule and that therefore
Article 122 EPC cannot be applied to the case.

The question is therefore, whether Rule 25(1) EPC
inmposes a time limt for filing a divisional
application wthin the meaning of Article 122(1) EPC.

To answer this question it is first necessary to
exam ne the | egal character of atinme limt in the
meani ng of Article 122(1) EPC.

Article 122 EPC is a procedural provision and its
wording is to be understood as an expert in procedural

| aw woul d understand it.

As already established in decision J 3/83 atime limt
i nvol ves a period of tine having a certain duration.
Furthernore, according to the principles of procedural

| aw general ly recognised in the Contracting States,
this period of a legally indicated length is fixed for
carrying out a particular procedural act. (Cf. e.g. for
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Austrian | aw Fasching, Lehrbuch des 0Osterreichi schen
Zivil prozeBrechts , 1990, II1. Rdnr. 547; for English
law CPR 2.8, 2.9; for French | aw Couchez, Procédure
civile, 1998, paragraph nr. 348; for German | aw
Baunbach, Lauterbach, Zivilprozefordnung, 53. Aufl.,
Ubersicht zu § 214 Rdnr. 9.; for Italian | aw Verde-D
Nanni, Codice di procedura civile annotato con |a

gi urisprudenza, Art. 152; for Spanish | aw Nosete,

Dom nguez, Sendra, Catena, Derecho procesal, 1989,
paragraph nr. 181; for Sw ss | aw Vogel, Gundriss des
Zivil prozessrechts und des international en

Zivil prozessrechts der Schweiz, 6. Auflage, 9. Kapitel
Rdnr. 88.)

It follows that Article 122 EPC is only applicable if
Rul e 25(1) EPC inposes a tine limt i.e. if this
Rul e provides a period of a fixed length for
acconpl i shing a procedural act.

Pursuant to Rule 25(1) EPC, the applicant may file a
di visional application relating to any pending earlier
Eur opean patent application.

If the earlier European patent application is no |onger
pendi ng, whatever the reason for that may be, a
di vi si onal application cannot be filed.

The definition of a pending application was given in
the Notice fromthe European Patent Ofice dated

9 January 2002 concerni ng anendnent of Rules 25(1),
29(2) and 51 EPC (QJ EPO 2002, 112). According to that
definition, an application is pending up to (but not
including) the date that the European Patent Bulletin
mentions the grant of the European patent, or until the
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date that the application is refused, w thdrawn or
deenmed withdrawn; if notice of appeal is filed against
the decision to refuse, a divisional application may
still be filed while appeal proceedings are under way.

The consequence is that, in order to fulfil the

provi sions of Rule 25(1) EPC, the divisional
application should have been filed before the
publication of the nmention of the grant because after
that point in time the necessary condition for filing a
di visional application, i.e. that the earlier
application is still pending, is not fulfilled.

In procedural law, the fact that a conditional act can
only be acconplished before a particul ar set of

ci rcunst ances foreseen by a |l egal provision occurs
(condition), is conceptually different froma set
period of tinme inposed for doing an act (tinme limt)
because in the first case the duration of the period in
whi ch the act should be conpleted is determ ned by the
occurrence of the condition itself, whereas in the
second case it is pre-determined fromthe outset.

The result of this analysis of Rule 25(1) EPC is that
Rul e 25(1) EPC does not inpose any tine [imt for
filing a divisional application but rather sets a
condition nanely that the earlier European patent
application is pending. Therefore, no time limt within
t he meaning of Article 122 EPC is inposed by this rule.

The appellant interprets the fact that the day of
publication was communi cated to himas an inplicit
inmposition of atinme [imt for filing the divisional
appl i cation.
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The communi cation fromthe European Patent O fice that
the grant of the European Patent will be nentioned in
t he European Patent Bulletin on a specific date serves
nmerely to informthe applicant about a step which the
Eur opean Patent Ofice is obliged to take during the
pr oceedi ngs.

The date that the grant is nmentioned is the day on
whi ch the European Patent O fice takes this procedural
st ep.

The mention of the grant in the European Patent
Bulletin is a procedural act within the conpetence of
t he European Patent O fi ce.

Nei t her the conmunication of the date of the
publication of the mention in the European Patent
Bul l etin, nor the nention of the grant are periods of
fixed length for doing particular procedural acts (tine
limts).

Therefore, neither the conmuni cation that the grant of
the patent will be nentioned on a particular date nor
the day on which the nention is published can be
considered to be tine limts within the neaning of
Article 122 EPC.

Article 122 EPC is not applicable to the filing of a
di vi sional application because, as the first instance
correctly stated, no time limt is foreseen by the EPC
for filing a divisional application.
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For this reason, the request for re-establishnment of

rights is not adm ssible.

7. Since the request for re-establishnent is not
adm ssi bl e the Board does not need to exan ne whet her

it is all owable.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

S. Fabi ani J. Sai sset
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