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Summary of Facts and Subm ssi ons
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The present appeal concerns the decision of the

Recei ving Section of 16 Decenber 2002 which rejected
the request of the appellant for re-establishnent into
the tine limt for paynent of the third renewal fee for
t he European patent application 97 122 882.0.

The patent application was filed on 24 Decenber 1997.
By a conmunication sent to the former representative of
t he appel l ant on 2 August 2000, the Receiving Section
of the EPO noted a |loss of rights (Rule 69(1) EPC)
According to the communi cation the patent application
was deened to be withdrawn under Article 86(3) EPC
since the renewal fee for the third year and the

addi tional fee had not been paid in due tine.

Wth letter filed on 18 Decenber 2000, the appell ant
applied for re-establishnment into the time limt for
paynent of the third year renewal fee. He stated
grounds for his request and set out facts on which he
relied. At the sanme date he paid the renewal fee for
the third year together with an additional fee and the
fee for re-establishnment of rights. He al so requested
oral proceedings.

After an exchange of comuni cations and |etters between
t he Receiving Section and the appellant and after a
consul tation by tel ephone, the request for re-
establishment was rejected. In its decision the

Recei ving Section considered the request to be
adm ssi bl e, but not all owabl e.
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The subm ssions of the appellant in the first instance

proceedi ngs and in the appeal proceedi ngs can be

sumuari sed as foll ows:

(a)

(b)

(c)

(d)

The Receiving Section shoul d have appoi nted oral
proceedi ngs since the issue of re-establishnment
could have been clarified thereby in a quicker and
saf er way.

As an individual applicant, the appellant was not
famliar with the requirenments of the EPC and had
not realised the inportance of the matter. He only
had sonme experience with the patent granting
procedure before the Italian industrial property
of fice where the third year renewal fee is paid
with the filing fee.

The only information he received fromhis forner
representative with respect to the paynent of the
third year renewal fee for the present application
was a letter headed "Patents: Tax Rem nder" and
dated 13 April 2000. However, this letter
cont ai ned anbi guous i nformation concerning the
date up to which the fee could still be paid

wi thout losing the application. He was therefore
m sled into believing that he had nore tinme for
payi ng the fee than he actually had.

In May 2000 the appellant revoked the appoi nt nent
of his former representative since he intended to
entrust the handling of the application to his
actual representative. For a nunmber of reasons
(extensive business travelling of the appellant,
change of affiliation and tenporary unavailability
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of the new representative), the actual
representative was unfortunately appointed only on
13 Novenber 2000. Since the appellant was not
aware of the deadline of 30 June 2000 for paying
the third year renewal fee together with the
additional fee, the deadline was m ssed w t hout
personal fault.

(e) The appellant did not receive the | oss of right
comuni cation of 2 August 2000 since it was sent
out by the EPO to his forner representative. The
cause of non-conpliance for the purposes of
Article 122(2) EPC was only renoved on 1 Decenber
2000 when his newy appointed representative found
out by inspection of the register that a | oss of
ri ght communi cation had been sent out.

On 18 June 2003 oral proceedings took place. The
appel  ant requested that the decision under appeal be
set aside and that the application be restored into
full force. At the end of the oral proceedings the
chai rman announced the Board' s deci si on.

Reasons for the Decision

1
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The appeal satisfies the requirements of Articles 106
to 108 and Rule 64 EPC and is therefore adm ssible.

In his grounds of appeal, the appellant raised a
procedural conplaint against the rejection of his
request for oral proceedings by the Receiving Section.
According to Article 116(2) EPC, oral proceedings
before the Receiving Section shall take place only
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where the Receiving Section considers this to be
expedi ent or where it envisages refusing the European
patent application. Since a decision confirmng a |oss
of right or refusing a requested re-establishnment of
rights is not to be equated with the refusal of an
application (see J xx/xx, QJ EPO 1985, 159, point 4),

t he Receiving Section had a discretion in dealing with
the appellant's request for oral proceedings. Wile the
di scretion foreseen in Article 116(2) is not wthout
limts and has to be exercised in the |ight of

recogni sed procedural principles such as the right to
be heard set out in Article 113(1) EPC, the Board notes
that in the present case the Receiving Section has

gi ven the appel lant anple opportunity to present its
case. Several letters and comruni cati ons were exchanged
and a consultation by tel ephone took place. Under these
circunstances, the Board cones to the conclusion that
the refusal of oral proceedings before the Receiving
Section does not anmpunt to a procedural violation.

The present application being filed on 24 Decenber 1997,
the renewal fee for the third year becane due on

31 Decenber 1999 (Article 86(1), Rule 37(1) EPC) and

t he six-nonths period for paynent of this fee together
with an additional fee expired on 30 June 2000

(Article 86(2) EPC). However, the fee was not paid by
that date. Thus, pursuant to Article 86(3) EPC, the
application is deened to be withdrawn unless the rights
of the appellant are re-established by virtue of

Article 122(1) EPC

Requests for re-establishnment nust be filed within two
nmonths fromthe renoval of the cause of non-conpliance
with the respective time limt (Article 122(2) EPC). In
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t he present case, the cause of non-conpliance was the
appel l ant's unawareness of the expiration of the tine
l[imt for paynment of the third year renewal fee
together with an additional fee. The Board sees no
reason to question the appellant's subm ssions that he
did not receive the |oss of right comrunication of

2 August 2000 which was sent out by the EPOto his
former representative after revocation of the

appoi ntment, and that he gai ned know edge of the m ssed
deadl i ne only when his new representative inspected the
file on 1 Decenber 2000. It can therefore be assuned
that the request for re-establishnment filed on

18 Decenber 2000 was submitted in time. Since the
request also conplies with the further requirenents
laid down in Article 122(2) and (3) EPC, it is
adm ssi bl e.

The request for re-establishnent would be allowable if

t he appel l ant was unable to observe the tine [imt in
guestion despite having taken all due care required by
the circunstances (Article 122(1) EPC). In this context,
the word "all" is inportant (T 287/84, QJ EPO 1985, 333,
point 2) so that the requirenent of all due care has to
be regarded as a strict one. The circunstances of the

i ndi vi dual case have to be considered in their entirety
in order to objectively eval uate whether the observance
of the time limt was inpossible for the applicant. The
duty of all due care applies both to the applicant

hi msel f and to his professional representative (J 3/93
of 22 February 1994, point 2.1; T 381/93 of 12 August
1994, point 6).

The appellant is an individual applicant who had
entrusted the filing of the present application to a
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prof essional representative. In April 2000 the office

of the representative sent hima letter headed "Patents:
Tax Reminder". The letter contained information in
Italian and English. It indicated the 13 April 2000 as
rem nder date ("data avviso"). The 10 May 2000 was

prom nently nmentioned as the |ast date for instructions
by the words "TERM NE ULTI MO VS. | STRUZI ON

10. 05. 2000". Furthernore, a left-colum box to be read
by Italian applicants contained the follow ng text:

“"Per i brevetti sottoriportati, €& necessario che
- entro il 10 del nese successivo a quello della

‘data avviso' - ci restituiate |'unita copia,

i nviandoci |"inporto per i brevetti da mantenere
in vita e cancellando quelli non piu di Vs.
interesse. Il ritardo nel paganento fa incorrere
in multe governative; dopo sei nesi il ritardo
determ na | a decadenza definitiva del brevetto."

In a further box, the present application was |isted.
The 24 Decenber 1999 was indicated as the due date for
the third annuity.

The "tax rem nder"” thus informed the appellant about
the fact that a third year renewal fee had to be paid
for the present application and that this fee had
already fallen due several nonths ago. It further
infornmed the appel | ant about the necessity to instruct
the representative prior to 10 May 2000. It is true
that the tax rem nder contai ned rather anbi guous

i nformati on concerning the | egal consequences of non-
payment. The above cited Italian text could be
interpreted to nmean that a failure to pay within the
time limt of 10 May 2000 would only lead to
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"adm ni strative fines" ("nulte governative"), i.e.
additional fees, and that a |l oss of right would only
occur 6 nonths thereafter. Neverthel ess, the appellant
was clearly warned by the tax rem nder that a legally
important time period was running and that he should
instruct his representative not |later than 10 May 2000
for paynent of the third year renewal fee.

In this situation, the appellant chose to revoke the
appoi ntment of the representative. This was apparently
done in order to entrust the matter to his current
representative. Wile the appellant was certainly free
to change his representative and to handle the matter

in the nmeantine hinself, he should have been aware that,
as long as the new representative was not yet appointed,
he had to take care hinself of any tinme limt connected
with the paynment of the third year renewal fee. In view
of the content of the tax rem nder, he could not sinply
rely on the assunption that the paynent of renewal fees
under European |law followed the sane rul es as

applicable under the Italian patent grant procedure.

The standard of all due care enshrined in Article 122(1)
EPC requires that, in case of doubt or |egal
uncertainty, the applicant takes all those steps which
can be reasonably expected froma diligent person.
Havi ng apparently encountered difficulties in
contacting the current representative, the appellant
shoul d at | east have sought advice with respect to the
paynent of the third year renewal fee either fromhis
former representative, or from another representative
or the European Patent O fice before expiry of the
internal deadline of 10 May 2000 indicated in the tax
rem nder. However, the appellant did not undertake any
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steps at all before appointing the current
representative only in Novermber 2000. In view of these
circunstances, the Board has cone to the concl usion

that the requirenment of all due care was not net by the
appel l ant. Thus the request for re-establishnment into
the tine limt for paynent of the third year renewal

fee is not allowable and the appeal has to be di sm ssed.
This entails that fees paid after 30 June 2000 ot her
than the fee for re-establishnment of rights and ot her
than the appeal fee are to be refunded.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

S. Fabi ani J.-C. Saisset
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