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Summary of Facts and Subm ssi ons

2740.D

This appeal is fromthe decision of the Exam ning

D vision of 14 August 2002 confirm ng that European
pat ent application No. 9 794 399.9, based on

| nt ernational application No. PCT/GB97/02715 whose
international filing date was 14 October 1997, was
correctly deenmed wi thdrawn as of 16 Novenber 2000 for
non-paynent in time of the third year renewal fee.

The applicant (appellant) was sent a letter dated

20 June 2000 by the Receiving Section drawi ng attention
to the facts that the third year renewal fee fell due
on 15 May 2000, that the fee could be paid (together
with an additional fee) within the follow ng six nonths
(thus, by 15 Novenber 2000), and that if not paid by
then the application would be deened to be w t hdrawn.

The appellant paid the renewal fee and additional fee
on 29 Novenber 2000. The EPO sent the applicant a
"Noting of Loss of Rights" |letter dated 8 Decenber 2000
stating the application was deenmed to be w thdrawn and
drawing its attention to the possibilities of applying
for a witten decision under Rule 69(2) EPC and of
applying for re-establishnent of rights under

Article 122 EPC. In answer the appellant sent a faxed
letter dated 14 February 2001 stating that the fees
were paid on 29 Novenber 2000 and asking for
confirmation that the application was not deened to be
wi t hdrawn. Al though that letter did not contain a
request under Rule 69(2), it was treated as such by a
reply of 5 March 2001 fromthe Exam ning Division which
observed (wth reference to Rule 107(1)(g) EPC and the
Receiving Section's letter of 20 June 2000) that the
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final date for paynment was 15 Novenber 2000, that

paynment had in fact been made on 29 Novenber 2000, and
therefore that the noting of loss of rights was correct.
The sane letter further noted that no re-establishnent
request had been nmade, gave the appellant two nonths to
file further coments, and ended by stating that, if no
further relevant facts were brought to the attention of
the EPO, a negative decision would be issued.

The appellant, in a letter dated 9 April 2001 and
received on 11 April 2001, submtted that by its
calculations the final date for paynment of the third
renewal fee was 30 Novenber 2000 and that the paynent
on 29 Novenber 2000 had thus been made in tinme. Having
received no reply to that letter, the appellant wote
again on 3 Decenber 2001 (enclosing a copy of its
previous |letter) and asking when it could expect a
reply. The EPO replied by a conmunication of 3 May 2002
apol ogi sing for the delay, explaining why the

appel lant's cal cul ati on was i ncorrect and again giVving
the appellant two nonths to say whether it naintained
its request for a decision.

The appellant then sent a faxed letter of 27 May 2002
observing that the European Online Patents Register
showed the application as still pending and, although
mentioning the "Noting of Loss of Rights" letter of

8 Decenber 2000, indicated no date of the |egal effect
of the deenmed withdrawal; that the fourth year renewal
fee had been accepted on 28 Novenber 2000 (the

appel  ant nust have nmeant the third year fee and

29 Novenber 2000); and that the EPO communi cation of

3 May 2000 had pointed out that the fifth year renewal
fee fell due on 30 April 2002 (the comruni cation had in
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fact referred to the fourth year fee). The appel |l ant
asked whether, in the light of those matters, the
application was in fact still pending and whether it
was possible to file a divisional application. It asked
for a reply well in advance of the deadline for
replying to the 3 May 2002 conmuni cation which it
stated to be 3 July 2002 (although in fact it was

13 July 2002 - see Rule 78(2) EPC)

The EPO replied on 18 June 2002 confirm ng that the
application was deened wi t hdrawn al t hough not shown as
such on the Register and that the retrospective effect
of the deened w thdrawal as of 16 Novenber 2000 coul d
only be avoided if the EPO could be persuaded of a

di fferent opinion by a person requesting a decision
under Rule 69(2) EPC or if a negative decision under
that rule were to be set aside by the Board of Appeal.
The appellant then sent a faxed letter of 1 July 2002
asking for a decision. The decision under appeal was
posted on 14 August 2002. It recited the facts
sumari sed above, expl ai ned why the appellant's
calculation of the time limt for paynent of the third
year renewal fee was incorrect and confirned that the
application was deened to be w thdrawn as of

16 Novenber 2000.

The appellant filed a Notice of Appeal in the formof a
faxed letter of 9 Septenber 2002 and paid the appeal
fee on 16 Septenber 2002. In its statenent of grounds
of appeal contained in a faxed letter of 19 Decenber
2002 the appel |l ant argued as foll ows.

(A Its letter of 9 April 2001 shoul d have been
replied to earlier than 3 May 2002 and in
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particular prior to 20 June 2001 which, according
to the appellant, was the tine limt for filing a
request for re-establishment of rights.

Rel ati onshi ps between the EPO and applicants are
governed by the good-faith principle according to
whi ch an applicant should not suffer any |oss of
rights as a consequence of an om ssion on the part
of the EPO

(B) By issuing notices on 5 Decenber 2000 and
5 Decenber 2001 regarding respectively the fourth
and fifth year renewal fees, the EPO had
inplicitly deened the third year renewal fee as
paid in tine.

The Board sent a conmunication to the appellant dated

8 July 2003 containing its provisional opinion why

nei ther of those argunents could succeed and inviting
the appellant's comments within two nonths of the

deened date of receipt of the conmunication (that is,

by 18 Septenber 2003). The Board's reasons for that

provi sional opinion were substantially as set out bel ow
The appel l ant has not replied, either by 18 Septenber
2003 or at all.

The appel lant requests in its Notice of Appeal
"reversal of the decision in its entirety", in other
words that the decision under appeal be set aside.
There is no request for oral proceedings.

Reasons for the Deci sion

2740.D



2740.D

- 5 - J 0010/ 03

In this appeal, which is adm ssible, the appellant
requests that the decision of 14 August 2002,
confirmng that the I oss of rights notified by the

EPO s letter of 8 Decenmber 2000 was correct, be set

asi de. The disputed | oss of rights arose fromthe non-
paynent within the prescribed tinme of the third year
renewal fee for the application in suit. The fee,
together with the additional |ate paynent fee, was paid
on 29 Novenber 2000. The appel |l ant previously
considered the tinme limt for paynent ended on

30 Novenber 2000 whereas the EPO cal culated it ended on
15 Novenber 2000. The appell ant has never disputed
(indeed inits letter of 14 February 2001 it averred)

t hat paynent was nmade on 29 Novenber 2000. Although it
appears fromthe grounds of appeal that the appell ant
no | onger disputes the calculation of the tinme limt,

t he Board has considered the matter and finds that the
calculation of the time limt set out in the decision
under appeal is correct - the thirty-one nonth tine
[imt expired on 15 May 2000 and the further six nonths
for late paynent on 15 Novenber 2000 (see Article 86(2)
EPC, Rules 107(1)(g), 83(4) and 85(1) EPC and, for
details of the calculation, the reasons in the decision
under appeal). It follows accordingly that the decision
under appeal is correct in saying that, since the
paynent was made on 29 Novenber 2000, it was out of
time and the loss of rights letter was correctly sent.

The only argunents advanced by the appellant in its
grounds of appeal are those set out in paragraph VI
above. The first of these argunents is that the EPO
shoul d have replied to the appellant's letter of

9 April 2001 before 20 June 2001 which, it is said, was
the time limt for filing a request for re-
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establi shment of rights. Article 122(2) EPC sets two
time limts for filing re-establishment requests nanely:

(a) an overall one year limt which begins i mediately
t he unobserved tine [imt expires and which in the
present case thus began on 16 Novenber 2000 and
expired on 15 May 2001 since, in the case of non-
paynent of renewal fees, the further six nonths
for late paynment with an additional fee nust be
deducted fromthe one year period (see
Article 122(2) EPC, |ast sentence);

(b) atinmlimt of two nonths fromthe renoval of the
cause of non-conpliance.

Both tinme imts nust be observed and, thus, if the two
nmonth limt expires before the one year Iimt, the
former prevails; and the shorter tinme limt depends on
the date of renmpval of the cause of non-conpliance.
Therefore, to see whether the shorter limt prevails,
the first question the Board nust consider is, what -
in the appellant's favour - is the |atest event which
coul d possibly be seen as the renoval of the cause of
non- conpl i ance? In the view of the Board, this could
only be the date of receipt of the EPO | etter of

8 Decenber 2000 notifying the appellant's |oss of
rights. This letter stated the third year renewal fee
had not been paid in tinme, further stated paynent was
in fact nmade on 29 Novenber 2000, and drew attention to
the possibility of a re-establishnment application and
the tinme limts in Article 122 EPC - as a renoval of

t he cause of non-conpliance in the present case,
not hi ng coul d be cl earer.
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4. The next question therefore is what - again, in the
appellant's favour - is the latest date on which the
appel  ant coul d have received the letter of 8 Decenber
2000? For any other purpose that letter would be deened
to have been received on 18 Decenber 2000 (Rule 78(2)
EPC) but this legal "fiction" of deemed receipt ten
days after sending does not apply for the purpose of
establishing the date of renpval of a cause of non-
conpliance (see for exanple J 7/82 QJ 1982, 391,
Reasons, paragraph 4; T 428/98 QJ 2001, 485, Reasons,
par agraph 2.2; and see generally "Case Law of the
Boards of Appeal of the European Patent O fice", 4th
Edi ti on, 2001, pages 298 to 300). However it is beyond
doubt that a reply was sent dated 14 February 2001, so
the EPO | etter nust have been received on or before
that date. Thus 14 February 2001 is the | atest possible
date which can be taken as the date of renoval of the
cause of non-conpliance. (The appellant coul d, but
cannot be conpelled to, identify the actual date on
which the EPO |l etter was actually received but if, as
is likely, this was earlier than 14 February 2001, this
woul d only work to its disadvantage.) The Board
therefore finds that the two nonth tinme limt expired
on 17 April 2001 - two nonths after 14 February 2001
being 14 April 2001 but, that date being a Saturday and
16 April 2001 being a public holiday when the EPO was
cl osed for business, 17 April 2001 was the next
of ficial business day under Rule 85(1) EPC. 17 Apri
2001 being earlier than 15 May 2001 - the date of
expiry of the other tinme limt under Article 122(2) EPC,
see paragraph 2(a) above - it prevails over that other
time limt and had to be observed.

2740.D
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Al t hough the EPO | etter of 8 Decenber 2000, whenever it
was received, clearly acted as a renoval of the cause
of non-conpliance, the representative's reply of

14 February 2001 did not include any application for
re-establishment. Al the reply requested was
confirmation that the patent application was not deened
wi t hdrawn. Thus it appears that, notw thstanding the
contents of that EPO letter, no steps were taken then
by the appellant or its representative to check whet her
its own calculation of the fee paynent deadline was

correct or not.

The appel | ant appears to have nade a further

m scal culation in considering that the tinme l[imt for a
re-establishment request expired on 20 June 2001. That
cal cul ation can only have been made by assum ng the
peri od of one year under Article 122(2) EPC ran from
the date of the EPO letter of 20 June 2000 which drew
the appellant's attention to the fact that the third
year renewal fee had to be paid at the [atest on 15 May
2000 and to the possibility of the further six nonth
non- ext endi bl e period pursuant to Article 86(2) EPC and
whi ch therefore told the appellant the EPO consi dered
the final deadline to be 15 Novenber 2000. Since that

| etter was deened received on 30 June 2000, the actua
deadline (if the appellant's cal cul ati on was correct)
woul d have been 2 July 2001 (30 June 2001 being a

Sat urday). However, in this case the deadline (again,

if the appellant's calculation was correct) would have
been 30 January 2001 since, as nentioned above, the one
year period is, in the case of non-paynent of renewal
fees, reduced to six nonths. However, the 20 June 2000
| etter cannot be seen as the renoval of the cause of
non- conpl i ance since at that point the non-conpliance
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had not occurred; nor could it mark the begi nning of

the one year period (reduced in this case to six nonths)
fromthe unobserved tine limt since the end of that
time limt fell on a |ater date, nanely 15 Novenber

2000. Moreover, as al so nentioned above, there is the
addi tional question of the two nonth tine [imt in
Article 122(2) EPC which apparently did not occur to

t he appel | ant.

7. The Board is therefore of the opinion that the | atest
possi bl e date for filing a re-establishnment request and
paying the related fee was 17 April 2001. It follows
that the argunment, that the appellant's letter of
9 April 2001 was not replied to before 20 June 2001,
cannot assi st the appellant since both the two nonth
time limt and the one year tine limt (reduced in this
case to six nonths) for a re-establishnent request
expi red before 20 June 2001 (on 17 April 2001 and
15 May 2001 respectively). The delay of over a year in
replying to the letter of 9 April 2001 was of course
very discourteous (as the apology given to the
appel I ant acknow edged) and such del ays cannot be
condoned. However, a pronpt reply would have nmade no
difference in this case as the two nonth tine-limt for
a re-establishnent application had only eight days
(four working days) to run when the appellant wote its
letter of 9 April 2001, and the appellant had al ready
failed, when witing its letter of 14 February 2001, to
appreciate that the cause of non-conpliance had then
been renoved.

8. The appel l ant's supporting argunent as to the good
faith principle in relations between the EPO and
appl i cants cannot assist the appellant either. It is

2740.D
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founded on the prem se of, to use the appellant's words
in the grounds of appeal, "an om ssion on the part of
the Ofice". The om ssion referred to is clearly the
long delay in replying to the appellant's letter of

9 April 2001. However, as is clear fromthe above,
first, it was the appellant's own om ssions which had
created the situation in which it found itself and,
second, an earlier reply fromthe EPO woul d not have
affected that situation.

9. The Board al so observes that, since the expiry of the
two month tinme-limt on 17 April 2001, the position has
been beyond saving by a re-establishnent request since
such requests are thensel ves not capable of reviving by
re-establishment (see Article 122(5) EPC)

10. Even if a re-establishnent request had been nade in
time, the Board has little doubt that it would have
fail ed. Such a request nust showthat a tinme |[imt was
m ssed in spite of all due care having been taken
(Article 122(1) EPC). It is difficult to see how, in
the light of the EPO letter of 20 June 2000, the
appel  ant coul d nake an arguabl e case that due care was
observed after that letter was received, the appell ant
t hen being on notice of the actual and correct tine
[imt for paynent of the renewal fee. At the very |east,
the requirenent of due care neant that the appell ant
shoul d, on receipt of that letter, have checked its own
calculation and, if satisfied it was correct,
questioned the EPO s cal cul ation. Mich the sanme coul d
be said as regards receipt of the later EPO |l etter of
8 Decenber 2000. Further, it is established case-law
that one criterion of due care is whether the | apse was

the result of one isolated error in an otherw se

2740.D
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satisfactory system It appears in the present case
that the m stake was based on a m sinterpretation of
law, it would be extrenely difficult to argue that such
a msinterpretation was made solely in, or for the

pur poses of, the present case. Thus the Board finds
that the appellant's first argunment cannot succeed.

The appel lant's second argunent is that, by issuing
noti ces regardi ng subsequent renewal fees, the EPO has
inplicitly deened the third year renewal fee as paid in
time. It appears clear fromthe file that the paynent
of subsequent renewal fees was not viewed by the EPO as
excusing the late paynent of the third year fee or as
deeming that fee paid in tine. The late-paid third year
fee and subsequent renewal fees have been marked in the
EPO records as "Refund awaiting approval by the
authorising officer". A notice was sent to the
appel l ant on 29 May 2002 stating that a refund woul d be
made. And the reply of 18 June 2002 to the appellant's
letter of 27 May 2002, nmaking this very argunent,
expl ai ned that the decision that the patent application
was w thdrawn could only be reversed by an appeal.

That stance of the EPOis entirely inconsistent with

t he appel l ant's suggestion that, by receiving |ater
paynments, the late-paid third year renewal fee was
deened to be a paynent nade in tinme. On the contrary,
all the evidence on file is consistent with the stance
of treating the late-paid third year fee and subsequent
renewal fees as refundabl e pending the outcone of the
appellant's challenge to its decision. Accordingly, the
Board holds that the appellant's second argunent cannot
succeed.
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13. It follows that the appeal nmust be dism ssed. As a
consequence, the third year renewal fee and the
additional fee paid on 29 Novenber 2000 and any further
renewal and additional fees paid |later nust be refunded.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

S Fabi ani J.-C. Saisset

2740.D



